United States Court ofAppeals 
for the Second Circuit 



APPENDIX 




IN THE 

limtrft Clatra (Cnurl of Apprals 

For the Seeond Circuit 


Appeal No. 71-2139 


HYMAN KRAMER, doing business as 
HY KRAMER ENTERPRISES, 

Plaintiff-A ppellant, 
v. 

DURALITE COMPANY, INC., and 
G & A MACHINE WORKS, INC., 

Dejendants-A ppellees. 


On Appeal From the United States District Court 
For the Southern District of New York 


JOINT APPENDIX 




Harvey E. Bumgardner, Jr. 

Attorney for Plaintiff-A ppellant 
1230 Avenue of the Americas 
New York, New York 10020 

Rubens & Berger 

Attorneys for Defendants-Appellees 
30 Lexington Avenue 

New York, New York 10017 


0NLY C0PY AVMLABU^ 







PAGINATION AS IN OMKilNAL COPV 





TABLE OF CONTENTS TO APPENDIX 


PAGE 

Docket Entries . Ia 

Complaint v. Duralite Company, Inc. 7a 

Corcplaint v. G & A Machine Works, Inc. 9a 

Answer & Counterclaim of Duralite . lia 

Answer of G & A . l8a 

Reply to Counterclaim of Duralite . 20a 

Stipulation and Consent Order Consolidating 

67 Civ. 2079 and 67 Civ. 208l . 21a 

Stipulation and Consent Order for G & A 

to Amend Answer and Interpose Counterclaim 23a 

Reply to Counterclaim of G & A . 27a 

Stipulation Substituting Arthur, Dry Sc Kalish 

As Attorneys for Plaintiff . 28a 

Transcript of Trial 

Opening Colloquy . 30a 

Plaintiff's Witness: 

Hy Kramer 

Cross Examination . 43a 

Defendant's Witnesses: 

George Gonsalves 

Direct Examination . 49a 

Cross Examination . 65a 

Felice Dosso 

Direct Examination . 119a 

Cross Examination . 120a 

i 



















PAGE 


Plaintiffs Witness: 

Hy Kramer 

Direct Examinatiori . 129a 

Opinion and Order - Duffy, J. 139 a 

Plaintiffs Motion to Amend and Supplement 
Findings of Fact and Conclusions of 
Law . l46a 

Plaintiffs Memorandum in Support of the 

Foregoing Motion . 152a 

Memorandum Order by Duffy, J., Denying the 

Foregoing Motion In All Respects . l69a 

Transcript of Magistrate's Hearing on 
Attorney's Fees 

Defendant's Witness: 

Peter Berger, Esq. 

Direct Exam.ination . 170a 

Cross Examination . 176a 

Plaintiffs Witness: 

Harvey Bumgardner, Jr., Esq. 

Direct Examination . 210a 

Plaintiffs Memorandum on Attorney's Fees . 212a 

Magistrate's Report Sc Recommendation . 240a 

Plaintiffs Memorandum on the Magistrate's 

Report ■% Recommendation . 2^7a 

Defendanfs Affidavit re Amendm.ent of Magistrate's 
Report and Recommendation . 251a 

Defendanfs Memorandum in Support of Motion to 

Amend Magistrate's Report & Recommendation ... 257a 

Memorandum Opinion by Duffy, J. 26la 

ii 


















PAGE 

Judgment, August 1, 1974 . 263a 

Notice of Appeal . 265a 

Plaintiffs Trial Exhibits 

Exhiblt 1. Patent in Suit # 3,310,268 . 265a 

Defendant's Trial Exhibits 

Exhibit I - Oath of Inventorship . 271.) 

Exhibit K' - Design SKetch of Nesting 
Brackets . 2^33 

Defendant's Magistrate's Hearlng Exhibits 

Exhibit 1. Bili to M. Adler from P. Berger, 

7-9-73 ... 2 74a 

Exhibit 2. Bili to M. Adler from P. Berger, 

12-10-73 . 279a 

Exhibit 3 . Bili to K. Adler from P. Berger, 

4-2-74 . 280a 


iii 

















o 


4 




Date 

5- 26-67 

6- 20-67 

6- 26-67 

7- 14-67 

8- 1-67 

8- 4-67 

9 - 18-67 

9-13-67 

11-13-67 

11-20-67 

11-21-67 

11- 22-67 

12- 3-69 
12-4-69 

4-2-70 


la 


DOCKET ENTRIES 
67 CIV 2079 


Proceedings 


Filed Complaint and issued suimnons. 

Filed Stipulation and order extending time of 
defendant to answer to 7-15-67. - Sugarman, Ch. J. 

Filed Summons and return - served defendant by 
I. Zacklin on 6-1-67. 

Filed Stipulation and order extending defendant's 
time to answer complaint to 7-31-67. - Clerk. 

Filed defendant's Answer and counterclaim. 

Filed plaintiffs Reply to counterclaim. 

Filed Notice of taking deposition. 

Filed Amended Notice of taking depositions. 

Filed Notice of motion re: consolidate. Ret. 

11 -21-67, and affidavit in support thereof. 

Filed Stipulation and order consenting to the 
consolidation of this action and 67 Civ. 208l for 
all purposes. Mansfield, J. 

Filed Memo endorsed on motion papers filed 11-13-67. 
Motion disposed of in accordance with the stipulation 
signed 11-20-67. Mansfield, J. 

Filed Consent and order of substitution of attorneys. 

- Clerk (substitution of attorneys for defendant in 
67 Civ. 208l). 

On Call for review - G. R. 23 before Sugarman, Ch. J. 
120 day order. 

Filed Order that plaintiff shall file note of issue 
within 120 days or action to be dismissed. - Sugarman, 
Ch. J. m/n. 

Filed plaintiffs Note of issue and statement of 
readiness. . . 
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4- 27-70 

5- 4-70 
5-27-70 


7-10-70 

7-24-70 

7-30-70 

10-28-70 

12 - 21-70 

12 - 21-70 

12-23-70 


3-15-72 

6-20-73 


6-20-73 

6-21-73 


Filed Order pursuant to Calendar Rules 6 and 13 - 
Sugarman, Ch. J. 

Filed Plaintiff's designation of trial counsel. 

Filed Stipulation and joint motion that this 
Court is moved for an order extending all proceed- 
ings herein for a period of 60 days so that the 
time for the parties to file designation of trial 
counsel shall be extended to 7-4-70; and the time 
for the parties to file their pre-trial memorandum 
shall be extended to 7 - 22 - 70 ; and all other times 
relating to assignment and pre-trial conference be 
extended accordingly - So ordered - Cannella, J. 

Filed Notice of change of attorney. 

Filed Defendant’s affidavit and notice of motion 
to reopen discovery proceedings under Rule 9(1) 
return 7 - 30 - 70 . 

Filed Memo endorsed on motion filed 7-24-70 - six 
month order consented to - Settle order on notice - 
Cooper, J. 

Filed Defendant's notice to take deposition of 
plaintiff on 10-30-70. 

Filed Plaintiff's reply to counterclaim. 

Filed Plaintiff's notice to take deposition of 
defendant on 1-14-71. 

Filed Stipulation and order that defendant G & A 
Machine Works, Inc. answer is amended by the addition 
of the following paragraph as indicated and that said 
defendant be allowed to interpose counterclaims as 
indicated - So ordered - MacMahon, J. 

Filed Consent pre-trial order. Lasker, J. 

Filed Transcript of deposition of defendant G & A 
Machine Works, Inc. by Mickey Adler taken September 
11, 1967 and November 8, 1967. 

Filed Transcript of deposition of defendant G & A 
Machine Works, Inc. by Mickey Adler on February 4, 1971 

Filed Stipulation and order that Arthur, Dry & Kalish 
is substituted as attorneys for Hy Kramer, Plaintiff. 
So ordered - Duffy, J. 



6-21-73 

6-22-73 

6-27-73 

6-28-73 

6- 29-73 

7- 19-73 

9-26-73 

11- 29-73 

12- 4-73 
12-6-73 
12-20-73 


1 - 29-74 

3-25-74 
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Before Duffy, J. - Trial begun wii - a as 

to issue of liability only. Issue ua to d . 'i -as 
severed from trial. 

Trial continued. Adjourned to 6-27-73. 

Trial continued. 

Trial continued. 

Trial continued and concluded. - Total trial days five. 
Ji^dges' Decision is reserved. 

Filed Stipulation and order that Peter L. Berger is 
hereby substituted as attomey in the place and stead 
of Alan K. Roberts. So Ordered - Duffy, J. 

Filed Transcript of record of proceedings, dated 
6 -21, 6-22-28-1973. 

Filed Plaintiffs post-trial brief. 

Filed Brief for defendants after trial. 

Filed Plaintiffs reply brief. 

Filed Opinion # 40140 and order -these are Consol¬ 
idated actions for infringement of U.S. Patent 
3,310,268 issued on 3-21-67, to plaintiff Hyman 
Kramer. This opinion and order is to be considered 
as findings of fact and conclusions of law within 
the meaning of Rule 52(a) of the FRCP. In sum, I 
hold that the device did not rise to the level of an 
invention; that the patent was invalid and unenforce- 
able and that the plaintiff was not the creator of 
the design or device and lied when he said he was. 

Tne sole question left is whether the defendant, 

G & A is entitled to damages and attorney's fees. 

As to attomey's fees, I find that the fees are 
warranted and direct the defendant's attomey to 
appear for a hearing before a maglstrate of this 
court so that the amount of such fees may be properly 
determined. So ordered - Duffy, J. (m/n) 

Filed Transcript of record of proceedings, dated 

6-21, 6-22-28- 1973. 

Filed Plaintiffs notice of motion for an order to 
amend and supplement findings * fact and conclusions 
of law. raturn 4-9-74. 








4a 


3-25-74 


3-26-74 


6-5-74 


6- 17-74 

7- 22-74 
7-19-74 


8-1-74 


8- 16-74 

3-16-74 

7-19-74 

7-19-74 

9- 18-74 


Filed Memorandum ln support of plaintiffs motion 
to amend and supplement findings of fact and con- 
clusions of law. 

Filed Memorandum endorsed on motion filed 3-25-74. 

Motion denied in all respects. So ordered - Duffy,J. 
(m/n) 

Filed Plaintiffs memorandum with respect to the 
amount of attorney fees awarded to defendant. 

Filed Plaintiffs memorandum with respect to the 
report and recommendation of Magistrate Goettel. 

Filed Transcript of record of proceedings, dated 
4-29-74. 

Filed Memorandum - I hereby confirm the Hon. Magis¬ 
trate Gerard L. Goettel '3 report and recommendation 
in all respects. Settle judgment on notice. Duffy, 
J. (m/n) 

Filed Judgment # 74,644 - ordered this Court has 
jurisdiction of the parties and the subject matter - 
Patent No. 3,310,268 is invalid, void and unforce- 
able - this case is an exceptional case and falis 
within the meaning of 35 U.S.C., Section 28 - and 
defendant, G & A Machine Works, Inc. is awarded 
attorneys fees in the amount of $ 16 , 970.00 together 
with its costs in this action. Duffy, J. Judgment 
entered 8-1-74.- Clerk. (m/n) 

Filed Plaintiffs notice of appeal from judgment 
entered 8-1-74. Mailed copy to Rubens and Berger. 
Entered 8-19-74. 

Filed Bond for undertaking for costs on appeal in 
the sum of $250.00 - Reliance Insurance Company. 

Filed Memorandum in support of Defendant's motion 
to amend Magistrate Goettel's Report and Recommen¬ 
dation. 

Filed Magistrate's Report and Recommendation. 

Filed bili of costs as taxed in the sum of $637.9°> 
in favor of both defendants and added to the judg¬ 
ment fr 74,644. 




67 CIV 2081 


Date 

5- 26-67 

6 - 19-67 

8-1-67 

8-2-67 

8- 24-67 

9- 18-67 

9-13-67 

9-27-67 

11-24-67 

7- 10-70 

7-10-70 

7-24-70 

7-30-70 

3-14-72 

3-14-72 

6-21-73 


Proceedings 


Filed Complaint and issued surnmons. 

Filed Surnmons and return, served defendant by 
M. Adler 6-1-67. 

Filed Defendant's answer. 

Filed Stipulation and order extending time of defen¬ 
dant to answer to 7-31-67. - Mansfield, J. 

Filed Plaintiffs notice to take deposition. 

Fixed Amended notice of taking deposition (on 
September 22, 1967 ). 

Filed notice of taking deposition (on September l 8 , 
1967). 

Filed Plaintiffs notice to take deposition - sup. 
issued. 

Entry substituting attorney for defendant in this 
action made in 67 Civ. 2079 this date. 

Filed Order thot Alan Roberts be substituted as 
attorney for record for defendant G & A Machine 
Works, inc. instead of Burton Lilling - Ryan, J. m/n 

Filed Notice of change of attorney. 

Filed Defendant's affidavit and notice of motion to 
reopen discovery proceedings under rule 9 ( 1 ) - return 
7-30-70. 

Filed Memorandum endorsed on motion filed 7-24 - 
Sixth month order consented to - settle order on 
notice - Cooper, J. 

Filed Defendant's pretrial memorandum. 

Filed Plaintiffs pretrial memorandum. 

Filed Stipulation and order that Arthur, Dry & Kalish 
is substituted as attorneys for plaintiff. So ordered 
Duffy, J. 
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12-20-73 Filed Opinion # 40140 and Order - these are Consol¬ 
idated actions for inf ringerrent of U.S. Patent 
3,310,268 issued on 3-21-o7, to plaintiff Hyman 
Kramer. This opinion and order is to be considered 
as findings cf fact and conclusions of law within 
the meaning of Rule 52(a) of the FRCP. In sum, I 
hold that the device did not rise to the level of 
an invention; that the patent was invalid and unen- 
forceable; and that the plaintiff was not the 
creator of the design or device and lied when he 
said he was. . The sole question left is whether 
the defendant G & A is entitled to dam.ages and 
attorneys fees. As to attorneys fees, I find that 
the fees are warranted and direct the defendant’s 
attorney to appear for a hearing before a magistrate 
of this court so that the amount of such fees may be 
properly determined. So ordered - Duffy, J. (m./n) 

4-29-74 Pre-trial conference held by Goettel, U.S. Magistrate 

6-17-74 Filed Plaintiff's memorandum in respect to report and 

recommendation of Magistrate Goettel. 


7-19-74 

3-1-74 

9-13-74 

9-18-74 


Filed Defendant's G & A Machine Works affidavit of 
Peter L. Berger. 

Filed Judgment # 74,644 (filed in 67 Civ. 2079). 

Filed Deposition of Plaintiff, dated October 30, 1970 
filed in court 6-21-73. 

Copy o^^Lll of costs in the amount of $637.90, in 
favor of both defendants and added to the judgment 
# 74,644 - (filed in 67 Civ. 2079). 






UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 

.. . 

HYMAN KRAMER, doing business as 
HY KRAMER ENTERPRISES, : 

Plalntiff, j 

-agalnst- : 

DURALITE COMPANY, INC., : 

Defendant. : 

------------------- - -x 


COMPLA I N T 


1. This is a patent lnfrlngeuent actton whlch arises 
under the patent lavs of the United States, Tltle 35 of the 
United States Code. Venue is based on Titia 28 of the United 
States Code, Sections 1338(a) and 1400(b). The acta of 
infringement herein cooplalned of hava taken place and are 

taking place within the Southern District of New York and elsewhere 
throughout the United States. Defendant ha9 a regular and established 
place of business vithin the Southern District of New York. 

2. Plalntiff, Hyman Kramer, is a Citizen of the United 
States and of the State of New York, reslding at 2764 East 16th 
Street, in the Borough of Brooklyn, County of Kings, City and 
State of New York. Plalntiff is engaged in doing business at 

that addreso under the business name and style of Hy Kramer 
Enterprises. 


1 
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3. On Information and belief, defendant Durallte 
Cotapany, Inc. ia a New York Corporation, having a regular and 
establlshed office and place of business at 200 Fifth Avenue in 
the City, County and State of New York and Southern District of 
New York. 

4. Plaintiff is the patentee and owner of Patent 
Nq» 3,310,268 issued to hia on March 21, 1967 for an invention 
in hinge brackets used in folding cot construetion. 

5. On information and belief, defendant has infringed 
and is infringing eatd patent by raanufacturing and selling hinge 
brackets which are disclosed and clalmed in the patent. 

6. Plaintiff has given statutory notice of his 
patent to the industry, lncludlng the present defendant. 

WHIREFORE, plaintiff prays: 

(a) for a preliminary and permanent injunction 
restralning defendant from infringing the 
patent in suit; 

(b) for damages adequate to compensate plaintiff 
for such infringement; 

(c) for the costs of this action, together with 
reasonable attorncy fees; and 

(d) for such other and further relief as to the 
Court may seem Just and proper. 


SAMUEL J. STOLL 
Attorncy for Plaintiff 
Empire State Buildlng 
New York, New York 10001 






UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


- -x 

HYMAN KRAMER, dotng business as 
HY KRAMER ENTERPRISES, 

9 
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Plalntlff, 


against- 


G & A MACHINE WORKS 


INC. , 


Defendant. 


x 


COMPLAINT 




/ 


1. This is a patent infringeraent action which arises 
under the patent laws of the United States, Title 35 of the 
United States Code. Venue is based on Title 28 of the United 
States Code, Sections 1338(a) and 1400(b). The acts of 
infringement herein cotnplained of have taken place and are 

taking place within the Southern District of New York and elsewhere 
throughout the United States. Defendant has a regular and established 
place of business within the Seuthem District of New York. 

2. Plaintiff, Hynan Kramer, is a Citizen of the United 
States and of the State of New York, residing at 2764 East 16th 
Street, in the Borough of Brccklyn, County of Kings, City and 
State of New York. Plaintiff is engaged in doing business at 

that address under the business name and style of Hy Kramer 4 

Enterprises. 










3. On information and belief, defendant G & A 10a 
Machines Works, Inc. is a New York Corporation, having its principal 
office and place of business at 523 Bryant Avenue, Bronx, New York, 
within the Southern District of New York. 

4. Plaintiff is the patentee and owner of Patent 
No. 3,310,268 issued to him on March 21, 1967 fer an invention 
in hinge brackets used in folding cot construction. 

5. On information and belief, defendant has infrtnged 
and is infringing said patent by manufacturing and selling hinge 
brackets which are disclosed and claimed in the patent. 

6 . Plaintiff has given statutory notice of his 
patent to *-h e industry, including the present defendant. 

WHEREFORE, plaintiff prays: 

(a) for a preliminary and permanent injunction 
restraining defendant from infringing the 
patent in suit; 

(b) for damages adequate to compensate plaintiff 
for such infringement; 

(c) for the costs of this action, together with 
reasonable attomey fees; and 

(d) for such other nr.d further relief as to the 
Court may seem just and proper. 


SAMUS L J. STOLL 
Attorney for Plaintiff 
Kmpire State Building 
New York, New York 10001 
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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


HYMAN KRAMER, doing business as 
HY KRAMER ENTERPRISES, 

Plaintiff, 


DURALITE COMPANY, INC., 


Defendant. 


CA' L~' ^ rt X 

' / 

CJZ'*' y p/ Jr / 

CUs^ l y rfQy 


CIVIL ACTION 
67 No. 2079 

r 

e~ <"• 


ANSWER AND COUNTERCLAIM 


Answer 


Defendant, Duralite Company, Inc., answering the 
Complaint herein: 

1. Admits that this is a patent infringement action 
V 7 hich aris es under the patent laws of the United States, Title 
35, of the United States Code, and that defendant has a regular 
and established place of business within the Southern District 
of New York, but otuervise denies the allegations of paragraph 1 
of the Complaint. 

2. Lacks knowledge or information sufficient to form 

a belief as to the truth of the allegations of paragraph 2 of the 
Complaint and therefore denies the same. 

3. Admits the allegations of paragraph 3 of the 


Complaint. 
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A. With respect to paragraph 4 of the Complaint, admits 
that the plaintiff is the patentee named in Patent No. 3,310,268 
issued on Harch 21, 1967, denies that the patent sets forth any 
invention for hinge brackets, and lacks knowledge or information 
sufficiant to form a belief as to the ownership of the patent and 
therefote" dfenies the same. 


5. Denies the allegations of paragraph 5 of the 


Complaint. 

6. Lacks knowledge or information sufficient to form 

a belief as to the truth of allegations of paragraph 6 and there- 
fore denies the same. 

FURTHER ANSWERING DEFENDANT AVERS: 

7. That Patent No. 3,310,268 is invalid and void for 
each of the following reasons: 

(a) The alleged invention of the patent was knovn 
or used in this country before the alleged invention thereof by 


plaintiff. 


(b) The alleged invention of the patent was 


patented or described in a printed publication before the alleged 
invention thereof by plaintiff and more than one year prior to 
the date of filing the application for the patent. 

(c) The alleged invention of the patent was in 
public use or on sale in this country more than one year prior 
to the date of filing the application for the patent. 
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(d) The alleged invention of the patent vas 
described in a patent granted on an application by another filed 
in the United States before the alleged invention thereof by 
plaintiff. 

(e) Plaintiff was not the original and first 
inventor of the alleged invention described and claimed in the 
patent and, instead, before the plaintiffs said invention, it 
vas made in this country by another vho had not abandoned, 
suppressed or concealed it. 

8. That Patent No. 3,310,268 is invalid and void for 
each of the folloving reasons: 

(a) The differences betveen the subject matter 
defined by the claims of the patent and the prior art are such 
that the subiect matter as a vhole vould be obvious at the time 

rt 

the invention vas made to a personior ordinary skill in the art, 
to vhich the subject matter pertains. 

(b) The claims ‘of the patent are directed to an 
aggregation of old and veli known fastener elements, each perfornv 
ing the same function it had already performed in the prior art, 
it being obvious to a person of ordinary skill in the avt at the 
time the alleged invention vas made to bring such elements to- • 
gether in any situation in vhich each of the functions vere re- 
quired vithout the exercise of invention. 

9. That Patent No. 3,310,268 is invalid and void for 

each of the folloving reasons: 
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(a) The specificatiori of the patent does not 
contain a written description of the alleged invention, and of 
the manner and process of making and using same, in such full, 
ciear, concise and exact terms as to enable any person skilled 
in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same, or to do anything more than 
was already known to those skilled in the art, and it does not 
set forth the best mode contemplated by the patentee for carrying 
out his alleged invention. 

(b) The claims of the patent are indefinite, 
ambiguous and uncertain and do not particularly point out and 
distinetly claim that part of the subject matter which is to be 
regarded as the invention. 

(c) The claims of the patent are invalid because 
they are broader than the purported invention and include 
inoperative subject matter in their scope. 

10. That Patent No. 3,310,268 is invalid and void 
because the claims of the patent- are based on new matter intro- 
duced into the application by amendment in violation of Section 
132 of Title 35, United States Code. 

11. By reason of the proceedings in the United States ‘ 
Patent Office during the prosecution of the application or appli- 
cations which resulted in Patent No. 3,310,268, and the admission 
and representations- therein made by or on behalf of the applicant 
in order to induce the grant of the patent, the plaintiff is 
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estopped to claira for such patent an interpretation, where the 
same is otherwise possible, such as to cause it to cover any 
product made, used or sold by the defendant or any acts of the 
defendant. 


Counterclaim 



12. This counterclaim is for a judgment declaring 

% 

that United States Letters Patent No. 3,310,268 is invalid and 
not infringed by defendant. This counterclaim arises under 
Sections 1338, 2201, 2202 of Title 28 and undet the patent law, 
Title 35, United States Code, and it arises out of the same 
transactions and occurrences that are alleged for the subject 
matter of the Coroplaint herein and does not require for its 
adjudication the pre> e. ce of third parties of vhom the Court 
cannot acquire jurisdiction. 

13. As appears from the Complaint and the foregoing 
Answer herein, an actual controversy exists betveen plaintiff and 
defendant with respect to the validity and infringement of Patent 
No. 3,310,268, which allegedly covers vebbing-strip fasteners 
used in tubular metal frame furniture. 

14. The patent in suit is invalid and unenforceable * 
for each of the reasons set forth in paragraphs 7-11 and such 
paragraphs are incorporated in the Counterclaim by reference 


thereto. 
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15. Defendant has not infringed nor is it now infringi 
the patent in suit. 

WHEREFORE, the defendant prays: 

a. That each and every one of the plaintiffs 
prays be denied, and that the bili of Complaint be dismissed. 

b. That an injunction be issued perpetually 
enjoining and restraining the plaintiff, his agents, servants, 
employees and attorneys, and those persons in active concert, in 
participation or in privy with him, who receive actual notice of 
the injunction by personal Service or otherwise, from charging or 
asserting as to the defendant, its agents, vendees, suppliers or 
others in privy with it that they are directly or contributorily 
infringing Patent No. 3,310,268. 

c. That Patent No. 3,310,268 be adjudged invalid, 
void and not infringed by the defendant. 

d. That the costs of this action, including 
reasonable attorneys 1 fees, be assessed against the plaintiff. 

e. That the defendant have such other and further 
relief as to this Court may seem just and proper. 













178 


MORGAN, FINNEGAN, DURHAM & PINE 

Bv S*-*- i 

GEORGE P. HOARE, JR. 
Attorneys for Defendant 
80 Pine Street 
New York, New York 10005 
(212) 944-3080 

Dated: New York, New York 

July 31, 1967 

OF COUNSEL: 

GRANVILLE M. PINE 
GEORGE P. HOARE, JR. 

HARRY C. MARCUS 
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UNITED STATES DISTRICT COURT TOR THE 
SOUTHERN DISTRICT OF NEW YORK 
-x 


HYMAN KRAMER, doing business as HY / 
KRAMER ENTERPRISES, 

* 

Plaintiff, 

- against - 


A N S W E R 


e.- 


G & A MACHINE WORKS, INC., 


| CiviI Aetion rile' Mo, 2^8] /19G7 

- V v*. r.. -. - • .. 


(• 




Defendant. 


vy" 2 57 

i ‘S , / 

wc-. 


r 


Defendant, G & A MACHINE WORKS, INC., by its attorneys, 


V, 


BROWN & HURWITZ, answers the complaint of the plaintiff as follows: 


1. Denies knowledge or information sufficient to form a belief 
as to the allegations contained in paragraphs of the complaint numbered "1“, 
"2" and "3". 


2. Denies each and every material allegation contained in para¬ 
graphs of the complaint numbered "5" and "6". 

AS AND TOR A FIRST AND DISTINCT DEFENSE ; 

3. That upon information and lielief, the plaintiff, HYM^N 
KRAMER, was not the inventor of the invention referred to in the plaintiff’s 
complaint for which a patent was issued. 

AS AIJD TOR A SECQNP AND DISTINCT DEFENSE; 

4. That in the event plaintiff was the inventor of the invention 
for which a patent was issue d to the plaintiff, as alleged in the plaintiff s 
complaint, said patent was not appliod for within the applicable period of time 
as providcd by statute. 
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AS AMD rQR A THIRD AND DISTINCT DEFENSE: 

5. That thc :nvention that piaintiff patonted, as alleged in piain- 
tiffs complaint, was not thc mvention cf thc piaintiff but was in fact an idea 
and product known to the general public and in use by the general pubiic for 


years prior to the time piaintiff applied for the patent herein. 

AS AND FOR A rOURTH AND DISTINCT DETENSE: 


6. That the defendant is not manufacturing or using any product 
infringing upon the patent allegcdly obtaincd by the piaintiff in plointiffs 
complaint. 

WHEREFORE, defendant prays that the complaint be dismissed 


h 


I j 


11 


together with the intere st. 


costs and disbursejnents of this action. 


. y* I I 

BROWN & HURWITZ 
Attorneys for Defendant 
Office & P. O. Address 
391 Ea st 149th Street 



Borough of Bronx 
New York City 10455 


i 







UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OP NEW YORK 

..................X 

HYMAN KRAMER, dotng buslness as : / 

HY KRAMER ENTERPRISES, 

Platnttff, 

: 

-agalnst- 67 Civ. 2079 

DURALITE COMPANY, INC., 

Defendant. 

------ - - -- -- -- -- - -X 


REPLY TO COUNTERCLAIM 

1. Plaintiff arimlts the allegations of paragraphs 
12 and 13 of the counterclaim. 

2 . i Plaintiff dentes the allegations of paragraphs 
14 and 15 of the counterclaim. 

Wherefore, plaintiff demands judgmcnt dlsml3slng 
the counterclaim and grantlng all of the rellef sought ln 

t 

the conplalnt. 

Dated: New York, New York 
August 1, 1967 


tf < •/ 


C't’ 


Samuel J. Stoll 
Attcmey for Plaintiff 
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UNITED STATES DISTRICT COURT 
SOUTHER1J DISTRICT OF NEW YORK 
.X 

HYMAN KRAMER, dolng business as : 

HY KRAMER ENTERPRISES, 

: 

Plainfciff, 

v. 

DURALITE COMPANY, INC., 

Defendant. 


CIVIL ACTION 
NO. 67-2079 


X 


STIPULATION COMSENTING TO MOTION 

FOP. CONSOLIDATIO-: UNDER PULE 42(a) 


It is hereby stipulated by and between the undcrsigned 
attomeys for the rcspective parties, subject to the approval of 
the Court, that the Motion to Consolidate the instant action uith 
Hyroan Kramer, doing business as Hy Kramer Enterprises v. G. & A. 
Nachine Works, Inc. (67 Civil Action 2081), served and forwarded 


to the Court on Novenbcr 10, 1967, 


Dated: 



/ to 


is heroby consented to. 



GlCuvI* P • Nr« 0*.i. 4 . jLt | «J*.• 

Morgan, Finnegan, Duxhca 
80 Pine Street 
New York. New York 


Une 
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Dated 


: It f '7^ E y ^ t- -(~ ^ J fa-t/' 


SAJ7JLL J. £TC:X 

Attornoy for Plcintiff in bot 

identified actions 

350 Fifth Avenue 

New York, New York 


Dated: 


B y ^ ,/ v cr _ 

' LUnTC:. LILLING J 

Attorney for G. & A. Machine 
Workr, Inc. 

11 West 42nd Street 
New York, New York 


So Ordered This Dsy of AJ (* 1967. 


(, . (cr, au., (J 

United States Di3trict Jndge 


i 
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UNITED STATES DISTRICT COURT FOR THE 
SOUTHERN DISTRICT OF NEW YORK 

--------------------- -X 


HYMAN KRAMFR, doina business as 
HY KRAMER ENTERPRISES, 


Plaintiff, 


-against- 

G & A MACHINE WORKS, INC. 


Defendant. 


67 Civ. 2081 




AMSNOMENT TO ANSTTER EY STIPULATION 


It is hereby stipulatcd by and between the attomeys 
fer the respective parties herein in accordance with the provisions 
of Rule 15A of the Federal Rules of Civil Procedurc that 
Defendant G & A Machine Works, Inc. Answer be and the sarae i3 
hereby amendad by the addition of tha fcllov/ing paragraph and 
that the Defendant G & A Machine Works, Inc. be allowed to inter- 
pcce the follcwirg countercla^ms. 

A^ FOR A FIRST AT?IRM^TIVS PETENSE 
5. That the Plaintiff Hyman Kramer comnitted fraud on 
tho Patent Office by reason of falsely naking oath that he v;as 
the first inventor of the invention as set forth xn each and every 
one of claim 3 1 througr. 3 as originally filed w.ith the patent 
application Serial No. 458,148 which has natured into the patent 
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in suit, while having full and actual knowledge of prior articles 
of mar.uf acture which were invented or designed by others and whiclj 

fully or effactive ly anticipata said claims 1 through 3 and by 
Plaintiff Uyraan Kramer' 8 misrepresentation as to his state of 
knowledge at the time said patent application was filed. 


COTPJTERCLATM 

Defendant, for its counterclaim against plaintiff. 


aversi 


6. This counterclaim is for a declaratory judgement, 
and arises undor the Federal Judicial Code 28 U.S.C. | 2201 and 
f1339 (a), and under the patent laws of the United States. 

7. As appears from the Complaint and the foregoing 
amended Answer, an actual controversy exists between plaintiff 
and defendant with respect to the validity and infringement of 
Letters Patent No. 3,310,268. 

8. Letters Patent No. 3,3 0,268 is invalid for each 
of the reasons set forth in the Answer including the foregoing 
Amendment to the Answer. 

9. Letters Patent No. 3,310,268 has not been infringed 
and is not now being infringed by defendant, and defendant does 
not now threaten to infringe said Letters Patent. 
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* Plaintiff Hyman Kramer connnitted fraud on the 
Patent Office in the solicitation of the above-identified patent 
application which matured into the patent in suit. 

11. Defendant, as a resuit of the issuance of the patent 
in suit, has- been danaged by reason of loss of sales and harass- 
ment of Defendant's customers. 

WHEREFORE, defendant prayst 

1. That Letters Patent No. 3,310,268 be adjudged to be 
invalid and void; and that defendant be adjudged not to infringe 
the same? 

2. That a decree be ispucd granting defendant the righ 

to continue manuiacturing, selling and using hinge brackets 
alleged to infrinqe the patent in suit and granting defmdanfs 
customers the right to scll and use and to continue selii <g and 
using said hinge brackets. 

3. That an injunction be issued perpetually **nj'.c ning 
and restraining the plaintiff, or anyone in privltr^ with the 
plaintiff, from bringing or prosecuting any action at law or suit 
in equity charging infringement of said Letters Patent against 
the defendant, its subsidiaries, agonts, vendees, suppliers, or 
others in privity with it» 
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4. That the Complaint be disraissed with costs to be 
assessed againat plaintiff, and defendant be awarded damages, 
reasonable attorneys' fees and punitive daraages; and 

5. That the Court grant such other and further relief 


as 6hall be just. 


Dated: 


Agreed and Consented to 




Samuel StoH 7/ 

Attorney for Plaintiff 

3 50 Fifth Avenue 

New York, New York 10001 


f f , 

/~' 7 ' 

Alan K. Roberts 
Attorney for Defendant 
19 West 44th Street 

New York, New York 10036 
(212) 637-2210 


-,1 <• u-J.~ P~ 


I 
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x 


HYMAN KRAMER, dolng buslneaa aa 
HY KRAKZR ENTERPRISES, 

Plalntlff, 

-agalnst- 

0 & A MACHINE WORKS, INC., 

Defendant. 


: 


; Clvll Aetion No. 

67 Clv. 2081 
t 


x 


REPLY TO COUNTERCLAIM 


1. Plalntlff admlts the allegatlons of paragraphs 6 and 
7 of the counterclaln. 

2. Plalntlff denles tha allegatione of paragrapha 8, 9, 
10 and 11 of the counterclalm. 

WHEREFORE, plalntlff prays for Judgment dlsmisslng the 
counterclalm, holdlng the patent ln suit valld and lnfr>.nged, 
and grantlng plalntlff all of the rellef sought ln the complalnt 
lncludlng an Injunctlon agalnst fu' her lnfrlngement, an account 
lng for damages, costa and counsel feea. 


Dated: New York, New York 
December 15, 1970/ 

STOLL AND STOLL 
Attorneys for Plalntlff 

TO: Emplre State Bulldlng 

New York, New York 

CLERK, 

UNITED STATES DISTRICT COURT By:_ 

A Me tuber of the Flrm 

ALAN K. ROBERTS, ESQ. 

Attorney for Defendant 
19 West 44th Street 
New York. New York 10036 
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.. 

HYMAN KRAMER, dolng bualneaa as S 
HY KRAMER ENTERPRISE, 

t 

Plalntiff, 

s 

-agalnst- 

0 & A MACHINE WORKS, INC., 

I 

Defendant. 


67 Clvll 2081 


■x 


.. 

HYHAN KRAMER, dolng bualneaa as s 
HY KRAMER ENTERPRISE, 

I 

Plalntiff, 

t 

-agalnat- 

t 

DURALITE COMPANY, INC., 

t 

Defendant. 


67 Clvll 2079 


x 


STIPULATION AND ORDSR 

It is hereby atljimlated and agreed by and between the 
underaigned that Arthur, Dry & Kallsh, with officea at 1230 
Avenue of the Americaa, New York, New York 10020, be and hereby 
la eub8tituted as attorneys for Hy Kramer, dolng business aa Hy 
Kramer Enterprise, plalntiff in each of these Consolidated ac- 
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tlon», ln the naae, place, and »tead of Samuel J. Stoll, Eaq., 


Stoll & Stoll, wlth office» at 330 Plfth Avenue, New York, New 

York 10001, and that an order may be entered to that effect 

wlthout further nctlce. 

Date: New York, New York 

June 19, 1973 n 

o L ... r Plfct* 

Samuel J. Stoll 

Stoll and Stoll 

Orlglnal Attorney» for PJakitlff 

330 Fifth Avenue 

New York, New York 10001 

Telephone: (212) 947-0740 


ARTHUR, DRY & KALISH 



Subetltuted Attorney» for 
Plalntlff 

1230 Avenue of the America» 
New York, New Ycrk 10020 
Telephone: (212) 489-4541 


A _ 

hy Kraxner 

Colng Bualne»» a» Hy Kramer 
Enterprise 


IT IS SO ORDERSD. 
June , 1973« 
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RUBENS & BERGER, ESQS., 

Attomeya for Defendant, 

G & A Machine Works, Inc, 

BY» PETER BERGER, ESQ., Of Counsal 

Also Preaent on Juno 21t 

MORGAN, FIHNIGAN, DURHAM & PINE, ESQS., 

Attomeya for Dofendant Dura lite Company, Inc. 

BY: GEORGE HOARE, ESQ., of Counsal 

* • • 

(Trial begins.) 

(In open court.) 

MR. HOARE t Your Honor, nry name is Ge» rge Hoare. 
I nave written a letter to the Court, dated June lSth. 



THE COURT: You repreaent? 

MR. HOARE: Duralita. Wa ara aixnply a 
cu*torner in this caae of G & A. 

THE COURT: I think I underatand your poaition 
as atated in the lotter. You bought everything from G & A 
and put it to uae, but you didn*t manufacture it. 

MR. HOARE: That's right, your Honor. Wa 
are no longar buying that particular itea from G & A or 

any other cuatomar, suppiler, and so with that introduction, 

• *• 

your Honor, I'd like to abaant nyself, becauaa I think the 
defensa vili be carried on by Mr. Berger for G & A • 

THE COURT: It' a ray underatanding that t ~'a 
twc casas aro Consolidated for all purposaa, so the decision 
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in one basically is the dacision in both? 

MR. HOARE: Yes, your Honor. 

THE COURT* Yea, you hava xny permira ion to 
abaent yoursalf. 


# * * 
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THE COURT» Do you wiah to make an opening 


statement? 


MR. BUMGARDHER: I do, your Honor, if I may. 

THE COURT: Fine* 

MR. BUMGARDHER* As your Honor ia aware, thia 
is a patent infringement case which involves U.S. Patent 
Humber 3310268, which I vili be referring to simply as the 
patent in suit from now on, since there ia only one patent 
in suit and there will be no confuaion. 

Ae counael for plaintiff preaently viewa the 
potential evidance to be preaented in thia caae, insofar 
as we have had an opportunity to l oma acquainted with it 
in the last day or two, we believe that we will be aseerting 
at roost claima 2, 3 and 4 aa being infringed. We will not 
be asserting claima 1 and 5 in thia actioni aubject to 


SOUTHCHN OUTHICT COUNT NE**ONTEM. U.S. COUNTMOUEE 
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eorrection, if thc ' out unexpactedly. 


* * * 
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10 
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11 

* * * 


t 

i 

« 

12 



i 

A 

1 

13 

MR. BUMGARDMERi I would also like to state to 


l 

14 

your Honor that notwithstanding the lact that thls case 


a 

• 

15 

has been pending for 8oene six years , X xirst leamed at 


16 

aLout 4*30 last Friday aftemoon that I might be expected 



17 

to appear. I first obtained prior counsel'a files sometime 



18 

late Monday aftemoon, so that we have not had an 

f 


19 

opportunity to develop the evidence, to confer vith opposing 



20 

counsel, to mark exhibita or make certain stipulations to 

* 


21 

the extent that patent counsel nonnally do if they have a 


( 

22 

little more time, and I would aak the Court's indulgence as 


23 

., . continuances 

the trial proceeds, if there are sonus slight 



24 

required from time to time or an opportuni ty to read 

■J ■ 

{ 

| 


25 

documenta that aure being seen for the first time. 
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2 

THE COURT* Mr . Burogardner , I recognize fully 

3 

tha most di.fficult position that you have been placed in. 

( 4 

I am aure that you understand my problem and thv fact that 

5 

this case is six yeare-plus old, that counsel who forneriy 

6 

represen* d your Client vas notified aImost a month ago 

7 

that the eas*» vas being ^l^sed on the ready reserva ca"lendar. 

8 

and I recognize that it .. 'ost difficult for you, and 

9 

X will be and I am sure Mr. Berger wiil be as solicitous 

10 

as possible in your conduct ef the trial, whfch I am sure 

11 

wouid be outstanding at ,vay. Go ahead. 

12 

MR. BUMGAPJCNRrt.t Thank you very rauch, your 

13 

Honor. I will try to move along as axpeditiously as I •-an. 

14 

under the circumstances. 

9 

15 

One of the things that '8 happened as a resuit 

16 

of the short time to prepare is that we have had no time 

17 

to find a so-called patent expert, prep hira and put him on 

18 

the stand and have him read for your Honor the eicments of 

19 

tha claimed accused device. 

20 

However, I find no rule of law that says that 

21 

you have to preoent a plaintiffs case in that fashion, so 

22 

4 

it wouid be my intent in this trial to dispense with any 

' 23 

such expert. We will, through our witnesses, present the 

24 

facts which axe the basis for the charge of infringement and 

25 

the legal argumenta or the argumenta that might constitute 
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MR. BUMGARDNERi I offer in evidence as 
Plaintiffs Exhibit 1 a true xerox copy of U.S. Patent #33102j 
(Plaintiffs Exhibit 1 received in evidence.) 


6S 


THE COURTi Mr. Berger, would you like to 
make an opening? 


SOUTHERN DlSTHICT COUBT REPORTCRS, U.*. CCUKTMOUSi: 
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MR. BERGERi Yes, your Honor. If It please 
the Court, your Honor, in a sensa this case ia unusual in 
that the amount of dannges that the plaintiff could be 
granted if it vould be successful would be substantia!y 
ncaninal, and in a sense, that's unusual that the case 
proceeds to trial with this type of possibility of recovery 
on the plaintiff'a side. It is an unusual case in many 
way*. 

Of primary importance, and I guess the primary 
reasons we are here today, is that it is the defendant's 
contention that this plaintiff falsely swore to the 
patent office that he was the inventor, if indeed there was 
an invention. Plaintiff, after falsely swearing it was the 
inventor, further committed acta of fraud in soliciting 
a patent from the patent office by misrepresenting, failing 
to represent certain f&cts of which he was avare. 

As a resuit of this pernicious conducc, and, 
of courae, I would state that the patent office never does 
examine the question of inventorship except the declaration 
as signed, they never look into that question, the patent 
o ffice after due proceedings issued the patent in suit, 
as a resuit of which, Mr. Kramer thereafter sued the 
defendant, the defendant's customers, and otherwise harassed 
defendant in a most obncxious manner, causing him severe 
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person&l grief as well as severe financial loas due to the 
loss of the defendant's business as to these brackets, 
subsequent loss as to the business entirely, and it is in 
a sense for these reasons that we are here today, your 
Honor. 

The defendant has requested that if thia Court, 
reviewing the evidence, do es f ind in fact that Mr.Kraxne] 
committed fraud on the patent office in requesting that a 
patent be granted and in soliciting the patent through the 
patent office, that the defendant be granted not only 
actual damages suffered as a resuit of loss of business, 
hut treble damages, attorneys fees, and in. a sense, 

your Honor, if in fact it ia the Court's finding that 
Mr. Kramer did commit fraud, he will have violated a most 
8 acrosanct constitutional systcm, which is to reward trua 
inventors for their inventionsjsuch an assault upon such a 
constitutional sanctified system is in my eyes, your Honor, 
most reprehensible. 

The defendant will offer evidence to the more 
mundane question of whether or not this patent should have 
been granted, whether or not in fact the patent is valid. 

The defendant will also offer evidence as to the question 
of who actuaJly did invent, if indeed there was an 
invention here, the hinged bracket design covered by the 


SOUTHERN OISTRICT COURT RERORTeRS. U t. COURTHOUSE 
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2 patent in suit. 

o 

I hava no further statements fco maXe , your 

4 Honor. 

5 

6 
7 


10 

11 

12 

13 

14 

15 

16 

17 

18 

* * * 

19 

20 
21 
22 

23 

24 

25 

Two more houaekeeplng dotalis before I call my 
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first vitness. I note that Z stili hava with na tha 
stipulation making ma of counsal in placa of Mr. Stoll 
in this casa, and I saa ve hava not had it signed by 
tha clerk yat as I stand up. May I proceed? 

THE COURT: I vili sign it right nov. 

MR. BUMGARDNERr I’d lika to lodge that with 
tha Court, if Z may. 

THE COURT: You mentioned that you had a 
second point? 

MR. BUMGARDNER: The second point is this: 

While Z certainly don't beliave that tha attitudes in 
counsal's opening statenent ara necessary, Z won't move 
to strike them sinca there is no jury present. Z thJLnk 
your Honor vili appraciata that this is a serious and 
perhaps unfounded charga. Z an avare of tha presence in 
tha courtroora of Mr. Gonsal- . who Z have reason to believa 
will testify falsQly in behalf of tha defendant herein 
as to certa in facts conceming Inventor ship in this casa. 

Z would lika to ask your Honor to bar 
Mr. Gonsalves from this courtrorn axcept vhen ha was 
tastifying, so that ha may r.ot observa and hear details 
that other witnessas testify to. I vili also ask counsal 

4 

* * # 
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\_ 
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10 


11 


12 



* * * 

13 


14 


• 15 

i 

THE COURTt Why don't we ha ve Mr. Gonsalves 

16 

seque 8 tered. Mr. Gonsalves, at thia time I assume you can 

17 

find aomething eIse to do. He will be called tomorrov? 

18 

* 

MR. BERGER: Yes, your Honor, it ia my intention 

19 

i 

to call hira tomorrow. 

20 

* 

1 


t 

i 


j 22 


• ( 



* * * 

24 


j 25 

• 

t 


) 
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3 

4 

5 

* * * 


6 

THE COURT* Mt*. Kramer, whan did you first 


7 

conceive thls bracket? 


8 

THE WITNESS* I don't recall, your Honor. 


9 

Q Are you aware of the circumstances as to when 


10 

you concelved this inventlon? 


11 

A Yea. 


12 

Q Vfould you plea8e glve those circumstancea? 


13 

A Yea, air. Z will try to the beat of my 


14 

recollection. On tny various visita to my varicus cuatemera. 


15 

I leamed that there waa a need for a bettar bracket, and 


16 

one night it came to me, like moet of my inventione do. 


17 

o 

when it is quiet, I got out of bad, I recorded it on paper 

1 

18 

and \ went back to eleep. 


19 

Q Do you have that paper? 


20 

A No, I do not. 


21 

0 Would you repreaent what waa on that paper, to 


22 

the beat of your recollection? 


23 

A Yea, it represented the anglej of the holee, it 


24 

repreaented the emboasmenta that I placed on my product. 


25 



' 

it representa the aaddlea, it repreaented where it came from 

s 
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lt represented tha ganaral configuration of tha product. 

THE COURT* Mr. Kramer, would you aay it vaa 
a rough working drawing of tha product? 

THE HITNESSs Oh, extremely rough, your Honor. 
Just hand-aketched like an artiat would do a rendering of 
sone aort. 

Q How did you manage to figuro out tha angla? 

A I did not calculate the angla at that time. 

It waa impoaisible. In fact, I had vorked montha and 
months and montha with piecea of paper, cut-outa, like 
dolia, trying to develop that angla. That waa not an 
eaay polnt for me. Finally I got it. 

Q Do you have any tangible evidenca ahowing 
that develop vork? 

A NO. 

Q Any of thoae papera? 

A NO. 

Q Havo you searched to the beat of your efforta 

to find thoae papera? 

A That'8 right. 

Q And you have been unable to find any of them? 

A That'a right. I don't even know vhy I had to 

keep it. 

Q What were the conatrainta— 
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A What doea that mean, thm vord? 

Q What vera tha boando that cauood you to oeloct 

an angie of between 30 and 40 degrees? 

A I explainod that a minuta ago. 

Q X aa not so aharp pr «net imas. 

A I said that I cut out paper— similar thlnga 

and developed the angla. I did not do tha angi a vhen I 
voke up in the middle of tha night. 

Q Could thesQ vinga extend let*a aay at an angla 
greatar than 30 degreas off thls medial lina? 

A Sure. You can evan go 90 degreea. 

Q I aa now pointing to Plaintiffs Exhtbit 6. 
Excusa ma? 

A Yea, you could even go 180 degreea, you could 
db anything you faal llka. I don't know what you intend to 
do with it, but you can do it. 

Q Is the angle critical. 

A I think it ia critical in my formulation* 
otherviaa I would not have dona it and X would not have 
got a patent for it. Tha patent office thought it vaa 
critical too. 


* * * 


SOUTHERN district court rercrters. u.s. courtmouse 
FOLEY SQUARE. NEW YORK, N.Y. CO 7-ASS0 










LEfeML 


46a 


Kramar-croa» 


142 


* * * 


Q Did you diaclose thia invention at any time 
during the development of tho design of this leg bracket, 
diaclose it to anyone else, during tha development time? 

A Not during the development. After I had 
forraulated my theory and my idea and my discovery* I then 
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related it to my tool makar. 

Q What did you brlng to your tool maker at the 
time you related lt— 

A Z brought hin one of the piecea of papera that 
laid out the vay I wanted it done. And I dlrected hin to 
make it exactly the vay X wanted, and I told hin?I don't vant 
any of your tvo cents, I don * t vant any of your corrections* 
becauae thia ia a patented item and I cannot afford to have 
you interject your mind here, aa in the past." 

He had made many other producta for me vhich I 
had corrected hin in the aane manner. I aaid, "Don't offer 
any Information. I don’t vant it." 


* * * 
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* * * 

Q So then you went to Mr. Gonsalves with the 
design of the invarted leg bracket, is tnat correct? 

A That's correct. 

Q Ha followed your design? 

A That's correct. 

Q He did no development work on the design for 

an inverted leg bracket, is that your statement? 

A That's my statement. He just followed my 

$ 

instructions. I told him what I wemted and what I ara 
looking for acrd exactly what to do, and I don't want to have 
any changes. 

Q He did no development work on that design? 

A He did nothing but follow my instructions as 
an cmployee. 
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* * * 


MR. BERGERi I vili call as my first wltness, 
George Gonsalves. 

GBORQE GONSALVES, called as 

a wltness by the defense, having first been 
duly sworn, testifled as followst 
DIRECT EXAMINATION 
BY MR. BERGERt 

Q Mr. Gonsalves, vhat la your buslness? 

A I an a metal gooda manufacturer. 

Q For how long have you been lnvolved in this 

field? 

A .wbout 30 years. 

Q Are you also a tool and die designer? 

A Yea, sir. 

Q Are you also a product designer? 

A Yes. 

Q Do you design producta for metal stampings? 

A Yes, sir. 

Q For how long have you been doing that? 

A About fifteen years. 

Q When did you first get lnvolved doing product 

design and die design? Would you briefly describe your 
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experience in that field? 

A Z started in a amall die ehop, and you didn’t 
dLways get a complete drawing, and you were expected to 
sometimes alter a deaign minorly, and that*a where X 
atarted. 

Q Have you uver been employed in the capacity of 

a tool and die man or parte designer? 

A Yea. 

Q For whom were you employed? 

A Webster Spring Manufacturing, I was a foreman 
in the tool room and I was responsible for sotne die design. 

Q About when wae that, approximately? 

A About 18 years ago, approximate ly. 

Q Thereafter, did you have any other employment? 

A Yes. Then I wae employed by the Pratco Steel 
Company where I was involved in product design and die 
design• 

Q For how long have you known the plaintiff, 
Hyman Kramer? 

A About 13 or 14 yeare. 

Q In what capacity do you know Mr. Kramer? 

A I knew Kr. Kramer first as a custorner of a 

former employer. 

Q whih employer was that? 
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X pratco Steel or Frecleion Attachments Company. 
Thoy had two namea. 

Q what vas the nature of your relationahip with 
Mr. Kramer, busineas relationahip with Mr. Kramer? 

A Wall, that waa a small shop, there waa the 
ovner of the company and I was the for em a n of the shop. 

I had a knovledge of discuaaing price. I baaically ran 
three-quarters of the businesa. I deaigned toola, I deaigned 

parta» 

Q Did you eventually form your own company? 

A Yea, 1 did. 

Q With wbom? Waa there a partner? 

A Yes, 1 had two partnera. 

Q What waa the name of the company t±a t you 

formed? 

A Erie Packaging Corporation. 

Q When you firat cotnmenced Erie packaging 

Corporation, waa Mr. Kramer a cu atorner of youra? 

A Yea, he was one of our first cuatomers. 

Q Waa it a long period of time after you 
cotnmenced that you had cuatomers other than Mr. Kramer? 

A I had a group of customera when I started» 

Mr. Kramer was one custornet of a group. 

q Was he an important cuatorner? 
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A Yes, he vras. To enlarge, he vas at that 
point ponsibly more than 50 percent of our dolJar value 
in business. 

Q For how long did you continue doing vorfc for 
Mr. Kramcr? 

A Approximately eight years. 


* * * 
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* * * 

Q Ara you fani liar with a par t illustrated in 
Plaintiff'a Bxhlblt 1 which ia the patent ln suit and ia 
illustrated in figure 2, and are you familiar with the item 
illustrated in figure 1? 

A Yea, 1 ara familiar with this part. 

MR. BUMGARDNER: Counsel, 1 heard two questione 
and one answer. 

THE COURT: Tire you familiar with the item 
shown in figure 1? 

THE wmiESS* Am I familiar with the top 
drawing at the top of the page? Yeo. It loohs very 
aimilar to a drawing I made. 

1 

THE COURT: Are you familiar with the item shown 

as— 

THE WITNESS* As a bent part? 

THE COURT: That's figure5. Are you familiar 

with that item? 

THE WITNESS* Yes, I am. 

Q Would you describe your connection with that 
item? We will call it the leg bracket. Let’e ba more 
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■ 

spacific. I will show you Plaintiffa Exhtbit 4 which ia 

3 

a leg bracket. Are you familiar with that leg bracket, that 

C 4 

type of leg bracket? 

5 

A Yes, I an. 

6 

Q Would you describe how you eure familiar with 

7 

it and what connection you may have with that bracket? 

8 

A I believe I built the die for this bracket. 

9 

as a fast look. I designed this bracket and 1 atarnped the 

10 

bracket for Hy Kranner Enterprises. 

11 

Q When you say you designed the bracket, what 

12 

do you mean or how is it that you designed the bracket? 

13 

A We did a large amount of different parts for 

14 

Hy Kramar Enterprises, and Mr. Kramer brought us a— 

15 

generally brought ua a competitor’s sample and a description 

16 

of, you know, a— 

r 17 

Q Let's be specific on this, what did Mr. Kramer 

18 

bring with regard to— 

19 

A He broughta competitor's bracket and the fact 

20 

that he wanted to make it out of a lighter gauge material. 

21 

that he wanted to add some ribs toit, and he wanted to 

22 

(\ 

redesign— he wanted me to redesign the part to get the 

1 23 

most from the material. 

24 

Q Did he present you with anything other than 

25 

a compotitor's product? 


A No, he did not. 

— 
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Q Z vili ask you to reviev, there are a munber 
of bracketa on the table, do any of thoae look like tha 
one that you vera shown by Mr. Kramer, and, if so, would 
you pull it out and identify it? 

A I would say that I waa probably brought 
posaUty D and C. 

Q You pointed to Defendant'a Exhibita C and D* 

A Right. 

Q Did Mr, Kramar bring any dravings with him 
when he brought theae samplea? 

A No, he did not. 

Q Did Mr. Kramer give you any apecific directiona 
as to how to design the part with regard to angles, for 
inatance, to be uaed? 

A No, the only inetructiona that were given waa 

that we are to try to get the scrap strip to be as short 
as possible, choice it up to produce the maximum out of the 
strip. 

Q Did you do that? 

A Yea, I did. I subodtted to Mr. Kramer a aketch 
frotn a drafting board for hia approval. 

MR. BERGER» I*d like marked as Defendant'a 
Exhibit K a drawing which is somevhat siroilar to figura 1 
of the patent in auit. 
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MR. BUMSARDNER* I object to tha 
-haracterization. 

THB COURT: Let*a have it identified. I will 
aacertain thereafter whethar it is simi lar or not. 

(Defendant'a Exhibit K marlced for 
Identification.) 

Q Are you familiar vith the original froa which 
this copy was made? 

A Yes, this drawing has my initiale on the 
comer and is dated. I believe I have the original to 
this. 

Q The original? 

A Yes. 

Q Do you have it in Court? 

A No, I don't. I have a copy, I have another 

ecpy. 

Q Is it a clearer copy than that? 

A Yes, it is. 

THE COURT: Do you know where it is? 

THE WITNESSx Yes. Shall I step out and get it? 
THE COURT: If you would, please. 

(Pause.) 

(Defendant's Exhibit K' was marked for 
identification.) 

I 
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Q Can you identify that Exhibit K' 7 

A Yes, I identify it u ny design for thla part. 

Thia ia a rough design. Thia vas the original layout that 

ahows how the part ia nested togethar to produco the 

leaat amount of eteel. 

tr 

THE COURTt The leaat amount of ateel or the 
laut amount of ateel acrap? 

THE VTITNESS t It ia to be abi e to produce the 
part uaing the leaat amount of ateel. 

MR. BERGER* I offer these two documenta 

in evidence. 

THE COURTt Show them to your opponent. 

MR. BUMGARDWERr I don' t thinX ther» haa been 
any identification of Exhibit K by the witneas. I think 
you can solve that very eaaily. Otherwise I have no 
objection. 

Q Can you identify Exhibit K? 

A Yea. thia ia my signature in this comer here 
and I identified thia design aa my deaign. 

Q Ia it a draving? 

THE COURTt That*s sufficient. Do you have 
any objection, counaelor? 

MR. BUMGARDNERt No, your Honor. I would 
juat like to obeerve that I underatand, except for the 
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handwritten material, that they ara l th prlnt» of tha 
«a*»a tracing. Is that corract? 

THE WITNBSS» Yea, lt is. I baliava they aure. 

(Defendant*a Exhibita K and K* received 

in evidence.) 

Q MR. Gonaalves, would you please giva or 
describe the type of ateps or thoughts that occurred to 
you when you were given the prior brackets identified as 
C or D and how did you evolve frocn those brackets to 
the design you have here? What is the process one goes 
through, the process for designing the part that'a ahown 
in Exhibit K or K * ? 

A Wall, you try to utilize the thinking of your 
competitor'a part, or you utilize the material given to 
you . You generally flatten out the blank, you &tten 
out the formed part to produce the flat bhnk. Thia tolis 
you what your competitor started vith before he bent it. 

Q Would Exhibit C be— 

A Yes, that'a the jiat of what I am saying. You 

flatten out the part to see what he did in the flat part. 

I assumed, of courae, at that point that it was— you make 
a emall sketch and you can figuro out juat what to do. 

Bat it got to be a little trickier than that. Some jobs 
tend to fool you a little. On this particular job I 
believe that I had to go to realize where I had a leeway. 
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2 

I vas radesigning the part to be able to produce it with 


3 

less materiei» ao I waa ncw changing the design on the 


4 

part. There are aome things that can be changed, there 


5 

vere other things that cannot be changed. On the deaign 


6 

on this part here» you aure locked up to the location of 


7 

the holea. The holaa are used for mounting and the holea 


8 

aure a mechanical function. The location of the holea 


9 

produces a mechanical function in the operation of the 


10 

part, so the location of the holes cannot be changed. 


11 

At that point you nov have to have enough 


12 

support axound the holea. So I came to realize that theoily 


13 

portion that could really be changed in that part was the 


14 

back end of the part or— this end waa the only and that 


15 

could really be changed. 


16 

THE COURT: The witness now has picked up and 


17 

pointed to the bottom part of Plaintiffs Exhibit 6. Go 


18 

ahead. 


19 

A (Continuing.) That this basically is the end 


20 

that can stand the greatest change. 


21 

Q Let'a hold it in an upward direction, with 


22 

the wings pointed up. 


23 

A Ckay. The lowor portion is really the 


24 

part that can be changed indiscriminately. Thia area 


r 25 

here can be changed, but that has to provide— 
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THE COURTi "Thia area," ia called tha tqp 
between tha tvo winga or lega. 

A (Continuing.) The top which can b« changed 

cannot be changed indiscriminantly, because it containa 
the functioning parta of tha product, it containa the holes, 
which ia tha hinging fulcrum, and it containa the 

tag which ia the stop. So in tis area you cannot violata 
theaa dlatances. At that point I then designed or 
redesigned thia area slightly— 

THE COURTt Talking once again about the top 

area. 

A (Continuing.) 1 redesigned the top area 

slightly and then I took all the libertiea on the bottom 
area, because by redasigning the top area I was really 
designing the bottom area all at the sane time. These 
are roatching in size and shape. That'« how I approach 
this type design. 

Q Did Mr. Kramer assist you in the development 

of this part, that is, did he give you any drawings, any 
directione as to exactly vhat he wanted you to do or how 
to do it? 

A No. 

Q Did you become aware that Mr. Kramer filed a 

patent application on thie part you designed? 
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A Yea. I vas. 

Q Vfhan dld you baootna avara of it? 

A We had ali hia tooling and ve vere atamping 
patent pending and patent numbera on it at his dirsction.. 

Q Why didn't you insiat on getting due credit 
aa an inventor? 

A I really had no knowledge of the patent lava 
at that time. 

Q What do you mean? What did you underatand 
thera to be? 

A I really didn't underatand theni to be anything 
in particular. 

Q Was it that Mr. Kramer inatructed you to mark 

patent pending or patent numbers, and you did ao? 

A Right. 

Q Did you ever queation him about what was 

going on? 

A He aaid, "I have a patent on it," and it is 

his right to stamp patent pending on it. It is patented. 

Q Did you actuallytaow he identified himself 

as the inventor in papera he aigned before the patent 
office? 

A No, I did not. 

* * * 
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¥■ 


* 


Q One other small point, if I might, your Honor. 
With regard to Exhibit C, Defendant' s Exhibit C, and 
compare that with Plaintiffs Exhibit 6, I note you have— 
there is in Exhibit 6 a tab. Whatwis that tab originally 
desi<jned for in Exhibit 6 or did it appear— why did you 
design such a tab in that part? 

A Thia tab is the stop. I honestly can't 

recall if I saw a stop in the previous part or not. I 
honestly can't recall that. The only thing that I know waa 
that I designed the curvature of the stop. 
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THB COURTi I an sorry, you designed the what? 
THE WITNESSi The curvature of the atop. The 
atop haa a curvature to match the pipe. I Xnovr I put 
that in there, in the bent form. 

Q Did you also design 'iheae depressiona7 

A Those depressiona vere requested by 

Mr. Kx uner to lock the tube vhen it opened. 

Q Ia that the function it serves? 

A I Bcxnehov tecv nor e— it aexrves aome other 

function that I can't remeanber. Bat it was originally 
placed on this particular piece as a atop so that it should 
not come back out. 

THE COURT: The record will reflect that the 
witneas has been referring to Plaintiffs Exhibit 6. 

MR. BERGER: I have no further questione. 

MR. BUMGARDNERs Your Honor, I ask leave for 
either an adjourmnent or something before I cross examine 
this witneas. Your Honor will observe that the fraud 
charge was never pleaded with particularity i.n the 
answer or counter-claim, as is normally requiced in a 
fraud charge. I am hearing the story for the first time. 

I need some time to checX these facts with roy Client 
before cross examining this witness. These allegatione 
are ali new to me. 
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THE COURT t I an going to hava to take a look 
at the filo, i recognire, Mr. Bumgardner, that as an 
attomey who got into the case only a few days ago, things 
are quite ditficult . 

MR. BUMGARDNER: I have the amendment to 
answer by stipulation hera and your Honor can look at it and 
sae that there certainly are not particulars. 

THE COURT« I would like to look at it, I 

agree. 

(Recess.) 

* * * 

(In open court.) 

THE COURTi I see that ali of the parties in 
tha case that is on trial are not here right now, so let me 
just take care of another casa. 

(Pause.) 

THE COURT: Mr. Bumgardner, because of the fact 
that I had these other pre-trial conferences scheduled for 
today, I know we have had a Imos t sin hour in between the time 
that the witness Gonsalves finished his direct examination 
until the present time. Do you think that that is enough 
time for you to prepara to cross examine him? 

MR. BUMGARDNER: I sim fully prepared to 
cross examine him, your Honor. 
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* * * 

Q Do you rocall taatifying that you deaigned th« 

bracket which ia present hera aa-— 

THE COURT» Ia it 6? 

MR. BOMGARDNER» I think it'a Exhibit 4, your 

Honor. 

Q —Plaintiffa Exhibit 4 ? 

A What vas the question? 

Q Do you recall having teatified that you deaigned 
this bracket? 
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2 

A 

Yes, I do. 


3 

Q 

And it'a your taatixnony that you did dasign 

1 

4 

this bracket? 


5 

A 

Yes, I did teli— yes, I did say that. 


6 

Q 

I call your attention to Exhibits K and K prime 


7 

and ask you 

if you testified that these represent in some 


8 

way part of 

your design of bracket—of Exhibit 4. 

I 

9 

A 

If I recall, this was a drawing that I showed 


10 

to Mr. Kramer for his approval as to tha dasign of tha 


11 

part. 


1 

12 

Q 

You made that drawing? 


13 

A 

Yes, I did. 


14 

Q 

Thase are two prints of the same drawing; is 


15 

that correct? 


16 

A 

Yes. 


17 

Q 

% 

Referring to the Exhibita K and K Prima. 

1 

18 


Did you design that bracket at Mr.Kramer's 


19 

request? 



20 

A 

Yes, I did. 

I 

21 

Q 

Could you teli me again in what form 


22 

Mr. Kramer' 

s regue3t to you was that you design that 


23 

brackat? 


■ 

24 

A 

Ha brought ma a competitor's part and he eaid 

1 

25 

that we would lika to go into this bracket, we would like 

1 
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to «ave the mater Lai by making tha bracket out of the least 
amount of material; ve would like to go to a thinner gauge, 
and he wanted me to aee what I could do to come up with a 
design to meet those requirementa. 

Q Can you ahow me, from among any of the 
exhibita here, which competitor * a parta he came to you 
with? 

A I believa that this vaa the flat blank of one 
of them. 

Q That being Exhibit C that you are indicatingj 
ia that correct? 

A And I really can't recall if it was D or A. 
Probably A. 

Q Well, according to my notes, you testified 
laat week that it vaa Exhibit D; ia that a poasibility? 

A Yea, yes. D or A. 

Q And you now think it may have bean A rather 
than D ? 

A TheyVe very aimiliar. You know, at this point 
it'a very hard to distinguiah D from A. 

Q The fact of the matter is— 

A There's only one feature on it, there'a a tag 
on the top, 

Q In other words, on 'xhibit A there'a what you 
refer to as a tag? 
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A Right. 

Q Ia that aocnetimea callad a aaddle? 

A A aaddla, right. 

Q In other worda, right now your recollection ia 

that it may hava beon, aither A or D,but not bothj ia that 
c orrect? 

A I think ha brought me only ona sampla ao it 
could n't hava been both, if I recall rightly. 

Q Did ha bring you a flattened bhnk or did ha 
bring you a aampla? 

A No» I think ha brought ma the sample bent. We 
flattened it out for him. 

Q In other worda, if ha brought you Exhibit C or 
something like it, it was not the flat form when you found 
itr ie that coirrect? 

A Right. 

Q And you flattened it outj ia that corract? 

A Right. 

Q And your recollection now ia that ha brought 

you only ona sample? 

A Wall, I naver said ha brought me more than ona 

sampla. 

Q Wall, 1'mrot— 

THE COURTt He'a not arguing with you. 
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Mr. Gonaalvea. 

A Oh. 

THE COURT» Your best recollection now is— 

A* Ha brought me ona s&iaple. 

THE COURT» One 8ample. 

A Right. 

Q In other words, one of theae, in other worda, 

Exhibita A, C,or, D or one like it? 

A Right. 

Q But not in flattened form in the bracket shape 
formy is that correct? 

A That'a correct. 

Q Did he bring you anything else at that time 
besidQs the bracket? 

A Not that I can recall, no. 

Q Did ha bring you any drawings? 

A No, he didn't. 

Q Did he bring you any sketches? 

A No, he didn't. 

Q Did he bring you any piper blanks or blanka? 

Understand thia to be plural or singular. 

A No, he didn’t. We might have sat down together 
and said, "Let'a aee how we could do it." 

Q In other words, you might have sat down and 
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diacuaaed thia at the time ha requeated you to do that? 

A Yee. 

Q Do you recall there being any such discussione? 

A Yas. There waa practically on everything we 
Ud for him. 

Q Do you recall apeci£ically, in connection 

with thia assignment, that lad to your drawing or 
preparing the original drawing of Exhibita K and K prime, 
do you recall apecifically that there waa a diacusaion then? 

A Yes, there waa, 

Q What waa the content of that diacuaaion as veli 
aa you remember it? 

A That I ahould try to design— redeaign the 
blank ao that we can get the shorteat acrap strip. That 
waa the requeat. 

Q Did— 

A Deeign the blank for low acrap. 

Q Ali right. Just so that I can get theae 

questiona organized in my mind, you have just teatified 
that he didn't bring you any drawings. And my queation to 
you, did he bring you one or more paper blanka shaped like 

a flattened bracket? 

# 

A No. 

Q Did he bring you any calculations? 
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A No, ha didn*t* 

Q Did he toll you what thfa product vas? 

A Yes, I an aure he did* 

Q In other words, when he came to you with a 
bracket, you sat down and had a discuasion and we'll aBsume 
for the purpose of argument that it might have been some- 
thing liXa sa*Aibit A. 

A Right. We diacuased ita function, how it 
was uaed and the critical pointa that had to rexnain. 

Q What did he aay about that to you, Mr. Gor* ^lvea? 

A That it went on a folding cot. 

Q It went on a folding cot? 

A And there waa, I believe, a diBcuasion that the 
leg had to remain on a alight angle ao that the cot would 
not acllapa^when you 8at on it» 

Q Did he teli you what angle that was? 

A No, but I believe that we-- together we 
checked the competitor'a product to find out what the 


angle was, 


What angle did you find out that it was? 


now. 



A At this point I wouldn't be able to remembar 


Q What else did he teli you about the product? 

A I really think there was much more that he told me, 
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Q Dld he tali you anything about the angles of 
the lega or winga of the product as related to the center- 
hr.e of the product in the flattened form? 

A No, we really didn*t diacuaa the flattpned 

form except that I should make it choked up, close, 
interlocked, that it should not have any acrap. 

THE COURTi Make it choked up? 

THE WITNESSi You know, make the ahorteat 
possible advance. On a progressive die, your Honor, the 
distance that it advances each time is the amount of metal 
used up. 

Q Did he have any discussion with you about 
holes in the bracket? 

A Well, those were normal considerations at the 
time that we discussed any product. This bracket has one 
nounting hole. It's highly possible that he might have 
said to me, "I have a customer who is reguesting two 
mounting holes." 

Q I dcn't want to know what is highly possible and 

I don't really care what this bracket was because 
Exhibit A, as far as we know ( may not be the specific 
sample that he gave to you; is that correct? 

A That’s correct 

Q By the way, do you recall how raany holes the 
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•ample that he gava to you had? 

A No, I wouldn't. 

Q Do you recall any discuasion wlth Mr. Kramar 
about the nurober of holea to be in the product that you 
vere making the drawing for? 

A Yee, I do recall that we discuased it had to 
have two holea in it. 

Q Two holea? 

A Right. 

Q Two holea whero? 

A No, no. I mean a pair— well, there are four 
Iulea in a flattened blank but it actually amounta to two 
rivet holea in the finiahod product. ThiB is one hole 
in thia product. 

Q Fine. Juat so that we can understand that 

testimony, Mr. Gonaalvea, you were looking at Exhibit K 
Prime, and you were pointing to what I will call a flattened 
blank somewhere in the Central-- let'B say the aecond froro 
left portionaf that drawing; is that correct? 

A Right. 

Q A flattened blank having only a number of holea 

in it. 

A Right. 

Q Those holea are how many in the entire blank? 
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A StX. 

0 So that whan you wera testifying about four 

hdbs, you wera excluding the holea at the enda of the wingsr 
ia thzH^iorrect? 

A That's correct. 

Q What did you aay Mr. Kramer aaid about thia 
vhen ha came to you? 

A Wall, I refer to these holes aa the mounting 
holea and I believe that he requested two pairs— in other 
worda, even though there's four holes here, it'a two 
mounting holea. 

Q Two patra of mounting holea? 

A And thia ia one hingo hole, one pair 
o: p hinge holea. 

Q In terma of our diacuasion of holes from now 

on, we will forget about the two holes out on the winga 


which you just called hinge holes. 


A Rlght. 

Q And from now on for the next few queations 

what we are talking about holes, we willtaow we are talking 
only about mounting holes which appear down in the body? 

A That's correct. 

Q Of the blanJc? 

A Right. 
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Q Your recollection is ha askad that thare bo two 
pairs of mounting holes* Lc that c or rect? 

A That's correct. 

Q Do yoa recall how m&ny wera in the a ample that 

ha brought yoa? 

A Z roally couldn't recall that. 

Q Z an golng to call your attantion to Exhibit 4, 

vhich however ia a product that you actually state that 

you have designedj ia that correct? It'a your atatament 
that you dasigned Exhibit 4 or the original of it. 

A Thia locfca like axactly what Z deaigned. 

Q Ali right. Z call your attention to the fact 

that it ha* only two mounting holes* is that correct? 

A That's co r rect. 

Q Can you axplain to me how it came to have two 
nacmnting holes or one pair where whan ha originally asked 
you for two pairs or four mounting holas? 

A Z believa that this dia has an option on it to 

maka a numbor of holes. Z believa the conatruction of the 

die had an option on it if Z an not miataken. In othar 
words, there ara times vhen you can either pierce four holes 

! 

or pierco two holes. 

Q Wby did that dio cane to have such em option? 

Is that Mr. Kramer's idea or wan that youra? 
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A I would have to say that was Mr. Kr?mer's 
because that would be a request on hia part from hia 
aelling aource as to how they would like it mountod. 

Q Your company actually built that die, did it 

rr>t? 

A Yea, it did. 

Q And your ccsnpany actually operated that die 
in producrtion for Bome period of time? 

A Yea, it did. 

Q Would you recognize a photograph of that die 

if you were shown ona? 

A I believe I would. 

MR. BUMGARDNERt 1 ask that a photograph of a 
die be marked as Exhibit 17 for Identification. 

(Plaintiffs Exhibit 17 marked for 

Identification.) 

MR. BUMGARDNERi I ask another photograph of 
a die be marked aa Exhibit 18 for Identification. 

(Plaintiffs Exhibit 18 marked for 

Identification.) 

Q Mr. Gonsalves, I show you Exhibita 17 and 18 
for Identification and ask you if you can recognize those 
photographs? 

A Thia looks like the die we built. 
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Q You ara raferring to Exhibit 177 

A 17. I would not bo abla to teli one photograph 

frora the othar. Thay both looked like tha dies we built. 

Q There'a something a little different about tha 
two photographa, though? In other worda # there'8 aome 
part of the die or aome attachment to tha die been rerooved 
in Exhibit 18 that'a preaent in Exhibit 17? 

A I believe the atripper ha a been taken off and 
placed between the poats. 

Q That's my underatanding,too. '"hose aure both 
photographa, in other worda, of the die which your campany 
built which waa uaed to make brackets like Exhibit 4 for 
Identification; is that correct? 

A That 1 a correct. 

MR. BUMGARDNERi Your Honor, I would like to 
offer theae photographa in evidence . I would like to state 
or ask counael if ho vili vaive the beat evidence rule. 

We have the die *r\ the automobile trunk out in the parking 
lot but we didn 1 1 weint to clutter up the Court’s recorda 
with it; do you waive it? Mr. Kraroer took the photographa 
inaofar aa I know. 

MR. BERGERi Do you have an extra copy for me? 

MR. BUMGARDNERi I will fumiah you with a 

copy. 
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THE COURTi Mr. Berger, do you have an objection? 

MR. BERGER* No, your Honor. 

THE COURTi Pine. 

(Plaintiffa Exhibits 17 and 18 received 
in evidence.) 

THE COURTi Counsel, I want to point out to 
you Plaintiffa Exhibit 16 haa not been received yet. 

MR. BUMGARDNER* I realize that, your Honor. I 
an not cornpletely sure I am going to cf fer it in evidence. 

THECOURT» Okay. 

I want you to ahow me what the difference ia 
between those two exhibita. 

A This is the die block here and this is the 
same photograph, the same die block with a covering stripper 
on it. You see the ahadowy lines of the stripper has been 
removed and placed in the back between the two die posta, 
as I said. Thatb the difference that I saw. 

THE COURTi Okay. 

MR. BUMGARDNER: That's what I understand to 

be the fact. 

THE COURT t Okay. 

Q Mr. Gonaalves, calling your attention to 
Exhibit 17 and 18, could you show rae and the Court what 
part of that die makes the mounting holes? 
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2 

A I request th&t I get another pair of glassos. 

3 

I can't really see the photograph. 

4 

Q Do you have another pair? 

5 

A Yea, I do. 

6 

May I get it? 

7 

THE COURTi Sure. 

8 

A Your queation was can I see a spot where the 

9 

holas eure made? 

10 

Q Let me repeat itty queation now that you have 

11 

the correct glassea. Can you show us which part of the 

12 

die makes the mounting holea, that is, the mounting holea 

13 

that we have talked about? 

14 

A Okay. There's one, two, three holea here. 

15 

Do you see this, your Honor? One, two, three holea on this 

16 

aide. One, two,three holea on that side. These two holea 

17 

out here make the front holea. That's the explanation. 

18 

One, two, three, four, five, six, seven and eight. One, 

19 

two, three, four , five, six, seven and eight, which gives 

20 

you an option to make it two holes or four holea. 

21 

Q You were referring in your teatimony immediately 

22 

preceding this to Exhibit 18; is that correct? 

23 

A That's correct. 

Q Those holes show perhaps, or hole-making devica. 

24 

show perhaps clearer than they do on 17. 

25 

A They show through the stripper, also. Here 
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is one, two, three, four, fiva, six, iaven, aight holas. 

Q Lat tha racord show that atarting at what would 
ba presumably the right-hand sida of tha dia blank viawed 
as it is in Exhibit K Prima, that tha witness has counted 
the holas starting with a wing hole and than with 
proviaioiS for making anywhere up to thrae on each side for 
mounting holas and than finally anding with a wing hole; 
is that corract? 

A That's corract. 

Q Did Mr. Kramer give you any instructions as to 
what size holes to make provision for in your product design 
and in tha die? 

A I am sure ha did. 

Q Did Mr. Kramer inBtruct you as to how much 
material was to ba left around the wing holas, for 
example? 

A Can you repeat the questfon? 

Q Did Mr. Kramer instruet you as to what tha 
margin material was to be left between the wing holes and 
the edge of the product? 

A No, ha didn*t. 

Q I show you Exhibit 6 and ask you if you 

recognize it except for same difference in the engraved 
writing on the two exhibita to be a flattened version of 
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Exhlbit 4? 

A Yea, I do, 

Q In other words, thia ia like the blank befora 
it is tumad up? 

A That's corrsct, 

Q Which is used to make Exhibit 4; is that corroct? 

A That'a corroct. 

Q Now, I call your attontion to two littlo 

depressione which appear out near the wing holes. Do you 
see those two littlo depresaions? 

A Yea, I do. 

Q Did Mr. Kramer instruet you to put those two 

depressione in the die? 

A Yea, he did. 

Q Or provision for making them? 

A Yea, he did. 

Q Did he teli you what the purpose was? 

A Yea, he did. 

Q What was that purpose? 

A The purpose that he etated at the time was 

that it was to lock the leg fram coming back out. 

Q Did you understand that to be when the cot 

waa in the folded or open position? 

A Yes, that'8 correct. 
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Q Which? 

A The cot vu in the open ponition. 

Q Z call your attantion to certa in or what I 

call bulges in Exhibit 6 which I vould undorstand ara 
reinforcing ribsj is that corract? 

A Yea, that’a corract» 

Q Did Mr. Kramar givo you instructione for tha lo- 
cation and sire and arrangement of the reinforcing rlbs? 

A Ho, ha didn't. 

Q That ms entirely of your creation and designr 

is that correct? 

A That*s c or rec t , 

Q I call your attantion to Exhibita A, B and C 
and particularly to the question of a saddla or saddle 
tab. Which of thosa exhibita havo the pravi a ion for a 
saddle? 

A Exhibita C and A, 

Q D doesn't| ia that correct? 

A That'a correct. 

Q Did the aample vhich you say Mr. Kramer brought 

to you of a competitor‘a product ha ve a saddla tab? 

A That I don't recall. . 

Q Were you aalced by Mr. Kramer to make provision 
for a saddle tab vhen you mado the product design of 
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Exhibit K-l and the dia for making Exhibit 4? 

A Yes, we had a discussion that a aaddla should 

Q Did ha teli you how to add tha aaddla? 

A No, he didn*t. It*a my recollection that I 

added tha radius on tha aaddla* 

Q What do you mean by that, Vx. Gonaalvaa? 

A Thia aaddla— 

Q You ara indicating Exhibit 4. 

A —has a curvature to match tha tubing. it’s 

my recollection that that vraa my idea* 

Q I call your attention to Exhibit K Prima, Is 
tharo any part of Exhibit K Prime that indicatas that 
concept? 

t A jres, thera is. Tha— it's denotad right 
there. Bend line one inch radius. 

Q I call your attention to Exhibita A, C and D 
again. And ask you whether any of those exhibita have a 
half moon cut out portion at the bottom base or apex of tha 
product such as appears in Exhibita 4 and 6? 

A No, they don't. 

Q Why doas such a cut-out appear in Exhibita 4 
md 6; is there any reason for it being there? 

A Yes. It saves adding a piece of material to 
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produce that tag on tha other end of the blank. 

Q All right. Vfhose Idea was lt to maka that 
saving of material? 

A It was mina» 

Q You are sure Mr. Kramer didn*t teli you that? 

A No, positiva, 

Q I beliave you testified on Friday and also 

earlier today one of Mr. Kramer's instructions to you were 
to get the most out of the atrip of material; that's the 
essence of your testimony; is that correct? 

A That's correct, 

i ✓ 

Q What did Mr. Kramer say to you, if anything, as 
to how to achieve that objective? 

A If he said anything, it was very little. It 

was entirely up to me. 

Q Was that part of your— that discussion when you 
st down to discuss this project? 

A That's correct. 

Q Did he suggest to you that this product could 

be altered in some way to maXe it more poasible to nest it? 

A Yes, he did. 

/ 

Q What suggeAtion did he make? 

A I wouldn't recall, but very little. He left it 

to me. 
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2 

Q You just told me a minute ago that ha did maXe 

< 

3 

bostiq suggestions as to how to do that. what were those 

4 

suggestione? 


5 

A He said we would have to use lighter gauge 


6 

material, design ribbing or raised bumps. Use the 

• 

7 

shortest posslble strip length, choXe the blank together. 


8 

Q But he made either none or very little 


9 

suggestions as to how to use the shortest length of strip? 


10 

A That'8 correct. How to achieve it was left 


11 

totally up to me. 


12 

Q I wish you would let me finish my question. It 


13 

makes a poor record. Evan though you may anticipate what 


14 

the answer is to be. I will repeat that question, if I 


15 

may. 


16 

Is it a fact then according to your testimony 

» 

17 

that he made either little or no suggestions as to how to 


18 

compress the blanX to the shortest possible length? 


19 

A Ha made little or no suggestions along those 


20 

lines, yes. 


21 

Q Do you recall testifying on Friday that— as 

(1 

22 

to how you went about doing the product design which is 

M 

23 

depicted in Exhibit K Prime; do you recall testifying to 


24 

that? 


25 

A Yes, I do. 
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q llow did you go about it? Would you repeat that 

just bo that I have it in mind? 

A Wall, upon first looking at it , it looked 
like a fairly easy arrangement to redesign the product. 3ut 
whon it really got down to facto it became a little mora 
difficult. And just making some Bketches didn't oolva 
the problem— didn't solve the design. 

I had to realize what could be changed and 
what had to remain. The location of the hinging holes 
as compared to the saddle has to remain, because that s 
produces the angle of the log whan the cot is open and that 
was an established reguest by the cot manufacturer3 that 
when you s at on the cot, the leg had an outward angle 

I 

so it shouldn't collapse. This couldn't be changed. 

To nest the two pieces or to bring them closer 
together, the back in— well, op Friday it was requested to 
aay this is the bottom? 

Q I don't care. 

A The bottom of the blank has to match the top 

of the blank. 

Q Oh. For the rccord we will indicato then that 

the bottom of the blank, and you are holding Exhibit 6— 

A With the wings up. 

q —with the wings up, is the one that has the 
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h*lf taoon cut-out; ia that eorract? 

A Taa. 

Q And the top of tho blank ia opposito tho bottom 
botwoen tha vings and has tho aaddlo tab» ia that correct? 

A That*8 correct, 

Q Just so w* have our nomenclatura, 

A In redeaigning the product, I could take the 
leaet amount of liberties vith this end of the blank. 

Q Meaning tha top end? 

A The top end of the blank. The tvo holes that 
hinge 

produced the and the portion that produced the 

saddle have to remain aa the original vas for distance, 

You could xnake sone changes on it. I also h&d to be sure 
that I left enough for mater Lai around the holes for 
physical strength, and I had to produce a design that would 
both satisfy the front end and the back end. 

THECOURT* That's the top end of the blank. 

A The top end of the blank, I am sorry, your 
Honor. I believe that vas my explanat ion Friday as to hov 
I went about this design, 

Q Do you recall testifying on Friday that you 
came to realxze that the bottom end vas the only part that 
could be changed to any great degree? 

A That's correct. 
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Q And you atill adhere to that teatimony; ia that 
correct? 


A hat'a correct. 

Q I call your attention to Exhibit C, for exampla 
and ask you to make a viaual compariaon of it to Exhibit 6. 
You do know aa I do that there ia a material change in tho 
bottom and on tho two flat piecea; ia hat correct? 

A Thera is a material change. 

Q There ia a material change. 

A Yea, there ia. ^ 

Q Thi8 raight have bean one of the producta that 
waa brought to you; ia that correct? 

A That'a correct. 

Q I aak you abo if there'a a material change in 

the arrangement and shape and direction of the leg 
portion or wing portion of these two blarika. 

A Now what waa the queetion? 

THE COURTi Ia there a material change between 
the Exhibit C and Exhibit 6 as to the leg portion of cha 
blanks? 

A I would aay ye8, it'a a minor change. 

Q Ia it a material change or a minor change? 

A It'e a minor change. 

Q What ia that minor change? 
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A Basically tha location of tho holas and tha 
saddle rena in tho same. 

Q Well, thoro is a very substantlal change, is 
there not , in the configuration of the top portion of 
tha blank? 

A Compared to the other end, it'a minor. Tha 

major change is back hera. Thia is the minor changa. 

THE COURTs Ali right. Let me get this 
atraight for the record. The major change ia on the 
bottom of Exhibit 6 and the minor chango ia on the of 
Exhibit 6. 

Q Ia it your tostimony merely that compared to 

tho chango on tho bottom of Exhibit 6 as compared to Exhibit 
t he changa on tha top end ia minor? 

A That'a correct. You can take soma liberties-- 
oh, I couIJ take no liberles in this location and I could 
take smaller amounts of libertiea here than I could at that 
end. 

Q Even though you may well— 

Even though the change in the top end of the 
blank of Exhibit 6 as compared to Exhibit C may be minor 
compared to the change in the bottom end, it ia neverthelese 
substantial in its own right, is it not? And I am referring 
to the inner configuration of the tops of the two blanks. 
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The exact degree is hard to define. There's a 


very little pioce of metal change there when you look at it. 


THE COURT* Counsel, i teli you whatt Getting 


into a discussion of minor and major with any witness bringa 


us into the area of subjective judgment and under the 


circumatances the only subjective judgment which counts ia 


mine. 


MR. DUMGARDNERi Yes, your H»>nor. I have just 


one more question in this area. 


Comparing Exhibita 6 and C, Mr. Gonsalvea, 


do the legs in the respective exhibita actually thruat out 


in differant directions? 


That'a an— it'a hard for me to understand the 


queation, 


It's hard for me to phrase it. 


If you are taying these two lega point out and 


these two legs point more ahead, it doea have that visual 
aesthetic look. 


In other words, viaually it looks it would 


appear that the legs or wings on Exhibit C point outward 


whereas the lega or winga on Exhibit 6 have more of a 


curved end appearance; ia that correct? 


That's true. When you bend thom up they are 


exactly in the same position bent up, 
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0 Wall, calling your attention, for exaxnplo, to 
a conparison of Exhibita 4 and Exhibit D, vould you aay 
that thoaa ara exactly in tha sana poaition when bant up, 
talking aboat the vings? 

A 1 look right through tha four holas and thay 
line up. 1 will aay thay are exactly in tha a ama poaition, 
yes. 

Q In othar words, what it ia you ara aaying in 
effect ia vhen you hold tha mounting holas together in < Exhibil 
4 and d, the wing holas vind up corrasponding oach othar; 
is that eorrect? 

A That*a correct. 

Q But vhen you compare tha arrangement of tha 
wing8 or lega on tha respectiva exhibita, even though 
thay get tha wing portion to the— I mean tha wing holas 
to the came location, thay do have quite a different shape, 
do they not? 

A Moatly on the outside, your Honor. They*re 

pretty close on the inside, exactly tha sana on this 
aide. Moatly on this side. That's sny judgment. Baai call y 
tha inside is the saune. 

HR. BERGERt Excusa me, your Honor, is there 
clariflcation of inside and outside naeded for the record? 

THE CODRTt Ho. 
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MR. 3BRGER: COcay. 

Did Mr. Kramer, at tha time that ha waa—— 
THE COURTi Aro you finishod with the two 


292 


exhibita? 


MR. BUMGARDNER* Yea, your Honor. 

THE COURTx Mr. Gonaalvea, on Exhibit # D, can 
you tali me where the line o£ atreaa is between the two holes? 

THE WlTNESSt I don't underatand your guestion, 
your Honor. You mean—what do you mean by the line of 
atreaa? 


THE COURTi In other words, when aoo»ebody sat 


on it— 


THE WITNESSs When it's in function on the cot? 
THE COURTx That's right. 

THE WITNESS: The stress would be towarda the 
top portion of the holes, to be ripped off. 

THE COURT: If you were going to put a reinforcin^ 
rib in Exhibit D ? where would you put it? 

A I would put it in this— along this portion 

here. 

THE COURTx Along the wing, between the two 
holes; is that correct? 

THE WITNESSx That's correct. 

THE COURTx All right, counselor. 
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Q At the tina Mr. Kramar requestad, according to 
you, that you dasign this product, did ha bring you any 
sample of the cot tubing to which this product was ineant 
to be appliad? 

A Wa had tubing that was brought to us bv 
Mr. Kramar for raost of the work wa did, not specifically 
for thia job. 

Q Was it always the sanie siza tubing or vas it 
different siza of tubing for differant jobs? 

A It was basicaly always the same size tubing. 

Q Did Mr. Kramar bring you soroe tubing with 
reepect to this request? 

A There was tubing that Mr. Kramar had supplied 
us on our premises for many jobs. He didn't have to bring 
it specifically for this. It was always there. It ha 
arrived he said, "Let me see a piece of tubingjfand we got 
hira a piece of tubing that he had supplied to us maybe a 
year before, maybe a month before. At sometime prior. 

Q Showing you Exhibit 4, the die i which is depicted 
in Exhibit 17 and 18, has provisi&n among other operatione, 
for bending Exhibit 4 up into tiie U shape that it appe&rs 
in here, does it not? 

A Yes, it does. 

Q How did you know what the U shape was supposed 
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A I waa brought a finished sampla originally. 

Q In othar worda, you ware told it waa to ba 

the same aa aoma compatitor•8 product? 

A That*a correct. 

Q Tharofore in terms of foldad up diatanca 

between tha wing holes, you aimply made it the. sarae as 
the product you were brought; is that correct? 

A That'8 correct. 

Q You told us about theconsiderations that went 
into this product deaign. Could you teli me a little bit 
about the procedure that you followed in doing thia. Did 
you make any sketchea, for example, prior to making the 
original drawing which appears as Exhibit K Prime? 

A Yea, I did. 

Q Did you make a lot of sketchea? 

A I really can*t recall hcw many sketchea I made. 

Q Was it— 

A But I recall that this was probably— to 

produce this drawing was probably three, four days work. 

Q What I want to know now is what you did in 
those three, four days. Did you make only one or two 
dcetchea or did you make a lot of aketches? 

A I started out by making what I felt was a 
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nothing with nothing sketch that would solve 

tha whole problem in ane, two, threo, and than X realized 
it could not be aolved that vayi that X had to roally ait 
down and think out exactly how X could do it* 

Q Did yoa make any calculationa in thinking thia 

out? 

A Yes, X did* 

Q What did you calculato? 

A X first had to realize that the blank ia bent 
and I am working on it whila it*a flat. Whatever happens 
flat ia entirely different than bent* When you look at it. 

X had to realize what X could change and what X couldn't 
change» X could not change the location of tho two hole* 
yn the wing, to the aaddle, becauae that diatance produc©d 
the angle that leg would r ama in open at* 

Q Well, now, you juat teatified, I believe, though, 
that.^ou made aorae calculationa in aid of your deaignr is 
that correct? 

A That*a a calculation that X juat aaid. 

Q Did you make any mathematica 1 calculationa? Ia 

that expresaion ciear? 

A Yes* 

Q Did you do any arithmetic , for exemplo, or 
any trigonometry? 
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A Yea, I may hava dona aoroa trigonometry. 

Q Could you tali ma what type of trigonometry 
or what typaa of calculationa you made? 

A Baaically to dealgn this product you really 
naad vary llttle calculationa at all. I doubt if l mada 
many calculationa, But I may have wantad to know tha 
angle tha relative different anglea. In making a drawing 
to locate one hole to another hole. There ara a number of 
calculationa, trigonometriosLcalculationa that you have to 
do to build the die. But to design the product would 
involve very little trigonometry. 

Q In other words, it'a your testimony now that 
contrary to what you aaid a few minutes ago you didn't 
make any calculationa to speak of in order to deaign tha 
product? 

A No. 

Q And any calculationa you made relatod to the 

die? 

A That's correct. 

Q Referring to Exhibit K Prime, ia it a fact that 

if those blanks, tho8e succeasive blanka were just rect- 
angles neated togother that there would be no acrap 
atall, if the rectanglea ran from edge to edge on tha 
material? Do you underatand the queation? 
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cs> 

A Yes, you are saying make a chop off blank. 

Feed out a chip and chop off sguare blanks. 

Q If the entira square blank is deslred, than, 
in that type of an operation there is no scrap at all; is 
that corroct? 

A That's correct. 

Q And in the die and blank operation which is 
depicted at least scheroatically on Exhibit K Prime, there 
is soroe scrap; is there not? 

A Yes, there is, 

Q Did you make ar.y calculatione or in arithmetic 
or trigonometry or anything of that type in order to figure 
out how near a zero scrap operation you could get in your 
product design? 

A No, I didn't make any calculatione, 

Q Are there any limiting factors to keep you 
from approaching zero scrap? 

A Yes, there aure, 

Q What are those limiting factors? 

A An aesthetically—pretty part with a rounded 

edge. I can't have a square comer here.. It would 1 i ni t 
the scrap, 

Q If you did have a square comer, it wouldn't 

have the utility, would it, in the finished aurticle? 

% • . ' 
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A No, it wouldn'1. 

Q In othelr wotda, wo would just be saying it 
ian't acrap because wo didn't remove It from the piece; ia 
that correct? 

A That*a correct. There'a no way to make round 
waahera without acrap that I know of from flat blank to 
speak of. 

Q Well, are there changes that you could make 
in thia product, Exhibit 6, that would resuit in even lesa 
scrap than that particular design hu? 

MR. BERGER* If you remember, Mr. Dosao ia a 
witness who will be speaking about what Mr. Gonsalves ia 
speaking about. 

THE COURTr Who is Mr. Dcsao? 

MR. BERGER* A partner ofMr. Gonsalves in the 
Erie Packaging. 

THE COURT* Do you want hira aequestered? 

MR. BUMGARDNERi I understand he is hero 
eaaentially to corroborate thia witness' testiraony. 

THE COURT i Mr. Berger, would yoy teli him that 
he has to wait outside. By the way, Mr. Bumgardner, how 
long do you expect to continue with Mr. Gonsalves? 

MR. BUMGARDNER t I would say I probably ha ve 
another 45 minutes, your Honor. I ara about to leave thia 
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tubjoct» Wa hava a nusiber ot othors . 

THE COURT: That brtnga ua to 6»30. I have bcan 
aitting on this bench alnee 9»30 thia momlng and I ara 
getting tired, to be honeat wlth you. 6»30 ia even later 
than a civilized time. Ne are putting Mr. Dosao in tha 
jury room right here. 

Lafa continue and aee what we can do. 

(Queation read.) 

Q I am referring to the design ahown in 
Exhibit K Prima. 

Q Wall, the firat time I did it, I did a pretty 
good job. To do it over again, to resuit in leas scrap, the 
firat time it took me four days, to make an improvament 
on it, whlch may or rnay not be poaaible, would probably 
take ree at leaBt ac long. 

Q And you made no calculations in order to deaign 
the product» ia that correct? 

A That'a correct. 

Q All right. where are theae aketehes which you 
made in aid of your design which appeared ultimately in 
Exhibit K Prima? 

A I would— i am aure I would no lonc^er have 
those aketehes. Thia I am aure would be the only reaulting 
drawing that I would have left. 
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Do you have any notea of any V d ><.aer tnan 


thia particular drawing which relata to yc desio *fforta 
with reapect to tha product Bxhiblt 6? 

A I don't think I would have any— i don't think 
thay would be avallable. i mean, thia ia nine yeara ago. 

Q That 'b right. 

A And it'a a technical record. 

Q That' 8 right. 

A And a record— I kept the finiahed record. 

Q What are you teatifying you kept? In other 
vorda, you kept thia actual piece of paper, which i8 
Exhibit K Prime; is that correct? 

A That*a correct. 

Q Did you keep the tracing? 

A Yes. 

Q Froxn which thi8 is made? 

A I believe I have the tracing. 

Q Do you have any other printa of Exhibit K Pri^e? 

A That I would not know. 

Q Do you have any notea, calculatione or drawinga 
which led up to the preparation of Exhibit K Prime? 

A I don't. 

Q Do you have any notea, caloulation 8 or aketches 
which led up to the deaign of the die, which appears 
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depicted in Exhibita 17 and 18? 

A I don't think I would have that, either. I 
may havo the dio drawing, though I lookcd for it and I 
waa having difficulty finding it. 

Q By tho dio drawing, you mean tho drawing of the 

actual raetal parta which make up tho die; is that correct? 

A That's corroct. 

your custom to disposo of all intermediato 
design notes on every dosign job that you do? 

A Not per se . They tend to get lost over the 
years. Qecause they are generally on odd pleces of paper 

a 

and not very organized. When you decided something you 
rake a little nota for yourself that this is the way I 
think we should do it and you advance on it. It doesn't 
come out good but you put it aside. 

Q At any time in your preparation for or anticipatin< 
testifying at this trial» did you make a search of your 
files or recorda for any sketches or notes or calculatione 
relating to preparation of Exhibit K Prime? 

A No, I didn't. 

Q Is it a fact you didn't look for thero, that 
you knew that none such existed? 

A No, that’s not true. I just said I looked for 
the die drawing. 
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Q You looked for your notea or preliminary sketches 


with respact to Exhibit K Prime? 

A I didn't look for thera, no. 

Q Vfhy didn' t you look for them? 1 « thara soma 

r eaaon? 

A i really don't think Ihave it. 

Q Did you ever have tham? 

A Sure I did. 

Q Did Mr. Kramer participate with you at all in 

thia tvo or thraa day. of affort that 1 ad to tha preparation 
o f Exhibit K Prima? i am talking about aftar tha perlod 
that ha allegedly cama to you with a compatitor'e produot 
and aaked you to do samething. 

A No, he didn*t, 

Q In other words, between the time that he cama 

to you with the product and you had a discussion and tha 
time that you had prepared Exhibit K Prime there wera no 
further discussione between you with respect to your 
design efforti is that correct? 

A No. We may have had another short discussion. 

Q Lefs see what you actually remember. I mean, 
may have is a little too vagua for the Court to deal with. 

Do you recall there being sotne other discussion 
in that period? 
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A No, I can't aay whether I recall whethar there 

♦ 

vaa soma or there waan*t any. Re may have aaked me have 
yau coma up— 

THE COORTi But you have no rocolloctlon of a 
diacusaion, right? 

THE WTTNESS: That's correct, your Honor. 

THE COURT* Okay. Fine. Let's atop there. 

Q Do you recall where Mr. Kramor phyaically waa 
when thia operation waa going on? And by that I mean do you 
recall whether he waa out of town or out of hia piant and 
office continuously or waa he there during this period? 

A Hia piant and office they are where? 

Q Well, during that time that you deaigned thla 
particular product, was Mr. Kramor'a place of bu8iness not 
under the same roof aa your place of buaineas? 

A No, it waa not. 

Q laee. Ali right. 

Waa he in your place of businesa at any time 
from the period while you were working on the design which 
ultbnately became Exhibit K Prime? 

A That I couldn't recall. Mr. Kramor— 

Q That's enough. If you can't recall it, 

that's a sufficient anawer. 



On your direct teatimony on Friday, Mr. Gonsalvea 
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do you recall teetifying with respect to the stamped on 
printed matter on Exhibita 6 and 4, that is, on 6 it eays, 

"Patent,- and it givea a patent number which is No. 3310268 
and othera pend. 

Exhibit 4, it says simply, - Pa t Pend." That'a 
correct, isn't it? 

A Yaa. 

Q Do you recall your testimony with respect to 
the manufacture of brackete of the type of Exhibit 4 with 
writing in both these contents on those parte? 

A 1 didn' t— 

Q Do you recall your testimony on Friday with 

respect to— 

A Yes, I recall my testimony on Friday, all of it. 

Q All right. 

Now, do you recall testifying that you were 
aware of Mr. Kramer's patent application relating to this 
bracket while it vas pending? 

A Yes. 


Q 

A 

Q 

A 


That'a correct, is it not? 

Yes. 

Were you aware when the patent issued? 

1 was aware from the fact that Mr. Kraxner said t< 
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“Remove tha atamp and put in the— and make a atamp with 
that number on it, * and he generally gave me the axaet 
wording he wanted on avery product that we made for him. 

® right. In othar words , there came a point 

in time whon he came to you and aaid. "Okay, take pat pend 
off the product." 

K That*a correct. 

Q . And put on the patent number*" ia that correct?- 

A That' s aorrect. 

Q Was it your belief that all thia time, that ia, 

at the time when you were making the product with pat pend 
on it and the time when and shortly after Mr. Kramer came 
to you and asked you to put the patent number on, that you 
were the actual developer or inventor of thia design? 

A Was it my belief that I— 

Q That you were the actual developer or inventor 
'thi.® bracket? I am not asking you to characterize aninven 
Let's say the creating of thia bracket. 

A Yes, yes. 

Q It was your belief at all those timea that it 

was you and not him that was the father of thia piece of 
hardware, in other words? 

A Yes. 

Q Didft it s e em a little a trange to you 'that 
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Mr. Kramer was apparently applying for a patent on what 
wa« your creation? 

A I really had no idea how the patent lawa operated 
Q In othar words, you didn't really know what a 
patent was at that time, ia that correct? 

A That's correct.• 

Q That was evan true when you put the patent 

number on? 

A That's correct. 

Q But you did testify on Friday on cross 

examination that you had already been sued for patent 
infringing on one prior occaaion; is that correct? 

A That's correct. Yea. 

Q • And that you consulted an attomey and that he 

I* 

pit in an answer; that's correct? 

A That*s correct. 

Q Didn't he give you any advice on the patent 
1 aws at that tine? 

A He was my regular attomey. He wasn't a 

patent attomey. _ 

Q Had you evar had occasion in connection with any 
cfcher matter to consuit a patent attomey, let*s say prior 
to the time that you were told to put this particular 
patent number on this particular part? 
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A I don*t think I aver did, no. Not till then. 

Q So the reaaon you didn't gat upaet with 

Mr. Kramar doing thia vas protty much purely that you didn'fe 
know what your patent righta were; is that correct? 

A That'a correct. 

Q Did you in any of your employment with 
Precision prepare any patent drawinga for any employer or 
for management there for filing at the patent office? 

A No. I didn't. 

Q Are you the inventor nained in any U.S. Patents? 

A Yea. I am. 

Q When did you first make an invention, Mr. Gonaalvi 

MR. BERGERt Do you want to change it 
for which a patent application was filed? 

MR. BUMGARDNERt No, I want to know when he 
first made an invention . 

MR. BERGERt Any invention? 

A I would say that I worked on patentabla 
devicos at Precision. 

Q Did you contributa to what you believe to hava 
been an invention at Precision? 

A Yes, I do. I know that to ba a fact today, yaa. 

Q Were you aver named as an inventor in any 

patent application filed in any of thia work that you did 
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A I really don't~ if th.y filad „ applioation 

vi tn my nana on it, I really dcrft recall evar aigning 
anything. 


Q You don-t recali evar having aigned an 
invantor oath vhil. at Pr.ciaion, i. ttnt corr.ot? 

* Thafs corract, I don't remamber that, no. 

Q When did you first aign an inventor'e oath? 

A Your Honor, exactly what ia an inventor', oath? 
THE CODRI. On tha firat page or ona of the 
mgea of tha patent applioation tha inventor hae to aign it. 
THE WITNESS» I soa. 

THE COURT* He signs that he inventod it and s o 

on and ao forth; ia that correct? 

*• • 

Q When did you firat aign a patent applioation 

or any part of it? y ou hava indicatad that you are a 
patentee nov. 


A 1 reully couldn't recall the data. But I 
vould aay the oldeet patent that I hava may go baok about 
eix yaara. I mean, i vould aay that thafa the first tina 
I ranembar aigning it. if i aigned ona at Preciaion. I 
really didn't know what I waa aigning. 

Q All right. 
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Did you parsonally have a patant attomay 
prepare that firat application for you? 

A Oh, yea. 

0 YOU gava hia cartain Information ln ordar that 
ha can prepare that application? 

A Yea. 

Q Do you recall signing something aftar ha 

finiahed praparing it? 

A Yea. 

0 Did ha discusa various aspecta of the patant 
law with you at that tixaa? 

A Yea, ha did. 

0 Did you raad that application baforayou signad 

it? 

A Yes, i probably did. 

Q And you raad alao tha paga that you signad, I 
aasumer ia that correct? 

A Yas, that'a correct. I know what the patant 

oath, that you raferrad to bafore, is. i didnt know it 
by ita correct terminology. 

Q Pardon? 

A I know what tha patant oath is. I didn . t knou 
^ by ite terminology. 

Q That*a all right, Hr. Gonaalvea. 
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Mr. Gonsalves, if you had known at the tina 
that you were manufacturing these parta with patent 
pending on them, what you know now abouc the patente, 
would you have made any objection to Mr. Kramer ffiling 
thls pending application? 

A I fal that I vrould have. 

MR. BUMGARDNERs I would lUce to have marked for 
Identification a soft copy of U.S.— this ia a xerox copy 
taken from the library, of U.S. Patent No. 3423113. 

(Plaintiffs Exhibit 19 marked for 
identification.) 

MR. BUMGARDNERt I would like to state for the 
record with respect to Exhibit 19— 

THE CLERK: We have got it for Identification, 

your Honor. 

THE COURTt Ali right. Soraeone's got to 
identify it or someone’s got to offer it in evidence. 

MR. BUMGARDNERi I just want to state the 
caption. Should I have him identify it firat? 

THE COURTt It's his patent, I would guess eo. 

Q Mr. Gonsalvee, I show you Exhibit 19 for 
Identification and acknowledgJLng that its a reproduction or 
copy of something, cem you identify what that document is in 
its origlnal form. 


SOUTHERN DISTRICT COURT REPORTERS. U.S. COURTHOUSE 
FOLEY SQUARE. NEW YORK, N.Y. CO 7-45(0 









112a G aalvea-crosa 3 ^^ 

A Yaa, it looka like a patent that x hold. 

Q Well, ia it a patent that you hold? 

A Yea # I hold a patent on the device, juat like 

this . Thia looka like the patent, 

Q In other vorda, it aays at the top, doea it not, 
the patent ia issued to 0 .E. Gonaalves, et alj ia that 
correct? , 

That's correct. 

Ia that your name? 

Yea, it ia. 

And it'a patent no. 3423113, ia that correct? 
Yes, that'a correct. 

' °° y° u recognize that to be a patent belonging 


A 

Q 

A 

Q 

A 

Q 

to you? 
A 
Q 
A 


Yea, I do. 

Or to your company, which is it? 

I think it belonga to me— I don't recall. I 


i. 


think it— 

Q By belonging to the company it waa aaaigned, ia 
what you axe aaying? & 

A It may have been, I don't know. That I don*t 
recall. But thia ia a patent that I developed, yea. 

Q right. Were you the aole inventor of the 

sibject matter in that patent? 
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A No, I was not. 

Q But you ware one of tha Invexitors in tha 
aubjoct matter in that patent, ware you not? 

A Ye8, I was. 

Q Calling yunr attention to tha fact that this 
patent was filed or bears an indication that it was filed 
on January 10, 1966, can you teli me when you 

participated in or made the invention which is the eubject 
mtter of this patent? 

A It had to ba prior to this date, obviously. t 
redly can't axactly sayj but a number of months. a year 
possibly. 

Q It's your recollection now that it was at 
least a uurober of months prior to that; is that corree;? 

A That*s r. ‘rrect, 

Q When did you first consuit a patent attorney 
with respect to tha preparation of the application for 
this patent? 

A I believe it took us about a year and a half to 
get tha patent. So if tha issuing date is on here— 
well, there's a file data. 

Q Thafs right. I called your attention 

specifically to the file data. 

A Obviously this is the file dato on the patent. 

SOUTHERN DISTRICT COURT REPORTERS. U.S. COURTHOUSE 










DHpa 


ll4a 


Gonsalves-crosa 


It aaya January 10, 1966. 
Q Right. 


THE COURTi Mr. Berger, do you object to thia 


going into evidance? 


MR. BERGERi No, I am not going to object. 


your Honor? 


THE COURT: Ali right. Mr. Clerk, wlll you 
note that Exhibit 10 for Identification haa gone into 
evidance. 

(Plaintiff's Exhibit 19 received in 


evidence.) 


Calling your attention specifiCally 


to the flUng date, which appeaxs on this exhibit, 

Mr. Gonaalves, I ask you now if you now recall when you 
ftrst consulted the patent attomey in order to obtain thia 
pitent, to file the application for you? 

A I wouldn't remorabar the date. I could probably 
research the date through my recorda but it would be a 
number of months before that date. 

Q It was a numoer of raontha before the filing 
date, in other words? 

A Wall, I would say two raontha. It took my 
patent attomey some time to file. 
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Q You do recall that it took him aomo period of 
tima to do whatever hs did to gat the application ready for 
you to sign; is that correct? 

A Right. 

Q And that may have been as littis as two months 
or might ba Bomewhat graater number of months; is that 
correct? * 

A I would say at this point now i understand the 
question better. It's approximatoly two months. 

Q All right. During the course of that Lixne f 

you had some conversations with your patent attomey, did 
y>u not? 

A Yes, that*8 correct. 

Q Did he expiain anything to you about patent 
rights and how they could be obtained and what could be 
patented and what could not? 

A Yea, he did. 

Q And ha asked you a lot of questione in order to 
get information for the application also, did he not? 

A Yes, he did. 

Q In other words, he tcTd you sontething about 

patent law and you in tum told him about the invention? 

A That'8 correct. 

Q Now, calling your attention to the fact that at 


SOUTHERN DtSTRICT COURT REPORTERS, U.S. COURTHOUSE 
FOLEY SOUARE. NEW YORK ILV. CQ 7.ASR& 





DHpa 


ll6a 


Gonaalvea-croaa 


leaat two montha before January 10, 1966, you apparently 
firat came in contact with the patent attomay of your own 
and had conversationa with him about tho patent law. patent 
rights, during that period o£ time, and calling your 


attention also to the fact that U.S. Patent No. 3310 — 


3310268, that ia, the patent in auit, didn*t isaue until 


March 21, 1967? 


Right. 


Is it a fact that you wera fully adviaed on 


certa in aspecta of the patent laws while you were making 


parta of Baid patent pending on them in the atyle of 


Exhibit 4? 


Yea. 


So you weren*t telling us exactiy what waa true 


when you said you didn't know what a patent waa when you 


were doing thia for Mr. Kramer/ is that correct? 


It'a incorrect. 


You mean my atatement ia incorrect? 


Yea. 


In other worda, it'a your atatement now notwith- 


atanding the fact that you already had filed a patent 
application, that you stili didn't kn<w what a patent waa 


at the time that you were atamping patent pending on parta 


liko Exhibit 4 for Mr. Kramer, is that your testimony? 
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X thou 9 ht you were referring to the fact that 

^ 1 ta " WhSt “ Pitant «“ «- tima that I «4 thi. 

ing. I neant— may have Bieunderstood what you were 
oaying. while i mt manufacturlng thla part for 

“* Bta " P1 " 9 ^o„ it. and changed 

the atamp U, apply a patent nu^er. I „ getting 

idpaa of what a patent waa. 

Q But you— 

A Through my own channela. 

° YOU tSStlfied « Triday. and you testified 

again before i brought thla Dat( ,nf ♦- 

patent to your attention today, 

that you atUX didn-t Kn^ what a patent waa at the ti«. 

thatyou rut the ? atent nuBher on that particuiar part, i. 
that not correct? 

A That*a correct. 

“ ' U ' d yOU “ a thehgtng your teetimony now, i. 
that what you are doing7 


applicati™’ 1 really ' 1 f6al th * t Whan 1 fll ’ d thia 

patentAI atill didn't fully underatand ali the patent lawe. 


xt vas By first patent and I didn't fully under.tand all 
the pstent lawa. 

'5 The question i. not really whether you were a 
patent attomey or fully cognirant of all the patent lawe 
your stateBent. X believe. to thi. Court ia, that you 


didn*t k«o» what a patent wae then, i. that the stateBent 
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you metke? 

MR. BERGERt Your Honor, I object. 

THE COURT» Yaa. 

MR. BERGERt I think tha record vili ahov# 
what he aaid. 

THE COURT» It*a getting rapetltiouB. 

MR. BUMGARDNE. >t All right. 

(Rocaaa.J 


* * * 


4 
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* * * 

MR. BERGERt The defendant would like to call 
as ite neirt witness, Mr. Dosso. 

THE COURT: By the way, the record shoutl 
reflect by stipulation of counsel Mr. Gonsalves is to 
retiam tamorrow for continued cross examination. 

PEL ^ E DOSSO# called as a 

witness by the defense, having been duly 
swom, testified as follcwst 


* * * 
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CROSr *TGMUlJATI 01 f 
BY MR. BUMGAKDNBRj 

Q Mr. Dosao, you hava atated that you are famiUar 
with Exhibita 6, C and d, ia that correct? 

A Not that. Thia and thia. 

THE COURTt All right. The vitne8a has 

indicated that he ia not familiar with ExhJLbit D but with 
6 and C. . 
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0 How dld you become familiar ritll ExhUjlt c? 


A Because Mr. Kramer brought it. 

Q Did he bring this particula»- 

partxcuiar piece or something 


that lookeu just like this piece? 


A Right. 


THE COURTi Was it that piaca or wa, it 


something that looked like that piece? 


It was that place, it was that piece. 


THE COURTi it was that piece. 


wordg, like this shape 


THE WITHESS, vas. into a u. A form, i„ other 


MH. BUMGARDBER. Indicating Ekhibit D. 
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A In other words, well, this ia a U, too. It'a 
a U. wq call it a U. That*s what it was, into a u. 

MR. BUMGARDNER: The witneas waa indicating 
Exhibit 4 in the latter part of the answer. 

Q In other words, what it ia you- say, if I 
understand you correctly, is that Mr. Kramer came with a 
pieca, either thiu piece of something juat 1 <ke it, meaning 
Exhibit C, but at that time it was formed into a U mora 
like Exhibit 4; is that correct? 

A Right. 

Q What waa the position of the stop as you have 
referred to it on Exhibit C? 

A It was bent in. It was formed inside shaped like 
Exhibit 4. 

Q Was there— 

A The 8ama angle like that, almost, in other 
words, it was bent down to a atcv. 

Q It was bent do. n, right? 

A Right. 

Q Did it have a rounded appearance like the stop 

on Exhibit 4? 

A No. 

Q Was it different? , 

t 

A It vas straight* 
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Q It waa straight aerosa? 

A Right. 

Q Is that the first time you had eoen anything like 


Exhi^t C? 

A Y«*. 

Q When Mr. Kramer brought it— 

THE COURT: Waa the ansver yes? 

THE WITNESS: Yes. 

Q Had you, before Mr. Kramer brought this 

Exhibit C part to you, and Mr. G onsalves, had you ever 
aaen any leg bracket for a bed? 

A No. 

Q In other words, you had never seen anything 

like Exhibit 4 or like Exhibit D? 

A No, I had no knowledga. 


Q Or Exhibit F? 

A NO. 


fi 

) 

* * * 


SOUTHERN OISTRICT COURT REPORTERS. U.S. COURTHOUSE 
_tv tnnui_ti£jK_yr>BK u v rn 7.,.nn 










1 


2 

3 

4 

5 

6 

7 

8 
9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


DHpa 


124a 


\ 

Dosso-erosa 


346 


i 


* * * 

«i 

Q Ia there somathing elsa you wanted to aay? 

A Yes. He want to go a little big on tha tab 
over here. What do you call this, a tab? 

MR. BUMGARDNERt The witnesa is indicating 
vjhat we have referred to as a aaddle. , 

A A saddle? 
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Q Yqb, that 's all right. Go ahead* 

A So I told him not to go too bigger. You go a 
little cmaller bocauae it'a leas problcina to cut it off. 

Q So you auggeated, in ether worda, to 

Mr. Gonaalvea, that tho tab be kept a certain relativoly 
amall aize, at leaat not too big for eaae of manufacturaf 
ia that correct? 

A Yaa. 


* 


* 


* 
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Mr. Dosao, whfcA Mr. Kranner came and brought a 


part like Exhibit C, and asked Mr. Gonaalves to do aomething. 
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Q 


Didha ahaw Mr. Gonaalves how . t went on tho cot? 
Ye«, he ehow it went on the pipe. 

You— 


8 

9 

10 
11 
12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


A We didn't have no cot in tha shop to «how a 

cot. 

Q Did he have sone tubing, did he demonstrate 
how it fit? 

A Yea. 

Q Did he say anything about anglea to Mr. Gonsalvea? 
A No. 

Q You ara quite aure there was no discussion of 
anglea? 

A Yea, 

Q How many pieces of tubing did ha use to show 
how the bracket fit? 

A Two. 

Q Two? 

A Yea. 

Q Did he hold them in soroe particular way? 

A Yea. 

Q In what way waa that? 

A One tube it fita in here and the other tube it 
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fita aerosa 
Q 
A 
Q 
A 
0 
A 

Q 

alant? 

A 

Q 

A 

Q 

A 


Like a T? 

Right. 

Were they at right angles to each o\-Ker? 

No. 

One of them waa on a alant? 

Yea. 

Did Mr. Kraxner diacuaa why it had to be on a 

Yea. 

Did he discusa how slanted it had to be? 
Well, he aay it can be the sane as that. 
Showing, in other worda ? 

Yea. 


* 


* 


* 
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If they are not businees people they are men who have 

had training ln vocational schools or high achools or 

* 

8pecial training of that nature. 

Q Ia it cotnraon to find engineering graduates 
in positione of management in these metal atamping and 
die making shopa? 

A i don't think it‘a ccsnmon. If it ia, they 
generally have busines3 engineering degrees as oppoaed to 
mechanical or electrical engineering dcgreea. 

Q Mr. Kramer, you have been present in the Court- 
room while Mr. Gonsalves and Mr. Dosso have given testimony 
as to varioua meetinga and tranaactions and telephone calla 
with you, have you not? 

A I have. 

Q I would like, if I may, to lead you through 
those varioua transactione one at a time and have yru 
teli yovF story aa to what took place in each of those 
contacta. 

So with that in mind I call your attention 
specifically to aome request by you that led to the 
preparation by Mr. Gonsalves of the drawing which we have 
marked as Exhibit K Prime in evidence. I place that 
exhibit in front of you. 

To the beet of your recollection, would you 

✓ 

SOUTHERN DliTAICT COUHT RIPORTERS. U *. COUATM^UIC 
_fOLCV SQOAiRC^ NPW YORK. rt.V. CO 7.41*0 




V 



JH P a 130a Kramer-direct 435 

teli the Court what tranaptred on the occasion when you 
made aome request to Mr. Gonsalves that leJ xx the preparacior 
of that drawing. 


A 1 paid a visit to Erie Packaging -orporation 
at 21 Bc : Street, vhere I was having parta made. He vaa 
my vendor. Not only was he my vendor, but I had my name 
on the door to show my customers that I had a place of 
bueineas at that time. I came to him and asked him to 
make a layout of a part which I intended to patent 
and L gave him a piece of cardboard of the product similar 
to what is drawn here and he asked me, "What ia it?" And 
I says to him, "George, you know you are not supposed to 
ask me that, because it*s patent applied for and I haven’t 
got itcrotected as yet. You know that because you. have 
made eight or ten or twelve other producta for me and we 
go through the same thing every time I come to you. So 
you know I am not going to teli you." 

"Okay,* he said. 

I said, "Would you be kind enough to draw it up 
for me in layout. I want to ace how many sections are 
going to be in the die." 

He says, "Okay." 

I gave him the cardboard and he went ahead and 
he drew it up for me while I waited. 

«0 

• / 
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Q Hr> • ’ > Y*have to wait? 

A Oh, * *■ ..ephone calls that he got 

interrupted with, things o t that nature, I think it waa 
20 minutes to an hour. 

Q Ia it your testimony that in 20 minutes to an 
hour after your request he had completed the original 
tracing of vhich Exhibit K Prime is a print? 

A That'a correct. 

Q Waa Mr. Dosso present with vou and Mr. Gonsalves 

at any time during thia hour? 

A He wasn't present in the same immediate vicinity, 
but he waa in the bullding, in the other room, 

Q Did he participate in any conversation you 
had with Mr. Gonsalves relative to the preparation of that 
drawing? 

A Absolutely not. 

Q Was there any conversation between you and 

Mr. Gonsalves during the course of preparation of that 
drawing? 

A Yes. We talxed about the product and I refused 
to teli him where it was going or what it was for or what 
it was intended for. I just gave him this flat piece of 
cardboard. 

Q Do you have the flat piece of cardboard whi.ch 
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you gave Mr. Gonsalves at that time? 

A I was unable to find tho exact cardboard I 
gava hira, but I reconstructed what I feel is an honest 
version of what I gave him. 


MR. BUMGARDNER* I ask the clerk to mark for 
identification as Plaintiffs Exhibit 24 the piece of 
cardboard just produced by Mr. Kraraer from hia pocket. 

' (Plaintiffs Exhibit 24 marked for 

identification.) 

Q I show you, Mr. Kramer, Exhibit 24 for 
identification and ask you when you prepared or did you 
prpare or manufacture Exhibit 24. 

A Yes, I prepared it last night. 

Q Eo this is not something that was in existence 
at the time of this conversation with Mr. Gonsalves, is 
that correct? 

A It's something similar to this, almost identical, 
I would say. 

Q I notice that one side of this piece of 
cardboard has markings of one sort or another on it, is 
that correct? 

A That's correct. 

Q Could you explain what those markings are? 

A That's correct. When I came to George to ask 
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hia to ao .«.IMO, for M< to maXo thl« layout. i ehoved 
hin thle ard ha put hia placa of paper. aftor ion 
converaatlon. on th. draftln, board and ha plckad up certaio 
Unes to be abi. to uake the duplicaclon of uhat «lato on 
thls paper. Be plckad up the 30 aegreo lina and the 65 degre 
Una and » canter lina. I called to hia attantion that tuo 
Unea ore par.llal and T i. nted thosa tuo linea parallal. 

Q Can you expia in what theae markinga on 

Hxhibit 24 hava to do with th. atataaant you juat oada. if 
anything? 

A In order to make thie drawing that exista in 
front of ne now he had to hava something to be abi a to get 
ne asuresnen ta from. So he took then from the cardboard I 

gave hin and the anglea I gave hin. Otherviae hecouid not 
ha ve made tbia drawing. 

Q What anglea did yoa give hin? 

A I gave him the 30 degree angle, 65 degree ang|,a, 
the two parallel lines, I ahowad him where I wanted 
reinforcing riba and I ahowed him where I wanted a tab, and 
I told him that I wanted the ru ts ide of the templa te 
to be considered the outaide of the ateel, and that'a what 


he did. 


How did you give him that Information? 

By speaking to him and giving him the cardboard, 
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Q 1* that Information in aozne way depicted on 
the cardboard? 

A That*s corroct. 

Q That is Exhibit 24? 

A That's correct, 

Q For example, does Exhibit 24 ahow the location 
of the reinforcing riba? 

A It does, approximately. 

Q Where? 

A It shows them to be slightly lower than the 
upper part of the cardboard when the wings are in the 
up poaition and it ahows one alightly hiqher than the 
bottom cf the cardboard and it shows one running down the 
wing of the cardboard. 

Q Are those reinforcing ribs deprfcod by lines? 

They are. 

/ 

Are those lines identified in any way? 

Q 

They are, with an R. 

Are there any anyles shown on Exhibit 24? 

There is. 

Which angles? 

The 30 degree angle and the 65 degree angle. 

Is there some indication on Exhibit 24 that * 
any particular linea are to be parallel? 


A 

Q 

A 

Q 

A 

o 

A 

Q 
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^ i*» It'a Indicated which two lines are 

parallel. 

0 How is that indicated? 


A It shows an arrow pointing to one line and an 
arrow pointing to the other and that arrow line is 
bisected by two diagonal lines, indicating parallelism. 

Q Is there an indication on the cardboard, 

Exhibit 24, of any d imple a for any useful purpose? 

A Rig^t, On the upper end of the wings a 
little roctangular drawn squara with the lattar D designat ing 
to it, the dixnple. 

Q Ia there any indication on Exhibit 24 as to 
where the edge of the stock should be? 

i U • 

A There is. There is arrows pointing to the 
edges with the writings, “Edge of stock." 

Q Were substantially these same indicatione 

on the piece of cardboard which you gave Mr. Gonsalvos 
at tha time that you had tb '*ersation which led to 

the preparation of Exhibit K Prime? 

A That's corract. 

Q Did Mr. Gonsalves ever give your piece of 
cardboard back to you? 

A No, he did not, he kept it, because I told hi» 

I would be giving him more Information as the progr&m moves 



IOUTMIRN DlSTftlCT C0URT R(RORTIRS. U4. COUNTHOUSC 
FOktV IQUANI. Nttt YORK, N.Y. CO MIM 














441 


l 


<1 


** 


1 

2 

3 

4 

5 

6 

7 

8 
9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


136a Kramer-direct 

along, and I think there ia anothar print that ha mada 
for me different than thia print. 

MR. BUMGARDNER: Your Honor, I will offer in 
evidence aa illustrative only, as described by tha 
witness, Plaintiff'a Exhibit 24 for identificatlon. 

THE COURT* Do you hava any objection # 

Mr. Berger? 


% 

MR. BERGERt I hava no objection , your Honor 
(Plaintiff'a Exhibit 24 received in 
evidence.) 

Q What precisely did you ask Mr. Gonsalvea 
to do in the course of thia conversation? 

A I asked him to make me a temporary die layout 

<7 

I waated to eee how many stations i will n eed to make 
thia particular part. 

Q Did you at any time ask him to do any othar 
In connection with yetting ready to produce parta 
similar to Exhibit 4? 

A What vas the queation? 

MR. BUMGARDNER: Would you read it» please? 
(Queetion read.) 

I don‘t recall. 

t 

Did you ever ask him to design or participate 


A 

Q 


in the deaign of a die for the manufacture of parta— 
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A Oh, yea, of courae. That has nothing to do 
vritli the drawing though. That cornea later, i told hia 
that I would let him know when I want hia to build a die 
and I told hia to wait until I gave Aia instruetiona and 
then I gave hia inatructiona to deaign the die to aake the 
part. 

Q Waa that at a later tine? 

A Much later tiae. 

Q Can yeu recall what apecific inatructiona you 
gave hia to deaign the die? 

A I told hia how aany holes I wanted, I told 
hia where to put thea, I told hia where I want the riba, 

I told hia i»ow thia thing is to be bent. 

Q At any tiae prior to the making of that dxe or 
to giving hia inforaation to deaign and ultiaately aake ths 
die did you teli Mr. Gonsalvea what the and uae of the 
product which waa to be aade from the blank like the piece 
of cardboard, Bxhibit 24— 

A I never told hia what the product waa going to 
be ueed for when Z ahowed hia the piece of cardboard and 
I didn't even teli hia what the product waa going to be 
used for when he aade the die. At a later date Z told 
hia what Z waa going to uae it for because Z atarted to do 
aorne more extensive teating. 
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Q Did you at any time related to thoaa «venta 
which you juat testified to ahow Mr. Gonaalvea a 
competitor'a product? 

A I naver ahowed Mr. Gonaalvea a competitor'a 
product. I never had a competitor'a product. 

Q Did you at any time at ali rS^ted to thoae 
eventa ever make a demonatration for Mr. Gonaalvea uaing 
a bracket and two pieces of tubing? 

A After tha die was built and the parts were 

made. 

Q Only then?- 

A Only then. 

Q What bracket waa uaed in that demonatration? 

A Similer to Exhibit 4 * 
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KEVIN THOMAS DUFFY, D.J. 

These are Consolidated actlons for Infringement 
of U. S. Patent 3,310,268 issued on March 21, 1967, to 
plaintiff Hyman Kramer. At the trial the defendant 
Duralite Compan/, Inc. did not appear, permitting the 
attorney for G & A Machine Works, Inc. (hereinafter "G & A”) 
to defend it and agreeing to be bound by the decision of 
this Court in the G & A case. 

This opinion and order is to be considered as 
findings of fact and conclusions of law within the meaning 
of Rule 52(a) of the Federal Rules of jOivil Procedure. 

The patent in question here covers hinge brackets 
and generally describes the leg hinge brackets for aluminum 
cots and aluminum furniture. Of the five claims contained 
in the patent, claims 2 and 3 are urged as having been in- 
fringed by the defendants. The defendants have admitted 
making, using and selling leg hinge brackets which infringed 
claims 2 and 3 of the patent. The defendants have counter- 
claimed for a declaratory judgment that the patent is in- 
valid and non-enforceable and seek damages and attorneys 1 
fees by reason of thelr counterclaira. 

The plaintiff Hyman Kramer has had some training 
in mechanical engineering, and in about 1959 he started 
selling machinery and hardware to makers of aluminum 
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furniture. He claims to be the sole Inventor of some 25 
patents, most of which relate to the aluminum furniture 
field. The patent in questlon covers leg hinge brackets 
which are used to connect tubular members, generally made 
of aluminum, to make a folding cot. 

Prior to the issuance of the patent, there were 
many leg hinge brackets used for this purpose, including 
some fabricated by the defendant G & A and used on products 
sold by the defendant Duralite Company, Inc. All of such 
leg hinge brackets consist of a butterfly or "V" shaped metal 
piece with holes spaced in such a way that when the "V n is 
bent inward rivets can be placed through the holes and tubular 
members thus pivotally connecting the tubular members to form 
the folding part of the aluminum furniture. 

The alleged invention "improves" on the prior art 
by "nesting" the brackets and thus minimizing the amount of 
scrap involved in the sheet metal stamping process. The 
bracket c r .red by the patent is made so that the bottom area 
of one bracket blank matches (to a great extent) the top area 
of the next succeeding bracket blank. 

Both the prior leg hinge brackets anu those con- 
forming to the claims of the patent work in an almost identi- 
cal manner. The law of patents has long held that an improve- 
ment over similar structures in the prior art is insufficient 
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to warrant the granting of a patent if there is an absence 
of lnvention. Application of Nelson . 198 F.2d 837 (C.C.P.A. 
1952); Wheeldex Mfg. Co. v. Marzall, 92 F. Supp. 985 (D.D.C. 
1950). Here it is well known that "nesting" to save scrap 
in a sheet metal stamping process is an old art and thus 
cannot be considered an "lnvention" to be covered by patent 
protection. On this basis alone I would hold the patent in 
question invalid and unenforceable. 

But this case presents the once-in-a-lifetime situation 
wherein the defendant not only claims that there is no inven- 
tion but argues that, if there is an lnvention, sorceone other 
than the patent owner invented it. Indeed, the defendant 
claims that the patented desxgn was created by one George 
Gonsalves of the Erie Packaging Corp., a tool and die making 
and metal working shop located at one time in a building owned 
by the plaintiff. The plaintiff Krarcer admitted knowing 
George Gonsalves and the other principals of Erie Packaging 
Corp. He also admitted having Erie Packaging fabricate parts 
for him to sell including the leg hinge brackets covered by 
the patent. In his direct testimony Kramer reiterated the 
claim that he was the sole inventor of the leg hinge bracket 
in much the sam.e words as the oath he subscribed to in his 
application for the patent. I flnd that this testimony of 
the plaintiff was totally incredible and wholly false. 
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Other testimony revealed that apparently the 
plaintiff approached George Gonsalves of Erie Packsging 
Corp. and his fellow-principal Felice Dosso (both of whom 
testified) with a sample of a leg hinge bracket of the prior 
art and requested Gonsalves to design a "nesting" pattern 
of blanks to be made of a lighter gauge materia1 with rein- 
forcing ribs contained therein. After about a week Gonsalves, 
with the help of Dosso, completed a drawing which eventually 
becaroe the basis of the patent. This happened with little 
or no help from the plaintiff, who, however, insisted on 
having the dies, made at Erie Packaging, contain the emboss- 
ing "Pat. Pend." and who filed the application for the patent. 
These acts clearly did not alter the fact that the design was 
"invented” by Gonsalves, not the plaintiff. 

In sum, I hold that the device did not rise to the 
level of an invention; that the patent was invalid. and unen- 
forceable; and that the plaintiff was not the creator of the 
design or device and lied when he said he was. 

The sole question left is whether the defendant 
G & A is entitled to damages and attorney's fees. The rec- 
ord is silent on the issue of the amount of damage incurred 
by the defendant and for lack of proof of a roeasurable amount 
of damages that claim is denied. As to attorney's fees, I 


i 
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find that this is such an exceptional case tliat attorney's 
fees are warranted under the provisions of 35 U.S.C. § 285 
(1970). I hereby direct the defendant's attorney to appear 
for a hearing before a magistrate of this court so that the 
amount of such fees roay be properly determined. 

SO ORDERED. 


V. S.' D'. J. 


Dated: 


New York, 
December 


New York 


1973. 
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67 Civ. 2081 


Before: 

• -> j 

HON. KEVIN T. DUFFY 
District Judge 


PLAINTIFF'S MOTION TO AMEND 
' “ :. AND SUPPLEMENT'FINDINGS OF 

FACT AND CONCLUSIONS OF L AW 

. vn i " T 

Plaintiff respectfully moves this Court to amend and 
supplement its findings of fact and conclusions of la.w in its 
Opinion and .Ord<?r heretofore ,filed in the following particulars 
I. From the first line of the paragraph beginning 

ii 

r. ;• v in tbe rniddle of page 4 of the Opinion, delete 

the expression; "once-in-a-lifetime." 

•‘■'■t ' ■ 1 . 

II. Delete the last sentence on page 4 of the Opinion. 

T) .?.'r ?-aoa cJ of dla-Mcr sic.? vti ■ sXj&rr. 

' - I i 
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III. 

IV. 


V. 

VI. 


Delete the second paragraph on page 5 of the Opinion. 
Amend the sentence bridging pages 5 and 6 of the 
Opinion to read: 

"As to attorney's fees, I find that this is not 
such an exceptional case that the attorney's 
fees are warranted under the provisions of 
35 U.S.C. § 285." 

Delete the final sentence of the Opinion. 

Make the following additional findings of fact: 

(A) Gonsalves' testimony established that Kramer 
employed him as Kramer's agent to reduce the alleged 
invention to practice and that Kramer's instructions 
to him to this end included:' 

1. direction to save material by "making the 
bracket out of the least amount of material" 
and to use "a thinner gauge" (Tr. 267,284); 

2. direction to preserve the critical function 
of the. bracket by selecting the right angle 
for the leg portions of the bracket (Tr. 271, 
286); 

3. direction to "interlock" [nest] the blanks 
Su "that it should not ha ve any scra.p" 

(Tr. 272); 

4. direction as to number and location of mountinf 
holes (Tr. 275,276); 

5. direction as to size of holes (Tr. 280); 

6. direction to provide the locking depressions 
in the bracket (Tr. 28l); 

7. suggestion that the product be altered to 
make it more possible t.o nest it (Tr. 284); 
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8 . a request for reinforcing ribs (Tr. 285 )j and 

9. "much more" (Tr. 271). 

(B) Having been thus completely instructed as to • 

Kiamer' s conception, Gonsalves was faced only with a 
routine design layout of the blank and strip and the 
resultant design of the die to make the bracket. As 
Gonsalves realized from Kramer's instructions, "the 
location of the hinging holes as compa.red to the 
saddle has to reraain" (Tr. 283 , 287 ), the "bottom of 
the blank has to match the top of the blank" (Id.)j 
and that, as a logical resuit, "the bottom end is 
the only part that could be changed to any degree" 

(Tr. 287 ). No calculations were necessary for 
Gonsalves' preliminary layout (Tr. 297 ). 

(C) Moreover, Gonsalves testified as to Kramer's 
paiticipation in these routine design effortsj 

1. that VIe might have sat down together and 
said, 'Let's see how we could do it'" (Tr. 
269); 

2 . that it was customary to have such discussions 
(Tr. 270); 

3. that he specifically recalled there being 
such a discussion in this instance (Tr. 270); 
and 

4. that provislon of the saddle in the product 
design was asked for by Krajner (Tr. 282-283). 

(D) Gonsalves also testified that his resultant 
drav/ing was shown to Kramer "for his approval as to 
the design of the part" (Tr. 266). 
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(E) Gonsalves has testified that had he known at 
the time that he was manufacturing brackets with 
"patent pending" on. thern about the patent laws he 
v;ould ha.ve taken some action with respect to Kramer's 
application (Tr. 310)* But he also testified that 
he had retained a oa.tent attorney and knew something 
about the patent laws at that time (Tr. 314-315). 

VII. Kake the following additional conclusions of law: 

(A) Kramer alone conceived the essential features 
of the alleged invention. 

(B) Gonsalves' assistance to Kramer in reducing 

to practice Kramer's conception did not rise to the 
level of an inventive contribution. 

(C) If there is an invention embodied in the claims 
in suit, Kramer is the sole inventor thereof. 

(D) The claims in suit are valid and enforceable. 
VIII. Make such additional or modified findings of fact 

and conclusions of law as to this Court seem 
warranted in view of the arguments contained in 
the memorandum in support of this motion and the 
trial record. 

The grounds of this motion are stated in the memorandum 
submitted herewith. 

Plaintiff respectfully requests that the Court entertain 
a brief oral argument of the points of patent law inherently 
raised by this motion. 
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Pl&intiff respectfully prays also for such other and 
iurther relief as to thls Court may seem just and oppropriate 
under the circumstances of this motion and the proceedings here 


tofore had herein, 


Respectfully submitted. 


Ma.rch 22, 1974 



New York, New York 10020 


Of Counsel: 

STEVEN H. BAZERMAN 
Arthur, Dry & Kalish 
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INTRODUCTORY STATEMENT 

In support of his motion, pursuant to Rule 52(b), 
Federal Rules of Civil Procedure, the plaintiff herein 
( Kramer hereirafter) respectfully urges this Court to 
anend and supplement its findings of fact and conclusions 

la>/ as stated in its Opinion and Order herein as specified 
in the motion and in such additional or other respects as 
may seem indicated to the Court by reason of the arguraents 
contained in this Memorandum. It is respectfully submitted 
tha.t such amendment and supplementation is necessary because 
this Court: 

1. has apparently misapprehended the striet Standard 
of "exceptional" circumstances imposed by the 
Court of Appeals for the Second Circuit as. 

justifying an award of attorney fees in patent 
cases to a prevailing party; 

2. is apparently unaware of the frequency and 
complexity of inventorship issues in patent 
litigation; 

3. has apparently not understood the concept of 
inventorship under the Patent Laws of the United 
States; 

4. apparently applied the wrong Standard of proof in 
charging Kramer with perjury; and, 

5* because of all of the foregoing, may have 

inadvertently allowed irrelevant and unestab- 
lishcd considerations to influence its decision 
as to the obviousness of the patented invention. 
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IN THIS CIRCUIT, ONLY THE MOST 
DELIBERATE AND WILLFUL FRAUDULENT ' 

CONDUCT WILL JUSTIFY AN AWARD OF 

ATTORNEY5 1 FEES AGAINST THE PATENTEE 

In this Circuit, it is established law that only the 
most extreme deliberate and willful fraudulent conduct towards 
the Patent Office by the patentee will support an award of 
attorneys' fees under Section 285 of the Patent Laws, Title 35» 
U.S.C. In a recent leading decision on this point, Indiana 
General Corp. v. Krystinel Corp. , 421 F. 2d 1023 (2nd Cir. 1970) 
cert. dcnied , 398 U.S. 928 (1970), a panel headed by Judge 
Medina fully supported the findings of the trial court (Tenney, 
J.) to the effect that the patent owners' conduct before the 
Patent Office vas "less than candid" (Id., at 1033,1034). 

The Court found that, had the Patent Office received a full 
disclosure of the facts, "the proceedings might have ended 
abruptly in final rejection of the application." (Ibid). 

The patentee’s conduct before the Patent Office was character- 
ized as "furtiveness" (Id. at 1034). Never-the-less, apparently 
finding that the evidence failed to show "the willful intent 
to deceive" (scienter) (Id. at 1033), the Court of Appeals 
found that the patent owner might have had "a bona fide belief 
in the patent's validity" (Id. at- 1034) and Genied attorney's 
fees.* 

% 

This Court's decision is in Sharp contrast to that of 
the Court Of Appeals in Krystinel , supra . Where, it is 
respectfully asked, has the record established that Kramer 
knowingly lied when he stated to the Patent Office and to this 
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Court that he was the "sole .inventor" of the patented invention? 
Absent the establishrcent of such scienter by ciear and convincing 
pro££, counsel fees, in view of Krystinei, are not to be awarded. 

As will be shown hereinufter, "sole inventorship" is not a fact, 

but is, rather, a legal conclusion. Moreover, in accordance 

with the law of inventorship and not inconsistently with the 

stated factual findings of this Court as to what transpired 

between Kramer and Gonsalves, Kramer ma.y well be the "sole 

inventor" of the patented bracket blank. He was and is, at 

the very least, entitled to "a bona fide belief" that he is. 

The "attorney fee" Standard of the Second Circuit 

Court of Appeals in Krystinei has been cited with approval 

by the Court of Appeals for the Tenth Circuit in Q-Panel Co. 

v. Kewfield , 178 U.S.P.Q. 521,522 (lOth Cir. 1973). 

"The statute contemplates such misconduct 
upon the part of the losing party as to 
constitute fraud on the Patent Office or 
v so unfair and reckless as to make it 
unconscionable for the preva.iling party 
to sustain the expense of counsel." 

Moreover, this District Court has applied a similarly 

stringent Standard of alleged misconduct in several recent cases. 

See Delamere Co., Inc. v. Taylor-Bell Co. Inc. , 148 U.S.P.Q. 

368,375 (S.D.N.Y. 1966) (Bonsal, J.)j Bussemer v. Artwire Creationi , 

Inc. . 231 F. Supp. 798,805 (S.D.N.Y. 1964) (Ueinfeld, J.); 

r 

Formal Fashions, Inc. , v. Braiman Bows t Inc. , U.S.P.Q. 347,352 


(S.D.N.Y. 1966) (McLean, J.). 
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INVENTORSHIP IS A COMMON 
ISSUE AT PATEMT CASES 


In finding (at p. 4 of its opinion) that: 

"...this case presents the oncc-5n-a 
lifetime situation wherein the defendant... 
argues that, if there is an invention, 
some one other than the patent ovmer 
invented it" (Emphasis supplied.), 

this Court apparently displays an unawareness that "inventorship" 

isoues are extremely common in patent cases and are often the 

Central issue to be litigated. The undersigned represents to 

this Court that he would scarcely ever (prior to complete 

discovery) consider answering any complaint for patent infringe- 

ment without including, as a matter of affirmative defense, an 
allegation to the effect that the patentee "is not the original 
and first inventor" of the subject matter of the patent in suit. 

The best known comprehensive treatias on patents, 

Walker On Pa.tents (Deller's Edition), Baker, Vooihis and 
Company, 1937, * lists as conventional defenses in patent 
infringement actions, the following: 


§ 667. Eighth Defense. 

That the patentee surreptitiously or un- 
justly obtained the patent for that 


* An updoted version of.this treatise, " Deller»s Walker On 
Potents (Second Edition) is in the process of being 
published, but the volume on patent infringement suits 
has not yet been released. • 4 
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which was in fact the invcntion of 
another, who was using reasonable 

in ada.pting o.nd perfectinsc 

the same. 


* * * 

§ 668. Kinth and Tenth Defenses. 

9. That the invention was made by 
another jointly with the sole 
applicant. 

10. That it was made by one only 
of two or more joint applicants. 

Misjoinder of inventor is such a comraon problem in the 
la.w of patents that, when the Patent Laws were revised in 1952, 
a special section, Title 35 U.S.C. § 256 , was added to deal 
with the problem. This section provides that misjoinder or 
nonjoinder of joint inventors shall not invalidate a patent, 
if such error can be corrected by the Court - as provided in 
the section. 

Treatises on patent law conventionally contain sections 

on '‘joint and sole inventions"and the possiblility of confusion 

on this issue is freely acknowledged. 

"it may be difficult under certain 
circumstances to determine the actual 
inventors of an invention resulting 
from collective efforts; ...", 

Patentin.q The I nvention , by V. Alex- • 
ander Scher, Mathew Bender & Co., 

19 ^ 8 , p. 22. 


"If.....C.D. notices the need of a 
new nachine to perform a particular 
function and calls the attention of 
E.P. to the inatter, and a successful 
invention is, after many conversations 
between the two, embodied in a working 
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machine constructed by the haxids of 
both, then it may be that C.D. is the 
sole inventor, or it may be that E.F. 
is the sole inventor, or, it may be 
tho.t both are joint inventors of the 
machine they produce." Deller's Ualker 
On Patents (Second Edition), Vol, 1, 
19b4, p. 182. 


In view of the foregoing, the allegation by the 
defendant herein that Gonsalves rather than Kramer was the 
sole inventor of the claimed subject matter can hardly be 
considered to be a "once-in-a-lifetine" plea. for such a conclusion 
of law. 


THE INVENTOR IS THE ONE 
l?HO CONCEIVES THE INVENTION 

Patento.ble invention begins with conception of the 
invention. The inventor mentally conceives a new and useful 
objective or improvement and, generally, the means of achieving 
the objective. Deller's (2d Ed.), Vol. I, supra , at pp. 177*191. 
Conception is complete "v/hen the inventive idea is crystallized 
in all of its essential attributes and becomes so clearly defintd 
in the mind of the inventor as to be capable of being converted 
to reality and reduced to practice by the inventor or by one 
skilled in the art. 11 (Emphasis supplied.) Deller 1 s , supra , at 
p. 192. At the moment of conception, the invention is full 
blown as it were. 

Thereafter, unless the invention is abandoned by the 
inventor (conceiver), it is "reduced to practice" either 


1 


| 
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actually by the raaking of an operable device or a complete 
drawing or constructlvely by the filing of a patent application. 
Polleri , supra , at pp. 201-202,210. The reduction to practice, 
which completes the invention may be accomplished by the 
inventor himself o r by his agent . Pellens , supra , at p. 203. 

"To constitute a man an inventor, it is not 
necessary for him to have skill enough to 
embody his invention in a v/orking machine, 
or in a model, or even in a drawing. If 
a man furnishes all the ideas needed to 
produce the invention aimed at, he may 
avail himself of the mechanical skill 
of others, to practically embody or 
represent his contrivance, and stili 
be the sole inventor thereof." 

Deller 1 s , supra , at p. 187 . 

Nor will the suggestions or improvements of the 

inventor's agent in the reduction to practice defeat sole 

inventorship by the conceiver. In its classic statement of 

lav/ on this subject (Agawam Woolen Co. v. Jordan, 74 U.S. 583, 

7 

602 ( 1869 ) ), the Supreme Court stated that: 

"...v.'here a person has discovered a.n improved ' 
principle in a machine, manufacture, or 
composition of matter, and employs other 
persons to assist him in carrying out that 
principle, and they, in the course of ex- 
periments arising from that employment, 
male valuable discoveries ancillary to the 
plcn a.nd prcconceived design of the employer, 
such suggested improvements are in general 
to be regarded as the property of the party 
who discovered the original improved principle, 
o.nd may be embodied in his patent as a part 
of his invention." 
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In a. more recent case, Mlnerals Separatlon, Ltd. v. 
Hyde, 242 U.S. 261,270 (1961), the Supreme Court reasserted 
the Aga.wam doctrine against a somewhat different factual 
situation. 


"The claim that the patentees of the patent 
in suit are not the original discoverers 
of the process patented because an employee 
of theirs ho.ppened to make the analyses and 
observations which resulted immediately in 
the discovery, cannot be allowed. The 
record shows very clearly that the patent¬ 
ees planned the experiments in progress 
v/hen the discovery was made; that they 
directed the investigations day by day, 
and that they interpreted the results. 
Agawajn Company v. Jordan , 7 Wall. 583-603, 
rules this claim against the defendant." 


KRAMER WAS THE SOLE 
INVENTOR OF THE CLAIMED 
SUBJECT MATTER _ 

The fact that the patent in suit v/as issued in Kra.roer*s 
na.me as sole inventor "is, in itself, prima, facie proof of that 
fact. And the burden is upon him who makes an assertion contrary 
to the presumption to prove it" ( Pointer v. Six Wheel Corp. . 

177 F. 2d 153>157 (9th Cir. 1949) ). The same decision (Ibid) 
establishes the Standard of proof required to establish joint 
inventorship in the face of a sole inventor patent. The Standard 

4 

of proof required is "ciear and convincing proof" (Id. at 157, 

De110r 1 s, supra , at p. 182). The Court of Appeals for this 
Circuit has viewed the defense of lack of invention by the 
named inventor to be a technical one to be "regarded with 
disfavor b.v the Court. * Klein v. American Casti ng & Mfg. Corp ., 
87 F. 2d 291,294 (2nd Cir. 1937). 
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Although the trial testimony herein reveals some 
controversy between the witnesses (Kramer, Gonsalves and Dosso) 
as to the deto.ils of events which happened many years earlier, 
the main thrust of tne testimony as to the facts surrounding 
the inventive process is ciear. Kramer, even according to 
Gonsalves, conceived the new and useful objective of raaking 
a far chea.per hinge bracket for folding cots. The means for 
achieving this objective v;a.s conceived by Kramer to be savings 
in steel and plating costs. To this end Kramer conceived that 
the hinge bracket blanks should be "nested" in the full v/idth 

* i 

of the steel strip from vfhich they are stamped and that a 
lighter gauge of materia .1 could be used if reinforcing ribs 
were provided in the product. 

In its opinion, herein, (at p.3), this Court character- 
ized the "alleged invention" herein to be "nesting” of the 
bracket blanks, that is, matching (to a great extent) the top 
and bottom edges of successive blanks in the stamping strip. 
Having done so,. this Court (at p. 5 of its opinion) found 
specifically that Kramer requested that Gonsalves " nest 11 the 
blanks as v/ell as provide for reinforcing ribs and a lighter 
go.uge material. Thus, based on this Court's own findlngs as 
stated in its opinion, Kramer alone conceived wha.t the Court 
regende as the "alleged invention. " 

Having conceived the invention, Kramer employed Gonsalves 
as his agent to assist in its reduction to practice. In view 
of this Court's comments as to Kramer's credibility, the facts 
surrounding the reduction to practice will be reviewed on the 
basis of Gonsalves' testimony alone. Approaching the matter in 
this fashion, Gonsalves has testified, relative to Kramer's 
instructions to him, that they included: i ' 
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1 . direction to save material by "making the 
bracket out of the least a.mount of material" 
and to use "a thinner gauge" (Tr. 267,284); 

2 . direction to preserve the critical function 
of the bracket by selecting the right angle 
for the leg portions of the bracket (Tr. 

271,286); 

3. direction to "interlock" [nest] the blanks 
so "that it should not have any scrap" 

(Tr. 272); 

4. direction as to number and location of mounting 
holes (Tr. 275-276); 

5. direction as to size of holes (Tr. 280); 

6 . direction to provide the locking depressions 
in the bracket (Tr. 28l); 

7. suggestion that the product be altered to 
make it more possible to nest it (Tr. 284); 

8 . a request for reinforcing ribs (Tr. 285 ); and 

9. "much more" (Tr. 271). 

Ilaving been thus completely instructed as to Kramer's 
conception, Gonsalves was faced only with a routine design 
layout of the blank and strip and the resultant design of the 
make the bracket. As Gonsalves realized from Kraroer's 
mstructions , "the location of the hinging holes as compared 
to the saddle has to re.nain" (Tr. 286 - 287 ), the "bottom of 
the blank has to match the top of the blank" (Id.); and that, 
as a. logical resuit, 'the bottom end is the only part that 
could be changed to any degree" (Tr. 287 ). Such routine 
design considera.tions can hardly be equated to invention over 
Kromer's detailed instructions. No calculations were necessary 
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for Gonsalve's preliminary layout (Tr. 297). 

Moreover, Gonsalves testified as to Kramer's partic- 
ipation in these routine design efforts. He testified: 

1 . that "We might have sat dov;n together and said, 
'Let's see how we could do it'" (Tr. 269 ); 

2 . that it was customary to have such discussions 
• (Tr. 270); 

3 . that he specifically recalled there being such 
a discussion in this instance (Tr. 270); and 

4. that provision of the saddle in the product 
design was asked for by Kramer (Tr. 282-283). 


Gonsalves also testified that his resultant drawing 
was shown to Kiamer "for his approval as to the design of the 
part" (Tr. 266).' 

Thus, Gonsalves' own testimony with respect to his 
and Kramer' s. participat ion in the reduction to practice of 
the invention is on ali fours with the views of the Supreme 
Court as expressed in Aga.wam , supra , and Minerals, supra. 
Moreover, the presumption that Kramer was the sole inventor 
is enhanced by Gonsalves' inaction in the face of his knowledge 
of Kramer's claim to sole inventorship in his patent application. 
Frederick Iron & Steel Co. v. Sanford Riley St.oker Co. s 
287 F. 2d 495* 499 (4th Cir. 1923 ). Gonsalves has testified 
that had he known at the time that ht was manufacturing brackets 
with "patent pending" on them about the patent laws he would 
have taken some action with respect to Kramer's application 
(Tr. 310). But he also.testified that he had retained a patent 
attomey and knew something about the patent laws at that time 
(Tr. 314-315). 
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THIS COURT'S APPARENT 
CONCLUSION THAT KRAMER 
KNOVJINGLY LIED V7HEN HE 
CLAIMED TO BE THE SOLE 
INVENTOR IS UNVJARRANTED 

In view of the aforestated facts testified by 
Gonsalves, it is unreasonable and contrary to the evidence for 
this Court to conclude that Kramer "lied" or knowingly and 
falsely testified v/hen he claimed to be the sole inventor or 
creator of the patented hinge bracket blank. As has been shown 
on Gonsalves' testimony alone, Kra.mer is the sole inventor of 
what the Court has characterized as the "alleged invention" 
herein. And, even if this Court should stili reject Kramer's 
claim to sole inventorship, it can hardly fa.il to recognize that 
Kramer was, at the very least, a joint inventor in an important 
v.’ay. Without Kramer, the hinge bracket blank design would never 
have come into being at ali. Kramer's claim to sole inventorship 
is to a legal conclusion based upon diverse facts rather than 
a. sta.tement of a discrete objective fact. A statement by an 
affiant of what amounts-to no more than an erroneous conclusion 
of law will not sustain a. charge of perjury. Barr Rubber Producti 
Co. v. Sun Rubber Co. , 425 F. 2d 1114,1125 (2nd Cir. 1970). 

Moreover, Kra.mer, like any other patentee, is entitled 
to a reasonable belief in the validity of his own patent. 

Ko.pl an v. Helenhart Novelty Corp. , lS2 F. 2d 311,314 (2nd Cir. 
1950). This is true with respect to the often "hairy" issue of 
sole or joint inventorship as well as with respect to obviousness 
Delamere Co., Inc. v. Taylor-Bell Co., Iric. , l48 U.S.P.Q. 368,375 
(S.D.N.Y. 1966). Kramer's claim of sole inventorship is not so 
wholly devoid of substance as to constitute perjury or to justify 
an award of attorney's fees to defendant. 




THE COURT APPAREHTLY APPLIED 
THE VJRONG STANDARD OF PROOF 
IN DECIDING THE FRAUD CHARGE 


In a recent analogous case, Congoleum Industries, Inc. 
v, Armstrong Cork Co. , 339 F. Supp. IO36, 1060 (E.D.Pa. 1972), 
where a charge of fraud on the Patent Office vias founded upon 
an oath of inventorship, the court held that 

"Proof of fraud on the Patent Office must 
be ciear, unequivocal and convincing, 
and a mere prcponaerance of evidence vihich 
leaves the is sue in doubt is a v/holly insuf- 
ficient basis for a finding of fraud. 
Baldv/in-Lima-Hajnilton Corp. v. Tatnall Meas. 

Sys. Co., I69 F. Supp. 1 (E.D.Pa.1958), 
aff'd. 268 F,2d 395 (3d Cir.), cert. denied, 

361 U.S. 894, 80 S.Ct.190, 4 L.Ed.2d 151 
(1959)* Defendant has fallen far short of 
the exacting Standard for proof of fraud. 

We find no inerit in its position." 

The Court of Appeals for the Second Circuit has held 
likewise that a charge of perjury must be established by "ciear 
and convincing proof" Barr Rubber Products Co. v. Sun Rubber Co ., 
425 F.2d 1114,1120 (2nd Cir. 1970). This is "especially so when 
a finding that material evidence has been falsified permits the 
allowance of an adversary's attorney fees not otherwise recover- 
able." (Id. at 1120-1121). Moreover, the Court of Appeals vias 
able to "assume from the lovier court's silence that it applied 
[the] norma.1 'preponderance of the evidence' test." (Id. at 1120) 

4 

It is respectfully submitted that this Court, too, has 
erred in applying the "preponderance of the evidence" Standard 
of proof to its charge of perjury againct Kramer rather than 
the more stringent "ciear and convincing proof" Standard. 
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THE CHARGE OF PERJURY 
IS NOT ESTABLISHED EVEN 
BY THE "PRKPONDERANCE 11 TEST 

If thjs Court v;ill carefully consider the instructioris 
given by Kramer to Gonsalves, Kramer's pa.rticipation in the 
routine design activity of Gonsalves and Kramer's approval of • 
Gonsalves' resuit, ali established solely on the basis of 
Gonsalves’ testimony as set forth supra , it will find that 
Kramer's conclusory testimony that be was the sole inventor of 
the improved bracket blank is not inconsistent with Gonsalves' 
fact testimony. Rather, there is only a war of conclusions based 
upon substa.ntially the ssme material facts. Such an argument 
over a legal conclusion can hardly be the basis of a perjury 
charge. 

The only noteworthy fact on which the respective 
testimonies of Gonsalves and Kramer clash is the question of 
wha.t Kramer brought with him when he went to Gonsalves for 
a.ssistance in the reducbion to pra.ctice of the invention. 

Krsjner says it was made of paper or cardboord, and Gonsalves 
says it was made of metal. But this disputed fact is immaterial 
in view of Gonsalves' own testimony as to Kramer's participation 
in the reduction to practice. Moreover, remembering that 
defendant, not Kramer, had the burden of proof, ora.l testimony 

4 

alone as to long past events should not be accepted as conclusive 
( Deller's supra , at 197). 

Further although this Court, by the language of its 
opinion, has seemed disposed not to accord Krajner much credib- 
ility as a witness, it is respectfully submitted that Gonsalves' 
credibility is also rendered doubtful at best by his silent 


cooperation for years in stamping "patent pending" on the 
Kramer hinge brackets. When first asked about this (Tr. 221), 
he e^plained his apathy by stating that he had no knov:ledge of 
the patent laws at that time. Later, upon cross examination 
(Tr. 3-1^-315) and when confronted with one of his own patents, 
Gonsalves admitted that he had at tha,t time retained a patent 
attomey and had some knowledge of the patent, laws. 

THIS COURT SHOULD 
RECONSIDER ITS 
DECISION ON THE 
‘ INVENTION IS SUE 

In view of this Court'serroneous adjudication of the 
inventorship fraud issue herein and the severity of the penalty 
erroneously imposed upon Kramer, plaintiff, following the 
decision in the analogous Barr Rubber case, supra, at page 1119 


respectfully requests that the Court reconsider its decision 
that the claims in suit are invalid for want of invention. 
Plaintiff is concerned that the Court's finding of perjury as 
to inventorship may have disposed the Court not to consider 
at length the arguments as to § 103 validity advanced at length 
in plaintiff’s main post-tr.ia.1 brief. 

Specifically, plaintiff finds no indication in this 

1 

Court's opinion that the Court has considered such factors as 
the low level of skill prevailing in the art of making folding 
furniture parts, the commercial success of the invention, the 
slavish copying of the invention by defendant and the fact 
that the prior art asserted by defendant was all before the 
Patent Office. Plaintiff submits that, in the light of these 
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consideratioris, it was unobvious, hence inventive, to coinbine 

the nesting principle from the plow art with the hinge bracket 
art. 

CONCLUSION 

This Court's Opinion and Order herein should be amended 
and supplemented with respect to the findings of fact and con- 
clusions of law contained therein in accc iance with the specific 
requests for amended and supplemental findings and conclusions 
set forth in plaintiff's rcotion annexed hereto and in such other 
respects as to this Court seero proper in view of the arguments 
contained herein. 

This Court's decision should be reversed insofar as it: 

1. awards attorney's fees to defendant; 

2. holds that Kramer lied when he said he was the 
sole inventor; 

3* holds that Kramer was not the sole inventor; and 

4. holds the claims in suit to be invalid and unen- 
forceable. 


March 22, 1974 


Respectfully submitted. 


'[ii I L i vi 1/7. 

HARVJ2Y BUMGARENER, Jr/ 
Attorney-^for Plaijntiff / 
1230 Sixth Avenue 
New York, New York 10020 


Of Counsel: 

STEVEN H. BAZERMAN 
Arthur, Dry & Kalish 
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THE MAGIS^RATE: This will be off the 

3 record. 

(Discussion off the record.) 

S PETER L . BERGER, 

® 370 Lexington Avenue, 

7 New York, N. Y., appearing as a witness, being first 

8 duly sworn, testified as follows: 

THE MAGISTRATE: Let me suggest, Mr. Berger, 

0 that since you are appearing here both as counsel and 

1 as a witness, that you just teli us in narrative 

2 fashion what the legal expenses were as to which 
2 Judge Duffy, in his opinion December 20, 1973, 

4 authorized payment of attorney's fees under the 

5 provisions of 35 U.S.C. 285. 

MR. BERGER: Okay. 

7 DIRECT EXAMINATION 

8 THE WITNESS: The Client, G. & A. Machine 

9 Works, or Mr. Adler, who is its president, came to 
M me from prior counsel, a Mr. Lilling of Lilling & 

21 Segal in 1970, prior counsel in this case, and he is 

22 a man who was born and raised most of his life in a 

23 foreign country; he is a man for whom English was not 

24 the easiest thing in the world in terms of communi- 

25 cating. 
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He and I discussed the matter of this 

3 case and my taking over the action, and what ve 

4 a 9 reed to at that time was that Mr. Adler would give 

5 me a retainer of a thousand dollars and he would 

6 cover ali out-of-pocket expenses? I would retain 

7 time records Trom then on until the commencement of 

8 the action well, rather, the termination, when- 
8 ever that would be. 

10 The agreement was that. I would maintain a 

11 billing rate during this interim period. if 

12 unsuccessful I was going to bili him, if I was 

• 

12 'nsuccessful, losing the case, I was going to bili 

14 him at $25 an hour. If successful at the termina- 

15 tion of the litigation, at the termination of the 
^^ a l* 1 was to bili him at what would have been 

17 a reasonable rate at that time. 

18 So » during the time from 1973 to 1973 — 

19 THE MAGISTRATE: You don*t mean that, do 

20 you? 

21 THE WITNESS: I do. 

22 THE MAGISTRATE: You said 1973 to 1973. 

23 THE WITNESS: I'm sorry, from 1970 to 

24 1973 from time to time as expenses would come up I 

2 s would contact Mr. Adler and say the Court Reporter was 
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2 such and such, and this is the way this thing 

3 proceeded until the termination of the trial. 

Until July 9, 1973 I went through my 

5 records, and although we had no rendering of an 

6 opinion, I felt quite ciear that the patent was at 

7 least obviously invalid, and so I rendered Mr. 

3 Adler a bili on July 9 , 1973, at which time I billed 

8 him at the reasonable rate of $75 an hour for 

10 non-tnal time, a $100 an hour for trial time; and 

11 then that bili was submitted then in 1973; and then 

12 I billed him twice again at the termination of my 

13 trial work. 

14 1 have ^iven copies to your Honor; let me 

15 see if 1 have the other copy. 

18 And there was one , July 9th, and there were 

17'a couple more that were billed. 

18 THE MAGISTRATE: December 10 and April 2nd? 

19 THE WITNESSs Yes, December 10, which was 

20 the briefing work, and then after the decision was 

21 rendered, after Mr. Bumgardner became aware of it, 

22 there was a filing of a Rule 52B motion by plaintiff 

23 in the matter, and so I billed him in April of 1974 

24 for the work done frora the December bili to the April 


25 bili. 
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2 

3 

4 

5 

6 

7 

8 

9 

10 
11 
12 

13 

14 

15 

16 

17 

18 
19 


THE MAGISTRATE: Did the rates stay the 

same? 

THE WITNESS: Yes , the rates were the 

same. Trial time was $100 an hour; non-trial time 
was $75. 


* * * 


20 

21 

22 

23 

24 


25 
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2 

3 

4 

5 

6 

7 

8 
9 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 * * * 

20 
21 

22 THE MAGISTRATE: Let me suggest, with 

23 respect to the legal fees, you have explained how 

24 you calculated your parti-hourly rates; you have: 

25 explained your quasi contingent billing depending 
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on results. 

THE WITNESS: Yes. 

THE MAGISTRATE: Now you say you submitted 
three bilis to your client which itemized Services 
rendered and the dates on which they were rendered. 

Let me suggest to you that you mark those 
in evidence and show them to your adversary. 

Show them to your adversary first, and then 
mark them in evidence. 

THE WITNESS: Your Honor, I provided my 
adversary with copies of these some three weeks ago 
in advance of this hearing. 

THE MAGISTRATE: Check your dates on them. 

July 9th, 1973? 

THE WITNESS: Yes; and December 10, 1973 


17 and April 2nd, 1974. 

18 THE MAGISTRATE: We will mark those as 

» Defendant'3 Exhibita 1, 2 and 3 In chronologlcal 
2 o order, starting with the earliest. 


21 (Marked Defendant's Exhibits 1, 2 and 3 in 

22 Evidence. ( 


23 


24 

25 record. 


(Discussion off the record.) 

THE MAGISTRATE! Let us get back on the 
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with respect to those three bili., vhich 
are Exhibits 1 , 2 and 3, were these bilis prepared 
from your office time recorda? 

THE WITNESS: Yes, your Honor. 

THE MAGISTRATE: And are your office time 
recorda hept in the reguler courae of your profeaaion? 
THE WITNESS: Y es . 

THE MAGISTRATE: And do you avear to the 
truth and accuracy of the three exhibita? 

THF WITNESS: Yes, your Honor. 

THE MAGISTRATE: AU right, let me suggeat, 

then, that any further testimony concerning the con¬ 
tenta ia probably unneceaaary , and croaa-examination 
will be appropriate. 

MR. BUMGARDNER: All right. 

CROSS-EXAMINATION - 
BY MR. BUMGARDNERs 

0 Now, Mr. Berger, you have testified to 
certain diaburaementa here in your direct teatimony. 

What is your recollection aa to 'J,e uae of 


“the Kramer deposition or depositione at trial? 

A I recall portione of one and perhaps both- 

J *vhen I aay one and perhaps both, there were disburse- 
25 

■nente for only tvo transcripta prepared, those being 
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2 for $148.50 and $119.90. 

2 Q Is it your recollection that both transcripts 

4 were used at the trial or only one of thera? 

2 AI don't know. The record will have to 

6 indicate that. I know at least one, perhaps two, 

7 I'm not sure. 

8 Q I just thought if your recollection and 

® mine was the same I would not have to resort to the 
10 record. 

1* Now, I am correct in understanding, am I 

12 not, that you had a contingent fee arrangement with 

13 Mr. Adler? 

14 A Yes. 

15 THE MAGISTRATE: I think you could call it 
18 a quasi contingency, because he was going to get at 

17 least $25 an hour even if he lost. 

18 MR. BUMGARDNER: I don't know whether it 

19 is apparent, your Honor, that he was going to get 

20 $25 an hour. He was going to bili it, at least. 

21 That was his testimony. 

22 THE WITNESS: No, I was going to get it. 

23 BY MR. BUMGARDNER: 

24 Q Were you actually paid a retainer of $1,000? 

25 A Yes — I don't know if it was in one lump 
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2 sum or if it was over a period of time, franjtly. 

3 0 But you «ere paid $1,000 by Mr. Adler? 

4 A That is my recollection. 

5 Q You say that is your recollection? 

6 A Yes. 

7 Q Is there any doubt in your mind? 

8 Ai have not checked to make sure that I got 

9 $1,000 over the first couple of years. i, frankly, 

10 don't recall how inuch we got initially when we first 

11 met; it may be a few hundred dollars, and over a 

12 period of time, every so often, I would get a couple 

13 of hundred dollars more. 

14 ° But he P aid y° u i" installments, essentially, 

15 is that correct? 

16 A Yes. 

17 Q Now ' did you bili Mr. Adler for the dis- 

16 bursements other than as they appear on the bilis 

19 marked Defendant's Exhibits 1, 2 and 3? 

20 A No. I would call him and say we have a 

2 l billi„g for $148,50, whatever it might be, and then 

21 he sent a check to cover the disbursement I would 

23 have to lay out. 

24 Q How about that $40? Has Mr. Lilling been 

25 Paid for that, according to 


your understanding? 
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A Yes, Mr. Lilling indicated that ali his 
bilis were paid, to his recollection, so I would 
presume that that $40 bili was included. 

Q Is it your understanding from Mr. Lilling 

that he was paid $550 for Services too? 

A Yes. 

Q Now, did Mr. Adler reimburse you for your 
outlay of $148.50 for a Court Reporter? 

A Yes. 


Q And did he similarly reimburse you for your 


outlay of $119.90? 


A Yes. 

Q Has he yet reimbursed you for the cost of 
the trial transcript, $518? 

A Yes. 

Q When did he do that, Mr. Berger? This 
year? Last year? 

A The cost of the transcript? 

) 

Q I am talking about the trial transcript 

now. 


A Last year — well, it was sa^rtly after 
the bili was rendered — initially we had to pay 
half, i think, to get the transcript typed. At that 

time I got he forwarded some money to cover that. 


25 
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2 and then at the time — no, we had to pay the 

3 transcri.pt cost before the transcript «as made, in 

4 fact, so my recollection is that I got that money 

» before I disbursed it or around the time I disbursed 
9 it to the Court Reporter. 

7 Q Now, aside from this initial $1,000 and 

' the disbur8e n»ents has Mr. Adler paid you anything? 

9 A NO. 

10 Q DO you expect Mr. Adler to pay you anything? 

A w«H, yes. Mr. Adler is responsible for 

12 his bilis, yes. 

13 What is your understanding, Mr. Berger, 

14 assumi "9 his Honor here avards you less than the 

15 full amount of this bili as attorney-s fees, is it 

16 your understanding that Mr. Adler is going to pay the 

1 ? balance of these bilis which you have rendered to 

18 him? 

19 Ai would expect he should, yes. 

20 Q Or are you supposed to be content vith 

21 what you would have been awarded as a reasonable 

22 attorney fee? 

23 Ai will ask Mr. Adler to pay the balance 

24 of the reasonable attorney's fee that have been 

25 billed here. 
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0 Suppose, for example, his Honor should award 

3 you °nly $ 10,000 as a reasonable attorney'® fee, do you 

4 actually have an expectation of being able to collect 

5 $23,347.85 from Mr. Adler? 

6 A i would try my best. I certainly would. 

You know, i can't guarantee that if the 

8 judgment were entered on my behalf against my client, 

9 that the Client would have assets sufficient to cover 

10 it; I can't guarantee that, but I would expect to be 

11 paid for the full amount of those bilis as rendered. 

12 Q Is not a P art of your understanding with 

13 Mr. Adler that you are supposed to collect your 

14 attorney's fee out of Mr. Kramer? 

15 A No you mean would you rephrase that? 

18 Q 1 wil1 rephrase it: Is it not a part of 

17 your understanding with Mr. Adler that you are supposed 

18 to be content and paid in full by reason of whatever 

19 sum you collect as an attorney‘s fee from Mr. Kramer? 

20 A No. 

21 Q Do you have wifc h you any correspondence 

22 reflecting this quasi contingent fee arrangement? 

23 A No. 

u I could supply the Court with an affidavit, 

u I would expect, from the Client on this matter, but 
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Mr. Adler is not a man with whom I correspend at any 
great length, becaure he is a man who speaks, and he 

is not a man who responds or relates to writing _ 

Q Well, let me rephrase my question: 

0 

Is that correspondence or copies of corres- 

* 

pondence — 


A No, not relating — 


MR. BUMGARDNER: Let me finish my question. 


10 Mr. Berger. 


Q — on the subject of this quasi contingent 


12 fee arrangement? 


A no. 


14 ® Now, you said that if successful your under¬ 

is standing was that you were going to charge Mr. Adler 
16 a reasonable hourly rate; is that correct? 


A Yes. 


18 0 And those rates, I believe you stated, were 

19 $75 per hour for non-trial time and $100 per hour for 
20 actual trial time; is that correct,? 

21 A Yes. " 

22 Q How did you determine that those were 

23reasonable rates? 

24 A By speaking with other members of the Bar, 

25the Patent Bar, in the City of New YOrk; discussing 
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2 with them billing rates in this area; being avare of 

3 my own billing rates as well, and taking into account 

4 the fact that there was a quasi contingency arrange- 

5 ment here. 

6 It is my understanding that the rates set 

7 forth in these bilis are, in fact, reasonable. 

8 It is also my understanding that my con- 

9 ventional billing rates are slightly under the average 

10 billing rates in the City of New York. 

U Additionally as well, in looking into the 

12 issue more deeply, there are several reported cases, 

13 or, at i^apt one reported case that I am aware of in 

14 Delaware, the Chrome-Alloy case, in which the Court 

15 stated as of 1972 that reasonable rates for New York 

16 counsel was $75 an hour, and that was two years ago, 

17 and that $75 an hour I believe was up from the prior 

18 Y e ®r's rate of $60 or $65 an hour that the Court had 

. 

19 allowed. 

20 So, in my opinion the rate of $75 an hour 

2 1 for non-trial time is reasonable. 

22 Q Did I understand you to say that the $75 

23 an hour rate was founded, at least in part, on the 

24 fact that this was a contingant arrangement? 

25 A Quasi, yes. 
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0 In other words, am I correct in under~ 

3 atanding that the $75 an hour may be a little on the 

4 high side because if you are unsuccessful you wete 

$ only going to charge $25 an hour? is that correct 

6 reasoning? 

7 Ai would not agree with the way you stated 

8 it. I would say the $75 an hour rate is higher than 

9 my conventional hourly rate because of the contingency 

10 arrangement. 

^ THE MAGISTRATE: What he is trying to ask 

12 you, if there had been no contingency arrangement, if 

13 you had a solvent Client whom you knew could pay, and 

14 if you were setting your rate without regard to win or 

15 lose, what would you have charged an hour? 

18 THE WITNESS: $60 an hour for non-trial 

17 time and $80 for trial time. 

18 BY MR. BUMGARDNER: 

19 Q Now Mr. Berger, what were your ccnventional 

20 billing rates? 

21 A As I just stated them. 

22 0 for how long had those been your billing 

2 g rates? 

24 A The rate of $60 an hour has been in effect 

25 since approximately the beginning of 1973; late 1972 




1 


slr 


Berger - cross 


2 

3 

4 

5 
4 
1 
8 
8 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 
21 
22 

23 

24 

25 


or around that time. 
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Q How about the $80 an hour charge? 

A That has correspondingly been carried. 

Q What was your billing rate before the end 
of 1972 or the early part of 1973? 

A It would have been $50 an hour, and Court 
time would have been $65 an hour, and that would go 
back to about 1971, the beginning of 1971 or so. 

Q Prior to the beginning of 1971 what was 
your billing rate? In 1970, for example? 

A In 1970 and 1969 the billing rate was $40 
an hour, and I don't believe I had a separate hourly 
rate for trial time at that time. 

THE MAGISTRATE: I don't think that would 
matter too much here because there is no trial time 
involved in 1970, is there? 

THE WITNESS: No, there is no trial time. 

BY MR. BUMGARDNER: 

Q When were you admitted to the Bar? 

A 1966. 

Q Did you at one time work at Bell Labora¬ 
tories? 

A I did. 

0 What period of time did you work at Bell 
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2 Laboratories? 

3 A From 1966 to 1968. 

‘ 0 Mhat transpired in 1966? Did you ,o i„to 

5 practice for yourself? 

6 * No, X joined a Xaw firm i„ Bridgeport. 

7 Connecticut. the fi™ of M attern. Ware # JH 

8 Main Street, if i recall. 

’ 0 How long did you work for Mattern> Mare s 

10 Davis? 

>1 A Less than half a year> after which r j<jin6 

12 a fi„ anoial consultant as a part of a team he was 

■3 — --etandaoguisitionputposes.i 

14 1 was the patent oounse! to that te», and the 
" financiai consultant was Richard E, Heyers Associata 

16 0 For what period of time were you associated 

17 with Richard E. Meyer Associates? 

16 A From late — from April of 1969 through 

lg towards the fall of 1969. 


20 0 

21 A 

22 0 

23 A 

24 Q 

25 Exhibits 


Now in the autumn of 1969 — 

Then i conunenced my ovn practice. 

— you conunenced your ovm practice? 

Yes. 

And these bilis which are marked Defendant's 
1 ' 2 and 3 re l»te to Services rendered to 
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Mr. Adler durin, this period of time when you were 
in practice, is that correct? 

* A Yes. 

5 0 This practice began in the autumn of 1969, 

6 

is that correct? 

7 A Yes. 

* 0 How man y P ate "t infringement cases have you 

2 tried, Mr. Berger? 


A This was the first. 

U 0 S °' in other «°rds, when ve talk about your 

12 trial time billing rate, there is no real precedent 

^° r is the first time you have actually 

“ Char9ed anybod '' or attempted to charge anybody for 
tr i a i time; is that correct? 

16 

A No, I have been involved on environmental 
matter. as well in the State Court of New Jersey, and 

18 I attended trial, prepared and attended trial, 

19 questioning witnesses and what-not in New Jersey. 

* Q This was not a patent infringement trial? 

21 A N °/ not a patent trial. 

22 Q When was that trial, Mr. Berger? 

A There were a series of hearings from 1971 
24 through to - they are ongoing. The most recent ones 
25were approximately about six months 


a 9o, and thare are 
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Berger - cross 
a series of courtroom appearances at which officiale 

of the New Jersey Turnpike were witneeeee on v.rloue 
matters. 


Q Wliat do you charge your client for your 
time spent at those hearings? 

A That was a citirens' qroup, and it was 

charged at $25 an hour, and, frankly, it was pro bono 
work. 


Q When you say "frankly, it was pro bono 
work," do you mean to say that even though you charged 
$25 an hour, you were not paid? 

A The citizens long ago ran out of funds on 
the matter, and I continued to work on the matter, 
and I am continuing at present too. 

Q So this is your only other trial experience 


17 aside from this case, is that correct? 

18 A of actually conducting the trial, yes. I 

19 was involved in a matter for a Client in Missouri 

20 which was settled on the day of trial. 


21 Q I just want to know about actual trial. 

22 A Yes. 

23 Q So, in other words, the only other trial 

24 experience besides this case that you have, you ac- 

25 tually did not get paid anything for, is that correct? 
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2 A Substantially not. 

3 Q In this case you want to be paid by Mr. 

4 Kramer $100 an hour, is that correct? 

3 A That is correct. 

6 I also, Mr. Bumgardner -- 

7 Q I am examining, Mr. Berger. Let me finish, 

8 if I may. You can redirect yourself. 


9 Do you know what hourly rate Mr. Lilling 

,0 was charging for his Services? 

1 A No, I don't. 


2 Q Now, during the course of your representation 

3 of Mr. Adier in connection with this case, did that 

4 representation cause you to have to reject any other 

5 eraployment as an attorney due to a conflict of interest 

6 °* any such thing? 

7 A No. 


18 0 All right. Now, this was an ordinary patent 

19 infringement case, was it not, as it was brought by 

20 Mr. Kramer, at least? 


21 AI would object to the characterization. 

22 Yes, patent infringement was the allegation 
20 by Mr. Kramer. This was far from the ordinary case, 

24 and, certainly, in view of the results that occurred 


25 


here. 
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THE MAGISTRATE: Judge Duffy has already 

3 found it was an exceptional case. 

* THE WITNESS: it was a once in a liretime 

5 situation. 

6 BY hrt. BUMGARDNER; 

^ ® Lsfc me rephrase rny guestion* 

® This case, as alleged at least by the 

9 complainant, invoived the usuai patent infrlngement 

10 is sues, did it not? 

11 A That is correct. 

12 Q And the def endants were charged with having 

13 infringed Mr. Xramer-s patent in suit, is that correct? 

14 A That is correct. 

15 0 And shortlv after the suit was brought, is 

16 it not a fact, as shown by the record, that Mr. Adler 

17 ceased making the accused device or part? 

18 A That is correct. 

19 0 So is Lt true th «t you and I had certain 

20 settlement discussions on the eve of trial and in the 

2 1 courtroom? 

22 A That is correct. 

23 Q And was one of the subjects that we discussed 

<• the amount of Potential damages that might accrue in 
25 this case? 
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A To the defendant, that is correct. 

Q Now, we did not, in fact, settle the case, 
is that correct? 

A Very much ao. 

Q Do you recall what amount of damages we 
discussed as possibly accruing to the plaintiff if 
he were successful in the case? 

A I think it was less than $1,000. 

0 So, at least based on the plaintiffs case, 
if the plaintiff were to succeed in this case, he 
would from your Client in ali probability have coi- 
lected something under $1,000 in damages? 

A Correct. 

Q Mr. Berger, you testified that you have, 
aside from this case, only this trial experience which 
involved these hearings; is that correct? 

A Yes. 

Q Have you, however, in the course of your 
practice, had occasion to frame answers in patent 
infringement suits other than in this case? 

A Yes. 

Q How many times have you done that? 

A Three times. 

Q And iv the course of your practice -- 
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A 

yes. 


Berger - cross 
Excuse me, to frame answers, three times, 


Q Well, let's ask the next question: 

How many times have you framed complaints 
in patent infringement actions aside from what you did 
in this case? 

A Twice. 

Q Now, have you had occasion to see answers 
in other cases aside from these five or six that you 
have mentioned, aside from this one, in patent in— 
fringement cases? 

A Not as a regular course, but, you know, in 
passing from time to time there might have been. 

Q On those occasions when you framed answers 
in patent infringement cases — and I believe you said 
that was three or four times aside from this case — 
did those answers contain the allegation that the 
plaintiff or the patentee was not the first and sole 
inventor in the subject matter of the* patent and suit? 

THE MAGISTRATE: i didn't hear your 

question. 

Will the Reporter please read it. 

Q (Question read as above recorded.) 

That answer of the patentee not being first 
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and sole is s reasonable conventional typ» of answer 
included in my experience in answers to pat.nt in- 
fringement complaints. 

In this matter, though, there was a different 
instance, a different factual matter. 


Q Well» it is a fact, Mr. Berger, as you stated 
that it is conventional for a defendant in a patent 
infringement suit to allege either non-inventorship 
or lack of sole invention or lack of first invention, 
or defenses to that effect; is that correct? 

THE MAGISTRATE: Is that the equivalent of 

patent invalidity? 

MR. BUMGARDNER: That is one form or one 

possibility, your Honor. Patents can be invalid for 


16 a wide variety of reasons. 


THE MAGISTRATE! This would stili be another 

18 reason? 

“ MR ' b “MSARDNER! That would be another one, 

20 or complete anticipation would be one, or faiiure to 

21 properly disclose a claim of invention as provided 

22 by section 112, or fili„ g f lrst abroad without a 

23 license to do so. 

24 THE MAGISTRATE: I understand. 
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BY MR. BUMGARDNER: 

Q I wo Uld like to call your attention to 
Exhibit 1, Mr. Berger: 


Do you have it in front of you? 


27 


8 A I do. 

Q And now, the first item indicates May 1970. 

8 It says: -Conferentes vith B. UlUng of Lilling ( 

9 Segal, re: Taking over above lavsuit." 

How many conferences did you have with Mr. 

11 Lilling in May of 1970? 

12 A TW ° ° r three * My recollection is two or 

13 three. 

M ° A " d What was the du «tion of each of those 

IS conferences? Kere they ahort conferences or were they 
IS long conferences? 


17 A t would estimate the two of them took about 

18 three hours; the two took about three hours, discussi, 
.9 the background of the case, the status of it, the cli, 

Q Now, let me ask a question: You testified, 
91 I beiieve, that you searched your hourly records 
22 presumably in Ju iy of iast year, is that correct? 


20 


23 A Yes. 

24 Q And having done so you corapiled this bili, 

25^8 that correct? 
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2 A Yes. 

2 Q Now, was that based on estimates of time 

* that you spent, or did you actually have records that 
2 showed what time you spent? 

® A Through December of 1970 I was only able to 

2 estimate the number of hours from correspondence, 

8 recollection and papers filed with the Court. 

8 I was able to find a copy or find my time 

10 records from, I think it was, December 1970 on. I 

11 have those time records, but the actual time records 

12 for 1970 and the actual time billed to Mr. Adler, or 

13 my best recollection of the time I spent in preparing 

14 the papers as indicated, the discussions with the 

15 various potential witnesses and other matters 

i 

18 specifically stated in the monthly bilis for 1970. ' 

17 Q Now, in other words, referring to the 1970 

18 time here — 

19 A Only 1970 time. 

20 Q — which appears on the first and second 

21 pages of Exhibit 1, under the column “Remarks", the 

22 textual material which appears there is based on 

23 your recollection and papers which you have in hand; 

24 is that correct? 

25 A Yes. 
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* You will note, for instance, that each of 

3 those items indicated are either directly found or 

4 related to official papers that are in the pleadings 

5 in this case, or are incidental to initially taking 

6 over the matter such as discussions with the prior 

7 attorney and discussions with the Client, and the 

8 discussions with the potential witnesses whom the 
3 Client and I discussed. 

Q In other words, referring to Page 2 of 
^ Exhibit 1, that 79 hours which appears there is merely 

12 an estimate or a total of the estimates of your recol- 

13 lection of the things that you did in 1970; is that 

14 correct? 

15 A Correct. 

1® , I believe I have my time records beginning 

17 December 1970, and I frankly don't have time records 

18 from the time I started out in practice, but I wasn't 

19 able to find those prior to that point. 

20 Q In other words, am I correct in assuming 

21 that your participation in the events under "Remarks" 

22 in May of 1970 may have occupied either more or less 

23 of your t.ime than ten hours? 

24 A Correct. 

25 Q Could it have occupied as little as five hours 
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2 of your time? 

3 A i can either answer that yes or no. The 

4 hours that I indicated on the ri^ht are my best es- 

5 timate and recollection of the time that I spent. 

6 Q Well, in order that we not have to labor 

7 through each of the list of months of 1970. however, 

8 calling your attention to the top of Page 2 where * 

9 the 79 hour figure appears. all of those events which 

10 total up to 79 hours could have taken more than 79 

11 hours; is that correct? 

12 A That is possible. 

13 Q And the y could have taken less than 79 hours? 

14 A That is also possible. 

15 0 Now ' starting in 1971. January, I see you 

18 are reviewing files, miscellaneous correspondence and 

17 communication with Client. 2.75 hours. 

18 Was that taken from an actual time record? 

19 A Yes. 

20 Q Do you have those records with you? 

21 A No. 

22 Q Did you not testify a little earlier in 

23 this heanng that there was no correspondence to 

24 s P ea k of between you and Mr. Adler? 

a A There was — I did not say there was none. 
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2 I said that Mr. Adler is not a man with whom I would 

3 have a lot of correspondence, but frora time to time 

4 I would correspond with Mr. Adler, perhaps based upon 

5 a pre-trial hearing at the Southern District, or 

e perhaps to explain something that I might explain on 

7 the telephone. 

8 There was also correspondence with Mr. Stoll, 
8 the prior attorney for plaintiff i n this matter. 

* You know — 

11 Q Wel1 ' let me ask yo» this: This statement 

12 here refers f miscellaneous correspondence and com- 

13 munication with Client. 

14 What corr espondence was that, miscellaneous 

15 correspondence, do you know? 

16 A 1 can checJc ‘ I have a correspondence file 

17 here and I can refer to that, okay? 

18 Q Yes, if you would. 

19 Ai see a letter of January 15, 1971 te Mr. 

20 Adler. 

21 Q Do Y° u see any more in January 1971? 

22 A January 28, 1971 to Mr. Stoll. 

23 Q Let us talk about correspondence for the 

24 Client now — 

25 THE HISTRA». i am not sure, with the 
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way that is worded, that it refers to correspondence 

with client. It reads: "Miscellaneous correspondence 

and communication with the client." 

That could be separate and overlapping. 

Q So you find two letters, one to your client 
and ont. to Mr. Stoll in January. 


A Yes. 

Q How long are those letters? 

A ' The one to Mr. Adler is one page; the one 
to Mr. Stoll is one paragraph. 

Q What files were you reviewing in January of 

1971? 

A The files in this matter. 

Q Do you recall the purpose for which you 
reviewed the file at that time? 

A For one, there was a pre-trial conference 
that was held during the week of January 15, 1971; 
and also there was an intended deposition of Adler 
on January 28th, 1971, and then that was delayed at 
the last moment. 

Q Referring to the February 1971 entry here, 
which totais 12 hours, who is Mr. Pcsnack? 

A That is Mr. Emanuel Posnack. He is a 
rather senior patent attorney, and from to time as 
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2 J J 

this matter proceeded I would discuss the status of 
the case with other practitioners, some of whom — 

I should say Mr. Posnack among thera — who offered 
to me his opinion on the matter and whatever questions 

0 

I might raise with him. 

7 

0 In other words, Mr. Posnack was a senior 


8 
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patent practitioner frcm whom you sought guidance? 

A Correct. 

Q Professional guidance at that time; is that 
correct? 

A Yes. 

Q Kow much of these 12 hours did you spend 
conferring with Mr. Posnack? 

A I would have to review my detailed time 
records on each of the items indicated. 

Q I see this refers to conferences with Mr. 


18 Posnack. 

19 Would I be correct in assuming that in 

20 February 1971 there was more than one conference with 

21 Mr. Posnack? 

A I believe so. Mr. Posnack -- I shared space 

23 with Mr. Posnack, and from «-ime to time, certainly 

24 during that period, I had occasion to discuss this 

25 matter with hira. 
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° Did Mr. Posnack ever bin y ou for thfi „ 


conferences? 


, ° In ° ther WOrds ’ he <»ave freely of his timr 

to guide you, is that correct? 

7 A Yes. 

0 » 0.1 call your attentior, to the top of 

10 93 which relates presumably, to May of 1971 where 

10 it says. "Conducting farther technical research in 
“ technical library for prior art publications.• 

ia Did you spend seven and a half hours doing 

that during that month? 

* Ves. There is a technical library on 44th 

15 or 45th Street, 1 don't recall which, which has 

16 extensive publications in this area, i„ the area of 

17 machine work Parts, and I spent — 

Q Did you find any such prior art during the 

19 course of your search? 

20 A Yes. 

1 believe 1 <*iscovered prior art publications 
22 that I did not subsequently retain. 

23 Mr. Adler on his own sought to find publi- 

«cations and to make them available to n.e for this 

“matter, and the publications i found «ere not a. 
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pertinent, nor more pertinent than those that Mr. 

Adler on his own was attemptin, to flnd for m. .. 
well. 

0 An I correct in stating that you didn't 

find anything that was actually introduced in evidence 
at the trial? 

A Correct, certainly. 

o NOW, in the course of your practice.Mr. 
Berger, do you have occasion to draft and file patent 

11 applications for cllents? 

12 A V 

A Yes. 

0 And as a prelude to drafting and filing 

14 Of patent applications, do you either your.elf or 

15 have someone else make novelty searches? 

“ A Yes. 

0 Do you sometimes employ searchers for that 
18 activity? • - 

^ A Yes. 

Q They usually perform their Services in the 

” Patent ° ffice Search sect i°n which is now i„ Virginia, 

22 is that correct? 

23 A Yes. 

24 Q And have any of your searchers ever charged 

“you $75 an hour for such Services? 
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A No. 

Q What do they usually charge? 

A I am not provided with an hourly rate. 

I am billed approximately $50 for the search plus 
disbursements. That is the minimal charge, $50. 
However long it takes the searchers, I am not aware 


8 of. 

9 Q Have you ever watched the searchers or some 

10 of them at work in the patent office search room? 

11 A Yes. 

12 

0 Have you ever searched there yourself? 

13 

A i used to work in the patent office, and 

14 after leaving and commencing my own practice from ^ 

15 time to time I would also conduct my own searches 

16 at the patent office. 

17 Q When you got billed, say, $50 for a search, 

18 in many instances the searcher isn*t making more than 

19 $10 an your at the outside; is that not a fact? 

A I think the firm I use, I think they are 

21 far in excess of $10 an hour. They do not employ, 

22 as a general rule, you know, law students, but for 

23 people with quite a number of years doing searching - 

24 and these people are very, very efficient, and they 
23 can accomplish a lot of searching and cover a lot of 
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J ground a lot more quickly than a non-experienced 

3 searcher can. 

4 Q Well, the searchers' fees are nowheres 

5 near $75 an hour? 

8 A Well, I frankly don't know what they charge 

7 on an hourly basis, and I frankly don't know whether 

8 550 covers a half hour or three hours. i really 

9 don-t know. If the search becomes more complex, I 

10 am advised as to what the approximate amount will 

11 be, although I am not advised as to what the hourly 

12 rate is. 

13 0 1 notlce in June, Mr. Berger, that there 

14 was a continuing search for prior art. 

15 A Yes. 

18 0 T hat is correct, isn't it? 

1? A Correct. 

18 Q How much of that 18.75 hours was a 

19 continuing search? 

» AI would have to review my time recorda. 

11 In my continuing search for prior art I believe that 
a covered not only returning to the library but also 
23 discussion with the Client pieces that had been 
2 « conventional in the art relating to the concept of 
2 } nesting, which was one of the concepts whlch was 
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proposed as being patentable. 

And so my search was the record to that 
concept as weU as hinge brackets. So as to my 
recollection on the prior art, it was always looking 
to actual samples of nesting pieces — 

Q My question, Mr. Berger — x hate to in- 

terrupt you, but I would like to get an answer to 

the question I asked - how much of this le.75 hour. 
approximately relates to a continuin, search? About 
half of it? Might it have been more than half? 

A I would say probably anywhere from four to 
nine hours. 

MR. BUMGARDNER: All right. 

THE MAGISTRATE: Unless you are about to 


1 , conclude your cross-examination I think we will take 
17 a brief recess. 


M MR. BUMGARDNER: All right, that will give 

“ no an opportunity to see, your Honor, what else I 
20 want to put in. 

M THE MAGISTRATE: off the record. 

n (There is a discussion off the record.) 

23 (Recess.) ' 

24 (After the recess.) 
mr. BUMGARDNER: May I have 
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the last question 
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and answer read, please? 

(Last question and answer read as previously 
recorded.) 

BY MR. BUMGARDNER: 

Q I call your attenti>n to Page 4 of Exhibit 
1' Mr ‘ Berger, who is H. E. Rubins? 


A Mr. Rubins is of the firm of Rubins 4 Berger, 

9 he is a senior patent practitioner of some forty years 

10 standing at the Bar, who from time to time would review 
this matter with me; and when he did we retained 

12 records of the time he spent. He is different from 
the situation of Mr. Posnack who provided guidance 

14 in a friendly sense. Mr. Rubins and I have a relation- 

15 ship, so when we consuit and as.xst each other we 
retain time records. 

17 Q You se Parately stated his time as an itera 

18 under May 1972, is that correct? 

19 A Yes. 

20 

0 And he ®P ent five and a half of these hours 

21 confernng with you, and you spent five and a half 


22 of these hours conferring with hira? 

23 A That is correct. 

24 Q What was the purpose of this review or 

25 


conference? 
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A Well — 

3 

Q Were you seeking his guidance as to bow 

4 to conduct the litigation? 

A I think we were discussing — it is my 
recollection it is one of the first meetings we had, 

7 if not the first meeting we had on this. Mr. Rubins 

8 has been away from November of 1971 until May of 1972, 
8 and we discussed what had happened and what was 

probably going to happen, and basically the status'' 

11 of the case, issues that were involved essentially 

12 relating to the false inventorship issue, which is 

13 my recollection of what we were spending a lot of 

14 time on. 

15 * Was your purpose in conferring with Mr. 

16 Rubins to seek his guidance in the conduct of the 

17 litigation? 

18 A Not so mu ch his guidance as much as exchange 

I 1 -' ideas, as you do with an associate on reflecting what 

20 you are doing, and his ideas of what you are doing 

21 and trying to gauge how the case is being conducted. 

22 Q Who is Mr. 0'Rourke? 

23 A Mr. 0'Rourke is a friend of Mr. Adler, an 

24 attorney up in Yonkers, who during the beginning of 

25 1973 was considered getting involved in this matter 
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as trial couisel; at least Mr. Adler had spoken to 
Mr. 0'Rourkc ot Yonkers, and he had spoken with me 


regarding the matter, and there were some extended 
5 discussions between 0'Rourke and myself. 

8 THE MAGISTRATE: What is his first name? 

7 THE WITNESS: Frankly, I do not know. 

* I may have something to look at to see. 

8 (Examining papers.) 

1 would have to check further to see if 
11 I could find Mr. 0'Rourke's first name. 

THE MAGISTRATE: Is he the councilman in 

13 Yonkers? 

14 THE WITNESS: Yes. 

15 THE MAGISTRATE: He used to be a neighbor 

16 of mine. 

17 BY MR. BUMGARDNER: 

16 Q Is he a patent attorney? 

19 A No ' General attorney. Mr. Adler has lived 

M in Yonkers a long time — he no longer does, in fact, 

21 he has moved — but from time to time, you know, I 

22 guess he spoke to Mr. 0'Rourke about this matter, and 

23 Mr. 0'Rourke discussed it with me. 

24 Q Now, you have indicated, Mr. Berger, that 

25 this is your first patent infringement trial, that 
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A Yes. 

Q Have you ever previously prepared for a 
patent infringement trial? 

A Yes, I have. 

Q Where did you do that? 

A it was in the Western District — a 
District Court in Missouri, I think Northern Division. 
It was a matter where we had gone to the day of trial 
and I prepared — my Client was the defendant — I 
also worked with Fish and Neave on the matter; they 
assisted me in the matter, and they became involved 
in the last two months in preparation for trial, and 
that was in 1972. 

The case, I believe, was settled in April 

of 1972. 

So there was rather thorough preparation. 

Q May I ask, is that the only other time that 
you prepared for trial in a patent infringement case? 

A Yes. 

Other matters were settled earlier than on 
the eve of trial that I have been involved in. 

MR. BUMGARDNER: Ali right, your Honor, I 
believe that completes my cross-examination of Mr. 
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14 

THE WITNESS: Initially, I would like to 

state that on a certain Friday preceding the week in 


17 which this case was tried I received a phone call 
about a quarter to five in the afternoon asking me if 
19 I would like to try this case. I had previously had 
80 no acquaintance whatsoever with the case, although I 

21 had had Mr. Kramer as a Client in connection with other 

22 matters. 

1 did n °t receive from the prior attorney 

24 of Mr. Kramer other papers in the case until Monday 

25 afternoon. 
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2 I prepared, or I attempt€*d to prepare for 

3 trial on Monday evening, starting on Monday evening, 

4 and on Tuesday morning I called Judge Duffy and re- 

5 quested an extension of time, which extension was 

6 denied. 

7 Consequently, I found myself after the trial 

8 started on Thursday stili reading the evidence which 
8 I was seeing for the first time, 

10 

11 
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filed herein on December 20, 1973. 


AFHT, p. _ The Transcript of the hearing before 

Magistrate Goettel on April 29, 1974. 


AFHT-PX- Plaintiffs exhibits at the April 29, 

1974 hearing. 


AFHT-DX- Defendant’s exhibits at the April 29, 

1974 hearing. 
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STATEMEKT OF THE CASE 
Proccedlngs Prior To Declslon 

This case involved a Consolidated trial of two related 
actions, Kraraer v. G & A Machine Works , 67 Civ. 2081, and Kramer 
v. Duralite (a custovner of G & A), 67 Civ. 2079. Duralite's 
representation by ics own counsel appears to have been minimal, 
and Duralite's counsel did not participate in the trial of the 
Consolidated actions. 

Defendants' principal attorney, Peter Berger, Esq., 
(according to his alleged bilis to his Client (AFHT-DX-1)) assuined 
defense of the case on behalf of G & A (and, presuraedly, its 
custoraer, Duralite) in or about May, 1970, from a prior counsel, 
one Burton L. Lilling, Esq. (the function of Alan X. Roberts, Esq., 
[ is obscure, and no evidence of the extent or cost of his repres¬ 
entation was prcsented at the attorney fee hearing before Hon. 
Gerald L. Goettel, Magistrate). Mr. Berger becarae counsel of 
record for defendants after the trial nad commenced. • 

The plaintiff was originally represented in these actions 
by Sarauel J. Stoll, Esq. On June 18, 1973* two days before trial, 
the cases were first referred to the undersigned as trial counsel, 

9 1 

and the undersigned, Harvey E. 3umgardner, Jr., comraenced trial 

of the actions on June 21, 1973« The trial extended over two 

more or less full trial days (June 21, 22) and three short partial 

trial days (June 27, 28, 29), the trial time consumed aggregating 

« 

approximately three full trial days. 
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Prior to ti 1 Mr. Berger had produced few papers des- 
igned for presentation and actually presented to the Court. Ref 
erence to the Docket Cards and Mr. Berger*s alleged blll to his 
Client (AFIIT-DX-1) reveals that Mr. Berger, prior to trial, pre- 
pared and submitted to the Court: 

1 . a stipulation substituting counsel; 

2 . a motion ? and supporting affidavit ) pursuent to 
Rule 9 ( 1 ) to reopen discovery (consented to); 

3. a stipulation extcnding the time for filing the 
pretrial order; 

an amended answer and counterclaim; and 
5. a consent pretrial order. 

Aaditionally, Mr. Berger took the deposition of the 
plaintiff in two part-day sessions and at\;ended while Mickey 

Adler, G & A's president, was deposed by plaintiff in one 
session. 


The 0,3 in ion And Order 

In his Opinion and Order after trial, filed December 
20, 1973, Hon. Kevin T. Duffy, U.S.D.J., heldj 

*, "...that the device did not rise to the 

’ rf vel inv ehtion; that the patent 

*•“} suit] was invalid and unenforceable: 
and ohat the plaintiff was not. the creator 

desi sn or device and lied when he 
said he was." (o & 0 , p. 5 ). 

Elsewhere (0 & 0 , p. 4), Judge Duffy found that Kramer*s testi- 

tnony "that he was the sole inventor.. .was totally incredible and 
wholly false." 
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Moreover, on the face of the same Opinion and Order 
(p. Z), Judge Duffy found the essence of the patented invention 
to be that: 

( 

"The alleged invention ’improves’ on thr 
prior art by 'nesting’ the brackets and 
thus minimizing the amount of scrap 
involved...(Emphasis supplied.) 

Elsewhere (0 & 0, p, 5)j he found that: 

..plaintiff approached George Gonsalves 
...and requested Gonsalves to design a 
‘nestirg’ pattern of blanks...". 

(Emphasis supplied.) 

Since, by the Court's own findings expressed on the face of i£s 
opinion, Kramer appcars to have conceived and passed on to Gon¬ 
salves the very crux of the "improvernent" which the Court found 
net to amount to 'invention, it is not difficult to see why Kramer 
considered hinself to be the sole "inventor" thereof and so swore 
to the Patent Office and to the Court. 

Nevertheless, Juage Duffy found (0 & 0, pp. 5-6) that 
"this is such an exceptional case that attorney fees are warrantedj 
under the provisions of 35 U.S.C. § 285", which provides that: 

"The court in exceptional cases may 
award reasonablc attorney fees * M ie 
prevailing party." 

Thereupon, (0 & 0, p. 6) the Court directed a hearing before a 
magistrate of this Court "so that the amount of such fees may 
be properly aetermined." I 
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* Post-Decision Proceedings 

Since the entry of Judge Duffy‘s Opinion and Order on 
December 20, 1973 , plaintiff filed a Rule 52(b) motion directed 
to such Opinion and Order and concemed primarily with the 
attomey fee issue and the related inventorship issue. A copy 
of plaintiffs Rule 52(b) motion was submitted to Hon. Gerard 
L. Goettel, the magistrate to whon the determination of the 
amount of attorney fees mandated by the Court was assigned. 

Mr. Berger's alleged bilis to his Client (AFHT-DX-3) indicate 
that Mr. Berger spent some time in preparation for filing a 
response to this motion, but no such response was ever actually 
filed with the Court because Judge Duffy denied Plaintiffs Rule 
52 (b) motion without opinion before any such response was filed. 
At the hearing before the Magistrate on attorney fees, 
Mr, Berger presented in evidence only three purported bilis to 
his Client (AFHT-DX-1, 2 and 3). No other time, billing or pay- 
ment records were submitted (AFHT, p, 30). 

Upon direct examination, Mr. Berger alleged that he had a "qua 3 i 
contingent" fee arrangement with his Client, that is, the Client 
was to pay Mr. Berger a $1,000.00 retainer and, upon the final 
decision of the case, Mr. Berger would bili for his actual time 
expended at $25.00 per hour, if he were unsuccessful on his 
Client's behalf, and, if he were successful, he would bili for 
his expended time "at a reasonable rate". One may well wonder 
at Mr. Berger's apparent clairvoyanc\ vhen he allegedly billed 
his Client (on July 9 , 1973 , and December 10, 1973) for his 
axlegedly expended time at rates far in exces 3 of $ 25.00 per 
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hour before Judge Duffy had even decided the case. Upon cross- 
examlnation, Kr. Berger could offer no wrltten memorandum of 
this alleged quasi-contlngent fee arrangeraent (AFHT, P. i4), 
admitted that his Client had paid, to date, no more than the 
$1,000.00 retainer (he was not even sure of that (AFHT, p. 11 )) 
and admitted that he had no time records at ali for 1970 (AFHT, 

p. 28). 

In the course of the attomey fee hearing, the Magistrate 
asked Mr. Berger to recompute his fee» based upon the usual 
billing rates charged by him to other clients during the years 
in question and that he furnish a copy of such recomputation to 
plaintiff's counsel (AFHT, p. 52). No such copy has yet been 
furnished to plaintiff's counsel although plaintiff's counsel 
has requested the same expressly and in writing. via telephone, 
plaintiff-s counsel was advised by Mr. Berger that the recomputed 
total would be between $ 23 , 000.00 and $24,000.00 

THE FACTORS AFFECTING THE AMOUNT 
OF "REASONABLE ATTORNEY FEE AWARDS 
IN PATENT CASES 

According to a recent uecision in this District, the 
factors to be taken intf account in determining "reaoonable" 
attomey fees pursuant to 35 U.S.C. § 285 , are diverse and 
comprehensive and 'Wst after ali state in money terms a host 
of imponderabies drawn from profescional erperience, Judgment 
and the quest for fi.lrness ir appraising the unique qualities 
of the unique case". Barr Rubber Products Company v. Sun Rubber 
£2.** 279 F» Supp. 49,52 (S.D.N.Y. 1968 ); reversed on other 
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grounds, 425 F. 2d 1114 (2nd Clr. 1970). In another recent 

decision in this District, Judge Levet stated that: 

"The amount of the attorney’s fee rnust 
be based on the nature of the case, the 
Services necessarily rendered and their 
fair an-' reasonable value". (Emphasis 
supplie^.) Thermovac Industries Corp. 
v. virtis Co., mc.,' 159 149. 

353“(T.raTY. 1968 ). 

The rubric is most succinctly stated in cases under the 
companion provision of the Copyright Laws, Title 17 U.S.C. § 116 


which provides: 

"in ali actions, suits, or proceedings 
under this title, ***full costs shall be 
allowed, and the covrt may award to the 
prevailing party a reasonable attorney’s 
fee as part of the costs."* 

The rubric, as it is stated in Cloth v. Hyman , 146 F. Supp. 185, 

| 193 (S.D.N.Y. 1956) is: 

"in determining what is a reasonable 
attorncy's fee, the Court should take 
into account the following elements, 
among others: the amount of work nec¬ 
es sary; the amount of work done; the 
skill employedj the monetary amount 
involved; and the resuit achieved." 

See also, e.g., Orgel v. Clark Boardman Co. . 301 F. 2d 119,122 


(2nd Cir. 1962 ), cert . den., 371 U.S. 817 (1962). 


* Reference is had to the Copyright Laws not only because of the 
analogous discretionary counsel fee provision which appears 

therein, but because the Magistrate, during the course of the 

$ 

attorney fee hearing,^inferentially (at AFHT, pp. 62, 64-64) 
sought guidance as to the amount of counsel fees generalXy 
awarded in patent attorney fee cases, a fee schedule as it 
were. While, apart from Barr, supra , and Thermovac. supra,. 
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During the course of the hearing before the Magistrate, 

Mr. Berger relied upon Chromalloy American Corp . v. Alloy Surfaces 
Co., Inc. , 353 F. Supp. 429 (D. Del. 1973) to establish that a 
reasonable rate for a New York patent attorney was $75.00 per 
hour ( Ibid , at 432) and, presumedly, that the "fee contract between 
the defendants and thelr attorney must be glven considerable 
weight, although the Court is not bound by it.” (Id.) The law 
of this District is to the contrary in both respects except that 
this District does not appear to be bound by the amounts of fees 
actually billed and paid. (Barr, supra ; Thermovac , supra .) 

o 

Moreover, Mr. Berger's "fee co ltract" with his Client 
is ephermeral, a contract which ever on retreats fron a.ny appraoch 
to definition. Viewed in the light of the fact that Mr. Berger 
took this case on a $1,000.00 retainer (an amount approximately 
his Client 1 s maximum daraage exposure (AFHT, p. 24-)), it is 
incredible that Mr. Berger actually ever expected Mr. Adler, 
the president of his defunct Client, to pay him $33,347.85 or 
any other lesser sum in that rarefied atmosphere for winning the 
case on validity of the patent in suit or even that he expected 
payment of $10,593.75 (423.75 hrs. x $25/hr) if he lost it. 


no general guide to the level of attorney fees awarded in 
this District in patent cases has been found, plaintiff has 
discovered that such a compilation has been made for the 
Subcomraittee on Patents, Trademarks, 8.nd Copyrights of the 
Committee on the Judiciary of the United States Senate with 

. k i,-..* _ 
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His contract obviously was for $1,000.00 plus, perhaps, what- 
ever he could get out of Kramer. 

However, in an attempt to overview this case in the 
light of the authorities in this District, it will be assumed 
that Mr. Berger actually expected to be paid for 423.75 hours 
of work at some rate in order to save his Client frora a maximum 
$1,000.00 damage exposure. In this highly (and unwarranted) 
credulous approach to the problem, one must bear in mind the 
recent patent case authorities in this District. 

In Thermovac , supra , statements were submitted by two 
firms totalling $31,42^.58. The pre-trial proceedings were 
extensive. One of the firms involved was the renowned patent 
litigation firm, Kenyon & Kenyon. Award—$12,000.00. Similarly, 
in Barr * supra , lead counsel, a partner in another well-known 
New York patent litigation firm, was rated, for purposes of 
determining attorney fees (after deduction of unnecessary and 
irrelevent time), at $30,00 per hour, and associate counsel 
was rated at $20.00 per hour. 


Against this background and the rubric as expressed in 
Cloth v. Hyman , supra , we will test the case at bar. 


respect to Copyright cases under the companion attorney fee 

provision. This study, which was prepared for the Eighty-Sixth 

Congress, Second Session, pursuant to Senate Resolution 240, 

compared attorney fee awards in Copyright cases to the damages 

otherwise recovered. A copy of the pertinent pages of this study 

is annexed hereto and reference thereto will be made, infra. 

——— . ^ 
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APPLICATION OF THE RUBRIC TO 
THE FACTS OF THIS CASE 

T he Amount of Work Necessary 
This was a relatively simple patent infringement case 
involving a simple technology, a low level of skill and a minimaL 
damage exposure to Mr. Berger's Client, an admitted infringer, of 
under $1,000.00. No expert testimony was presented at trial. 
Actual trial time aggregated no more than .three full trial days. 
Only three depositions v/ere taken or attended by Mr. Berger, all 
of very limited duration judging from the arcounts billed *oy the 
reporting Services (AFHT-DX-1, pp. 2,3). 

In Dubii v. Rayford Camp & Co. , 184 F. 2d 899 , 903 
(9th Cir. 1950), an appellate court found $15,000.00 to be an 
excessive attomey fee award in a "simple" patent case on which 
" nine days were expended during the trial" (Emphasis supplied). 
The court found its estimate of nine days of necessary pre-trial 
time for discovery anc the preparation of the case for trial to 
be "overgenerous". Application of the court's Standard in Dubii 
to the facts of this case wherei.n Mr. Berger allegedly billed 
his Client for 31.5 hours of trial (AFHT-DX-1, p. 5) would indic¬ 
ate a warranted and necessary expenditure of time on this case 
up to and including trial of 63 hours or, certainly, no more than 
approximately 100 hours. Mr. Berger alleges that these same 
endeavors occupied 3^5 hours of his time (AFHT-DX-1), and this 
total does not include former counsel's time. 
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The Amount Of Work Deoa 

Prelirainary examination of Mr. Berger** alleged bili* 
(AFHT-DX-1, DX-2, DX-3) reveals that Mr. Berger amassed the bulk 
of the 3^5 hours through trial which he seeks to charge to Kramer 
by the expedient *of "reviewing" the case or various aspects of 
it. In one form or another, either alone or with others, Mr. 
Berger, by actual count, has "reviewed" the case or aspects of 
it no less than 24 times. By way of contrast, plaintiff*s trial 
counsel reviewed the case once for part of two days and proceeded 
to trial. 

One aspect of this continuing review, review with others 
should oe considered in the light of Thermovac, supra, which 
States (at p. 354): 

"Neither does this statute, Section 285, 
warrant the employment of attomeys to 
duplicate the work of other attomeys 

*#* 

% 

A party may have as many attomeys as 
he desires, but his adversary should not 
be expected to reimburse him for *uch i 

expenses unless nacessity is affimatimly 
demonstrated. H 

Mr. Berger’s alleged bilis (APHT-0X-1, p.4) show 
11 hours of time spent in May, 1972 in review of the litigation 
with H. E. Rubens, a senior patent attomey. Again, in June, f 
1973* Mr. Berger apparently reviewed the entire file with Mr. 
Rubens. This activity undoubtedly occupied an appreciable portion 
of the 79 hours charged to the case for June, 1973. In July, 

1973* after the trial of the case, Mr. Berger spent a substantial 
part of 3 hours reviewing the trial with Mr. (A2HT-W-8). 


; l. 
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According to Mr. Berger's testiraony (AFHT, pp. 39-40) Mr. Rubens 
did no direct work on the case, but Mr. Berger seeks to charge 
for extended conferences had with him for the purpose of exchang- 
ing ideas and "to guage how the ca^e is being conducted," 

4 

These conferences between Mr. Berger and Mr. Rubens 

| 

are either unnecessary duplication of attorney time or are part 
of Mr. Berger's continuing legal education which he was also 
pursuing with Mr. Posnack (AFHT, pp. 32-34). 

"Q ... who is Mr. Posnack? 

A ... He is a rather senior-patent attorney, 
and from time to time as this matter proceeded 
I would discuss the status of the case with 
other practitioners, some of whom - I should 
say Mr. Posnack among thero -- who offered to 
me his opinion on the matter and whatever 
questions I might raise with him". 

"Q ... Did Mr. Posnack ever bili you for these 
conferences? 

A ... No." 

• 

A leading attorney fee case in this Circuit is Orgel v. 
Clark Boardman Co. , 301 F. 2d 119 (2nd Cir. 1962). In that case,* 
a Copyright case damages were awarded to the plaintiffs in the 
amount of $6,424.66, and plaintiffs sought attorney fees in the 
amount of $10,000.00. The court limited attorney fees to $5,000.0! 
reasoning (at p. 122): 

"while a substantial amount of time was ^ 
spent by plaintiffs' counsel, much of it 
was necessitated by counsel's unfamiliarity 
with the field". 











’ n. 


\ r 1 >• ] | ; v. V 1 
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In Chromalloy American Corp. v. Allo^__Surfaces_Co^, 

Inc. , 353 F. Supp. 429 (Del. 1973)* the case cited by Mr. Berger 
during the hearlng, the court dlstinguished Orgel (at p. 432) 
by specifically flnding that 


"An examinatlon of the number of hours 
exnended by counsel for defendants.•.. 
does net convince the Court that the time 
expended on any task was unreasonable". 


Plaintiff submits that all of the review time spent 
by Mr. Berger with Messrs. Rubens and Posnack is either "duplic- 
r tion" (Thermovac) or unreasonable (Chromalloy) or part of Mr. 
Berger's legal education (Orgel). 

Conferences with Mr. 0'Rourke, who was an attorney 
acquaintance of the defendant, Mr. Adler, was 


"considered ( sic ) getting involved in 
this matter as trial counsel" (AFHT, 
p. 41), 


v;hich conversations led nowhere and produced nothing, and for 
whlch conversations Mr. Berger lists two separate billings of 
indeterminate time, ciearly should be disallowed as unreasonable 
Another aspect of the work done should be considered 
under the test of what was necessary. The subject matter of 
the patent was simple. Only the pricr art cited by the Patent 
Office was used at trial, Yet Mr. Berger in May and June, 1971, 
spent a minimum of 11.5 hours (AFHT-DX-1, pp. 2, 3) to a maximum 
of 16.5 hours searching for prior art (not including unspecifled 
hours of review) none of which were pertinent or used at trial 
(APHT, p. 35). 
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"Q ... Did you find any such prior art 
during the course of your search? 

A ... Yes 

I believe I discovered prior art 
publications that I did not subsequently 
retain. 

Mr. Adler...sought publications... 
and the publications I found were not as 
pertinent, nor more pertinent than those..." 

(AFHT, pp. 3^-35). 

Not hindsight, but prudence would dictate that such searches 
were unreasonable. 

Reviewing Mr. Berger’s time charges on a year by year 
basis, in 1970, Mr. Berger expended 79 hours oi this case. This 
is only an estimate, since he had no actual time records for 
1970 (AFHT, p. 29). This 79 hours produced only a few very 
preliminary and routine papers (2 stipulat jns, a motion, a 
supporting affidavit and an anended answer and counterclaim 
(AKIT-DX-1, pp. 1,2) see p. 2, supra ) and covered a part day 
session of Mr. Kramer's deposition. The remainder of the time 
expended vas spent either in reviewing the files or deciding 
whether to take the case. 

According to the Docket Sheets no papers at all were 

filed during 1971. Mr. Adler’s deposition was taken on February 

/ 

i 4, 1971, and Mr. Kramer's deposition was taken on March 16, 1971. 
Yet Mr. Berger's alleged bili for 1971 charged 116 hours to the 
case ($8,700.00) most of which was for fruitless (by his own 
admission) research and continuing review. 
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In 1972, Mr. Berger apparently filed a conserit pre- 

trial order and continued to review. Bili for Services — 

$ 2 , 587.50 (34.5 hours). 

% 

In 1973, the bUxK of Mr. Berger’s time was spent 

preparing for or actually on trial or preparing post-trial briefs. 

"Under 35 USC § 285 » the defendants are 

only entitled to an award of attomey fees 

in connection with the patent claims. The 

hours expended preparing a claim for attomey 

fees must be excluded. Thermovac Industries \ 

v. Virtes, supra at 355 ...the Court must 

made a reasonable estimate that 10 % of the 

time expended on post-trial briefing vas 

devoted to an application for attomey fees." 

Chromalloy American Corp. v. Alloy Surfaces 

uo.» Inc. , supra , at p. 432. --- 

A total of 46.25 hours were expended frora July to December, 1973 
AFHT-DX-2). It is submitted that 10 percent or some other reason¬ 
able percentage of 43.25 hours be disallowed. The reraaining 3 
hours of review v/ith Mr. Rubens should be disallowed on grouftds 
stated supra . _ 

Of the 32.50 hours of Services rendered in 1974, a 1 
minimum of 90 % or 29.25 hrs. should be disallowed since they j 
are primarily related to the issue of attomey fees. Thermovac 
Industries v. Virtes , supra at 355. 

The Skill Employed 

Mr. Berger is a patent counsel with vlrtually no patent 
litigation experience, having begun practice in 1969 . This was 
his first trial in the patent field, his only other litigation 
experience of any kind having been in hearings in New Jersey ■ 
(ongoing) for which his time charges are $25 per hour or vere 
rendered gratis (AFHT, p. 21). “* J , < A 


- 4 . 
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Mr. Berger's quasi-contingent fee arrangement with his 

Client was: to be paid a retainer of $1,000 (collected, although 

he does not recollect accurately how or when, and apparently used 

for disbursements) plus $25 per hour if he w*»re unsuccessful and 

a reasonable rate if he were successful (AFHT, p. 3). 

* • 

In the two litigat ion matters in which he w? c.*'- 

pating in 1970, Mr. Berger set his fee at $25.00 per . alVh^ugh 

he claims that his normal billing rate was $40.00 per hour at 

* 

that time. 

In 1968, the court in Thermovac , supra at p. 355» con- 
sidered a reasonable fee for a partem at Kenyon and Kenyon, one 
of the renowned patent firms in the country, $45.00 per hour. 

Again in 1968, Judge Frankel, in Barr Rubber ,‘ supra 

% ! 

at p. 52, found that a reasonable fee for a partner, Harve/ 
Brownront at Darby & Darby, in a case described as extreraely 
complicated, was $30 per hour. Associates of Mr. Brownront were 
reasonably compensated at $20 per hour. 

In view of Thermovac and Barr , for a totally inexperiencec 
litigator $25.00 per hour in 1070 was within the normal rarge of 
what the courts considered reasonable in this Circuit. 

Considering for a moment, the inflation, of which the magistrate 
iook notice, at the rate cf 25$ from 1970 to 1974, (AFHT, pp. 
63-64) necessary work done in 1973 should not be billed at a 
higher rate than *$32.00 per hour. Mr. Berger's fee arrangement 
= $25 per hour in 1970 x 25$ for inflation or $25 x 25$ * 6.25; 

$25 + 6.25 = 31.25 or $32 per hour in 1973. In the altemative, 
based on what Mr. Berger claim* was his Standard billing rate 
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in 1970, to wit: $40.00 per hour, the increase caueed by it flatioi 
would bring his rate up to $50.00 per hour ($40 x 25# * $10.00; 

$40 + 10 = $50.00 per hour). Such a $50 per hour rate, however, 
in view of Barr and Thermovac , would be excessive. 

Furthermore, in both Thermovac and Barr , after deter¬ 
mining that an average fee of $37.50 per hour ($45 in Thermovac , 

$35 in Barr ) v;as reasonable for senior patent partners in renowned 
patent litigation fimis; after determining that $20 an hour was 
reasonable for associates; after making specific deductions for 

A * 

disallowed 'items under the general rules of the cases of this 
Circuit; the court further wacked the net billing by/50$ in 
Thermovac (supra, at p. 356) and deducted 40$ across the board 
for non-essential labor and duplication and then allowed an 
additional credit of $50,000 to defendant in Barr ( supra , at p. 52] 

The Aroount Involved 

This was an uncomplicatea lawsuit. The maximum amount 
of exposure to Mr. Berger's Client was something under $1,000 
(AFHT, p. 24). It would be illusory tc count the very attorneyt 
fee award as an amount involved in determining the reasonableness 
of the attomey fee award. A bili of $33*000+ (or 24,000+) must 
be construed, in the most favorable light, as unreasor.able f over- 
kill*. 


The Results Achieved 

Mr. Berger succeeded in invalidating a patent, saving 
his Client harmless from its admitted infringement; v;as unsuc- 
cessful in his countsrclaims; was awarded no damages; and, was 
awarded reasonable attomey fees. In a Copyright case under 
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17 USCA § 116, Chief Judge Clark (then Circuit Ju^ge sitting as I 
District Judge) in Rose v. Connelly , 38 F. Supp. 5*4,56 (S.D.N.Y. 
19^1) avers 

"But I uefinitely tried to arrive at 
only a fair fee fairly earned, sine»», 
generally speaking, that, rather 
*han a punitive award, seems to me 
1. e consonant with the authorization 
17 U.S.C.A. § 40 of 'a reasonable 
attorney's fee.'" 

OverView 

Considering the conservative attitude of this Circuit 

towrrd what constitutes reasonable attorney fees; that they must 

be ta.ir and not punitive; that they should have some relation to 

the monetary value of the particular case; that specific deduction 

f rom thera must be disallowed; that the experience 01 the * orney 

involved was minimal; that he has no actual records for 1970; 

»•* 

that, indeed, since he was not able to show when and for what 
he was paid during the remainder of the billing period, some 
doubt is c'st as to the Standard of his record keeping generally; 
tnat almost no activity was generated on this case in 1971 or 

1972; that an unreasonable amount of time was spent on review, 

( 

and on filing rudimentary papers all of which tend to show the 
extremely low level of experience and that the only monetary 
award was a negative one except for the bootstrapping operatioris 
of attorn y fees; and, that plaintiff has the burden of proving 
that his time and charges wer-* fair, reasonable and not punitive; 
plaintiff respectfully submits that the maximum reasonable \ 
attorney fee which should be awarded to defendant is $5,330.36 
computed as follows: 


"l- 
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that the fair value of attomey fees 
be set at $25 per hour for billings 
of 1970, 1971, 1972 (Based on Mr. 
Berger's evaluation of his worth 
to his Client) 

that the fair value of attomey fees 
be set at $32 per hour for 1973, 1974 
(based on an increase of 25# due to 
inflation) 

Recomputed Total Billing 

that there should be specifically 
disallowed in 1970, 1971, 1972 
conferences with Mr. Posnack, Mr. 
Rubens — 17 hours 
Pruitless technical research 
20 hours 

that there be specifically disallowed 
for billings of 1973, 1974; 3 hours 
of conferences with Mr. 0’Rourke, 11 
hours of review with Mr. Rubens 
(estimate based on previous retfiew 
time); 

105$ of 43.25 spent on post-trial 
brief as having no relation to 
patents but' only attorney fees 

4.3 hours 


$ 5,737.50 


$ 7,217.00 


$12,954.50 


$ 425.00 

500.00 


352.00 


l4l.6o 





90$S of the time spent in 1974 as 
being in direct relation to attomey 
fees * 

29.25 hours at $32 per hour 

Total Deductione 

Recomputed Total Billing 
Laductions 

Net Billing 

that 55# of the net bili be discounted 
due to the astounding amount of review 
billed, the paucity of legal papers or 
actlvity dur:. .g the first 3 years of 
this case and the general level of 
inexperience cousing avery routine 
activity to be multiplied by a tiiue 

factor of 3 

* 

Aorcss the board reduction 

Net Billing 
Reduction 
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936.06 


$ 2,450.60 

$12,954.50 

2,450.60 

$10,503.90 


$ 5,273.24 

$10,503.90 

5,273.24 


Maximum Reasonable Attomey Fee 


$ 5,330.36 






IN VIEW OF THE ABSENC2 OF 
. RECOVERED DAMAGES, THE ATTORNXY 
FEE AWARD SHOULD BE NOMINAL 
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In the proceeding section of thls memorandum, "OverView", 


a proposed maximum attomey fee computation was presented based 

fc / 

on the approaches recently taken in this District in the Barr 


Thermovac cases* However, it is presumed that the attomey 


fee awards made in those cases were not further limited by lack 


of recovered damages or lack of even a substantlal damage exposure 
In the case at bar, defendant recovered no damages and defendant's 
damage exposure was under $1,000.00 (AFHT, p. 24). 

In the Copyright Law Revlslon Studles prepared for the 
Subcommittee on Patents, Trademarks and Copyrights of the Senate 
Commlttee on the Judiciary, pursuant to S. Res. 240, Eighty-Sixth 
Congress (a copy of the pertinent pages of which is annexed hereto 
it is stated (at p. 85) that attomey fee awards "are likely to be 
scc.led roughly in proportion to the amount recovered by successful 
plai^iffs". Reference to Table B (Ibid, at p. 91) shows that 
such a practice has, in fact, been the case and has been the 


practice followed in this District. 

Plaintiff submits, therefore/ that a "reasonable" 
attomey fee award in this case can scarcely exceed the sum of 
$1,000.00, which was defendanfs maximum damage exposure, the 


maximum amount which Mr. Berger saved his Client. 


Respectfully submitted, / 

~r'hi f /f 1 c - 

HARVEX^.} BUMGARDNER,] JR. / 

Attomey For Plaintiff \S 

1230 Sixth Avenue 
New York, New York 10020 


. 


Of Counsel: 

BARBARA BUMGARDNER 
Arthur, Dry & Kalish 
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n wnnlr.). M Tl>at discrelion nmy b« cxmisod to withhold an nl- 
nncc r.liogc.tbcr ff Ibo courts consi.hr ilio slatutmy dainagc nvrnrd 
'ali-niiato-or excessivc. On tho ollior humi, u hboral «llowancc may 
V made that has Ilie effeci of substantinlly culnncmg »my othcr lorm 

J TheaSmnpanying table B [a t.; >:»gc 01) sl.ows the rehilion of fce allow- 
to danwgc awimis in casos deculca in the 20-ycar penod 19aS--o7. 
Treated as an cnhanecmont of damagos,-nome of the amomils Jislea 
. ,e substant ini, at. lcast whon tlicy are contrastcd to the usual Aincri- 
civil praei ice of mnking no provision for tlic siiivesslul porly s 
i,.,,,! expenses.»' But if Ihrir nurpose » to provinc for the actual 
roasonable expenses of prosccuting or defonding an mfrmgemcnt, the 
nrerniling opinion among lawyers interviewcd vas that fce nllowanccs 
rnrolv nre sufficient. l'or one. thing, they are likely to ho scnled 
i PU .rl,l v in pronor!ion to the amount rccoycrcd by succcsslul plmn- 
litTs: and thongh tliis approach niav not ho jnconsislcnt with lnwyer» 
(,vvn hnhils in billing clienls, it may bcar liUle relntion to the tnno nnd 
rnepiv expended on n cnsc. Sccond, courts do not usuallv mnko an 
nllowancc at ali if an unsucccssfnl plainlifls clann was not synthetic, 
i-apricious or othenvise unroasonahlc," or if tlic losmg defendant 
raiscd roul issues of fact or law “ Scvcrul expencnccu practitionera 
->id that tliev schlonr reccivcd fce ullowanccs, nor vere thcir clicnls 
ccmpellcd to iuv allowanecs, bccause the only cases thcy took to eourt 
involvcd unsetlled questions of law or fact and tbcy did not expeet 
the eourt to makc au allowance to cilhcr siue. bmally, thcic does not 
yet apprup lo bc an)* disccrniblc treud lo adjust nllowanccs to tako 

account of the poslwnr inflalion. t 

One expense of litigatio» that nttorneys fecs do not atlcmp . to 
meet is the time lost by parties nnd vili,esses, the cost of ,nvt ‘ sU S*' 
•tions undcrtnkon hy the dient rather thnn the lawycr, and ali tno 
othcr ricvipheral but oflen major oullnys alicmlmc hlig. lion. Uow- 
evor, no provision is ever made in our system for the rccovciy of sudi 
cosls, excc.pt possibly in punitive damnges. A fcw la\\\ors »»ter* 
viewcd lliought that fccs wero sometimos nwardcd pumtnch. Ili» 
may bc truo in tlic sense that the eourt may grani fccs rather thnn 
denv them bccause it reachcs an unfayorable conchision nbout tho 
eood fnilb of tl.c losing pnrt.v « But there is no indiealion that fce 
nllowanccs include r.nv omounts bcvond actual fccs and disbursemcnts. 

The expoclcd cost of litigr.tion is, as \ve sow m pari II, onc ol tho 
faclors that influcnco willingness lo scttlc and the amonnls ncccptable 
in seltlcincnt. But the likelihood of gei t mg a fce n llowancc at tho 
end of litigat ion is so problema ticnl that, nceording to om mtciMow 
sourccs, it is not a factor that tbcy wdl counl on m cleculing whether 

l °Tlicsc observa tfons nbout ottorncy’s fecs nre not intended as »n 
exlmustivc tn annent of the subjeci. The cases disclosc a vnriety of 

M lhtinrL 1 v IHUr ts. »1 f. W WS Ci Clr. 193T). The tSreuU «>url» el» cwtdic Ci«:relloa lo »»ort » 

fcaSee .^te. "Eve.nr.bry Domr..,» in tho U* ol 
Tr>rK" M !)•-' .liej'• ll ' 1 n v Y „„,.. ,1100 nl »M. Tliil o: Inl-m, ncarrtlnr lf*l lp • 

e.«» K*ni .0 a«- oniy are» I» whlch fc*» «e roulinfl, oo^. 

03547-«0 T 
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misccllancotis reasons for denying fccs, or for solliug thcm at a prvr- 
ticular figure, withiu a rtibric tlint— 

the court shoulrl tako into account thc fnllowjiig dcmenbt, ninong olhers: thc 
ainount of work reccssary; thc ainount of work donc; thc skill emplovcd: thc 
inouctary amount invclved; and thc resuit achiovcd.** 

T)ic rcloviinco of fcc allownnccs to (lio ovorali operat ion of Oie domngo 
prorisions ia that, as nn cxccption lo (Itu general proposilioa tlim 
partica pay Ihcir own lcgal expensos, iliose allowancos whon made 
incrcaso a nrevniling plnintifPs recovcry. Tluir deterrent effcct on 
ill-founded litigntion, whother by plainiiffs or defendants, is outsidc 
thc scopo of lltia inquiry. 

VH. I.VDEMXITY AXD Ix&URAKCii 

The incidonco of damage nwnrds may bc shiftcd by iiulcmnily agreo- 
mcnls «nd dislributed by insurance; therefore these ttvo insitulions 
deservo sorac attcnlion. 

A. INDEMNITT 

A right lo indemnity may arisc eillter froin express warrnntics made 
bv an nuthor, from express eontracls of indemnity uW •* in thc courso 
of any dealings with Copyright material, or from implied warranties 
and obliga tions lo indemnify. Typicnl of thc kind of warranty tliat 
may be made byan autbor is Ibis provision iu thc uniferm popular song- 
writers continet: 

The writer herchy wnrrnnta tti.it thc coniposition is his sole, exclusi ve, and 
ori.. ; t'ul work, that ho has futi right aud potver to n»al:e tho withiu contraet, snd 
that there exists no adverse claiii» to or in the coniposition. * * • 

(with exeeptions respecting ASCAP lieenses and any ollier rigltls 
spccifically excepted). 

As a musica 1 or otlier work moves into convmorcin.1 cliniuiels «f use, 
Ilie person who supplies it usually ngrees lo indonmify (he user agninsi 
any liability nrising from i»s use. These imlcmnilics are elaboralely 
dcvelopcd in (bc complex of rclationsbips among ndvertising r.gencies. 
producas of pro granis, licensors of musieal porforrcing riglits, and 
broadcnslcrs. 

An illusi rntion of the jirecise•alloerttion of rosnonsibilily as l.ctwcen 
ngency and broadeuster is found in a ronlract torni npproved by thc 
American Associalion of Advcrtising Ageycirs and (lio National 
Assotialion of Radio &: 'iVlevision Brotuloastcrs for spot telecnstifig: 

(a) Jndtmnificalion b>j .Ucnxp .—Acency astem to hcld and save Slution harn- 
less njtainst any or ull liability tcsultiru from the tclccast of pn^rava or nrocram 
materini jjrc|Circ.l. productd or f urni.-'liou !»y Ay.rr.cy cxcepiin:; Sudi liability as 
u»av resuit from tue teiecn^t on A;;iiicy-[.rodurcd tvlecaxta of matcriul furnislu-d 
by Stution and musieal composition*, the pvrforniauccs of whitli r.ro litemcd by 
a musio liccnsiir' or-'.iiiizulion of tvhich btatinn is a liccnscc. 

(t) hrtemiiifi' ution by .S7c/;o«.--St:ition \\i!| Jiold and saxo Ajtrucy and Ad- 
ycrllscr liariulcss a^ainst all sucii liability on Slution-prodiiccd telocasl# oxeept* 
ins only sucli liability r.s may reguli from thr idcuust of comuirrcial crcdits, and 
otlier matcriul fiirnUhvl |>y Ajsency. In adii it ion, HuUon vi',1 Imtd and snve 
Aijciicy and adverti;cr hnrmlos with respeet to materiat furuishcd by tilation 
lor Agvncy-nroduccil tclccasls and thc pcrfornu.i.cc* of muMtv.1 coui|>ositiona on 
Aseiicy-j)ro<lucod tclecasti pro\ ided thc pcrfoininnccsof such mu.sir.nl rniupositioii» 
are licun-rcil for tclccnstiiit: t>y a muuic lircnsiim orp\nix:.li>m of whivh Hiat ion Is n 
liccnseo.** 

n CliJk *. Hfinan, net* *U|*»- 

* l>e(Ii Ilii* loiin. Muti Ibc i/ncuTlttf* cuutiiHl •j*»nlr«l tUn, n* repyrlfhtfl. 
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HYMAN KRAMER, d/b/a HY KRAMER * 
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ENTERPRISES, . ! 
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67 Civ. 2079 and 
67 Civ. 2081 (KTD) 


REPORT AND 
RECOMMENDATION 


The decision of Judge Duffy in the above actions • 

/ 

found that the patent in suit was invalid and uneforceable, that 
the plaintiff was not the creator of the design or device and 
lied when he said he was, and that this was such an exceptional 
case that attomeys fees are warranted under the provisions of 
35 U.S.C. § 285. A hearing before a Magistrate was directed to 
determine the proper amount of fees. 

Defendant's attomey has claimed fees and expenses 
in a total amount of $33,347.85. Plaintiff's counsel opposes 
the imposition of any fee and argues that, in the absence of 
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recovered damages, the attomeys fees awarded should be nominal, 
i.e. $1,000 or less. Some of the plaintiff's arguments are fore- 
closed by Judge Duffy's decision and need not be considered hereln. 
The arguments which are stili open for disposition are as follow*. 

Plaintiff contends that this Circuit and this diafcrict 

have been very conservative in awarding fees under statutory 

authorizations. It is true that the Second Circuit commented, 

in a conyright case, Orgel v. Clark Boardman , 301 F.2d 119, .22 

(2d Cir. 1962) cert . den., 371 U.S. 817 (1962): 

"The awarding of attomeys fees is discretionary 
with the court under the act ... since such a 
provision for attomeys fees is at variance 
with the usual practice in litigation before our 
courts, however, it has been sparingly used and 
4 the araramts awarded modest' . 

Plaintiff also cites several patent cases in which 

very modest fees were allowed. For example, in Barr Rubber 

Products Company v. Sun Rubber Co . , 279 F.Supp. 49 (S.D.N.Y. 

1968), Judge Frankel allowed only $30 an hour for a partner's 

time and $20 an hour for an associate's time. However, in so 

doing, Judge Frankel commented that the scale of payments 


awarded was: 

"... not mentioned to determine 'worth' as 
measured in the market for legal Service, but 
which represents a compendious 'feel' of what 
the court deems just for ali the peculiar 
circumstances of this particular case . 279 

F.Supp. at 52. 








II 
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For an appreciation of what Judge Frankel had In mind 
when he referred to the "peculiar circumstances of this particular 
case one need only look at the decision reversing the lower court 
published at 425 F.2d 1114 <2d Cir. 1970). That case, therefore, 
has little precedent value for determining a proper fee here. 

In Thermovac Industries Corp, v. Virtis Co.. Inc. 

159 U.S.P.Q. 349 (S.D.N.Y. 1968), Judge Levet took a very striet 
view as to what Services are necessarily rendered, and disallowed 
what he considered to be duplicatory time of two attomeys. 

That approach has some application here, since $1,087.50 of 
another attomey's consultation time is claimed. This, however, 
does not mean that the time of the principal counsel is not 
allowable. 

The high fee claimed by defendant's counsel is premised 
entirely upon his fee arrangement with his Client. Plaintiff 
argues that the Court is not bound by this arrangement. That 
is unquestionably true, but it-is a matter for some consideration. 
As the Court commented in Chromalloy Corp. v. American Allov 
Surface Corp.. 357 F.Supp. 429, 431 (D.Del. 1973): 

If it appears that *the hourly rate charged 
is within a range normally charged for the 
defense of a patent infringement suit by 
attomeys of comparable experience and 
expertise, the court will look no further". 

The initial problem here is that the defendant's counsel 
had an unusual fee arrangement. He was to receive a retainer of 
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$1,000 and to be paid $25 an hour for his time if he lost, but 
if he won, he was to be allowed to charge a reasonable fee. He 
views a reasonable fee as being $75 an hour for office time and 
$100 an hour for trial time. He concedes, however, that this 
embodies a contingency factor, and the long delay in receiving 
payment, and that, for the years in question, his ordinary hourly 
fee would have been $40 an hour in 1970, rising grandually to 
$50 an hour in 1972, and $60 in 1974 (with a higher charge for 
court time). While the quasi-contingent arrangement was quite 

proper as between the attomey and his Client, and the attomey 

* 

may well be entitled to receive this higher fee from his Client, 

t 

in terms of assessing a reasonable fee for these purposes, we 
must look at the actual value of the attomey's time. 

In the Chromalloy Corp . case, supra , the court allowed 
an apparently experienced counsel $62 an hour in 1971 and $75 
an hour in 1972. There is a distinet problem in evaluating 
attomey Berger's expertise. He was only admitted to the bar in 
1966 after graduating from George Washington University. However, 
he had previously been a patent examiner in the Patent Office and 
was an honor grad^iate of the George Washington University Law 
School (Order of the COIF) and patent editor of its Law Review. 

He worked for two years as a patent attomey at Bell Laboratories 
and then spent a half year with a firm and for another half year 
he was a patent counsel to a financial consultant. He opened 




I 
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his own practice in 1969 (the year before this case commenced) 
and had had little previous trial experience. 

Plaintiff argues that, because of this vary limited 
previous experience, Mr. Berger's time should be allowed at 
no more than $25 an hour. (This also being the minimum fee that 
would have been charged.) In addition, the plaintiff argues that 
because of Mr. Berger's inexperience he spent considerably more 
time with the preparation of this case than necessary. Concededly, 
it appears that Mr. Berger expended a good deal of unnecessary 
and repetitive hours in the preparation of the case, but it is 
doubly punitive to reduce his hourly charge because of his 
inexperience and then to disallow much of his time as being 
unnecessary. Application of either consideration amply covers 
the problem. 

Plaintiff points out that this was a relatively simply 
patent case, not warranting a large fee. Dubii v. Rayford Comp. 
and Co .. 184 F.2d 899 (9th Cir. 1950). That may be, but 
apparently (in light of the resuit), it was tried with great 
sicili by defense counsel. 

Plaintiff argues that the amount in controversy has 
to be considered in terms of setting a reasonable fee. Plaintiff 
contends that the maximum damages that defendant could have been 
compelled to pay was only $1,000; consequently, the legal fee 
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should not exceed this amount. Admittedly there was more involved 
in this case than the simple recovery of damages, and there were 
strong feelings between the parties. It ill behoves the plaintiff, 
who initiated the law suit and had control over whether or not 
it would go to trial, and who himself spent many times the amount 
he alleges he could have recovered, to say that the defendant's 
counsel's fee should be reduced for this reason. 

Plaintiff contends that there must be subtracted from 
the hours expended, the time involved in obtaining the award of 
attomeys fees. This is clearly the law. Thermovac Industrv 
C orp. v. Virtis Co. , supra ; Chromally Corp, v. American Allov 
Surface Corp., supra. However, the plaintiff brought on the 
motion to amend and supplement the findings of fact and con- 
clusions of law in which the awarding of attomeys fees was 
one of severa1 items unsuccessfully attacked. The hours 
involved in opposition to the Rule 52(b) motion are properly 
included. It would appear that only half of the 12 hours 

charged for March, 1974 were related to attomey's fees, and 
these alone will be disallowed. 

Finally, the defendant has included in his claim a 
couple of hundred dollars of disbursements ("expenses") which 
are not taxable costs in the action. While plaintiff has taken 
no specific exception to this, the reference in this matter was 
solely for the computation of attomeys fees and there would not 




appear to be any statutory authority for assessing costs other 
than taxable costs. Chromally Corp. v. American Alloy Surface 
Corp. , supra . Consequently, these have been excluded from 
consideration. 

Considering all of the various aspects discussed 
above, I find that the fair and reasonable fee to be awarded 
to the defendant's counsel is $16,970. This figure is arrived 
at by using Mr. Berger's regular hourly charge for the years in 
question, by reducing the hours allowed for 1970, 1971 and 
1972 by 50%, by subtracting six hours from 1974 as attributable 
to the attomeys fee collection, and by disallowing entirely 
the fees of other attomeys (except predeceasor counsel) and 
expenses. 

Respectfully, 

Gerard L. Goettel 
United States Magistrate 


DATED: New York, h, v , 
June 10, 1974 


UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 
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After a hearing a. dlrected by thia Court'. Opinion 
and Ordei of Deceeber 80, 1973, and aftar oujaiderlng tht 
transcript of tha hearing, tha relevant axhibita and tha croaa- 
filad aenoranda of eounaal on tha iaeua of tha aaount of attornay 
faaa, Hon. Oerard L. Ooettel, United State. Maciatrate, haa 
euboitted to thia Cou**t hia Report and Recaaaandation flndlng 
a fair and ressonabla attornay faa award in thia caaa to ba 
$16,970 or approxinately $17,000. Tha Magiatrata'a report ia 
thorough and thoughtful and fairly aeeka to deal wlth tha eajor 
iaauaa raiaad by plaintiff'a aeaorandua on thia aubjoct, but 
plaintiff raapactfully aubaita to thia Court that tha Magiatrata 
haa arrad in two naterial reapecta in hia application of tha lav 
to the facta. 

POINT I 

Froa hia Report and Recomnendatlon (p. 5) it would appaar 
that tha Magiatrata haa determlned the anount of eounaal faaa 
to ba awarded, at leaat in part, "in light of tha reault" (lina 
6) obtalned by Mr. Bergar. Actually, ali of resulta, me one, 
obtainad through Mr. Berger'a advocaey were unremarkable in 
type and aaount. The patent in auit waa hald to ba lnvalld 
and unenforccable as are tha baat «ajorlty of patenta lltigatad 
in thia Dlstrlct and Circuit. Defendant aacaped a denega expoa* 
ura of laaa than $1,000. Thera «ara no daaagaa awarded on tha 
countar claim. Tha only unuaual f reault" «aa tha award of 
attornay faea. Preauaedly it ia thia lattar reault to whlch 
tha Magiatrata refers. 
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It la reapectfully subwittad that tha affaet of tha 
Maglatrata'a recomaendatlon la to award Mr, Barger a $17,000 
counaal faa for wlnning a $17,000 counaal fi,e. Thia la "boot- 
strapplng" ln lts plaineat aenae. Tha Magiatrate could have aa 
aaally recooaended that Mr, Bargor recalva a faa of $34,000 for 
wlnning a faa of $34,000 or, for that watter, that ha recalva 
a faa of half a allllon for wlnning a faa of half a ai11lon, 

Plalntlff subsita that the.only "resuit" whlch ean reasonably 
ba vlewed aa ona of tha bases for datamlnlngtha aaount of 
an attorney faa award la tha resuit apart trom attomcy faaa 
and that aavlng ona'a Client from lasa than $1,000 danage 
llabllity can ecarcely Juatify a faa of $17,000. Rota that 
Mr, Bargar'a cliant hae naver pald hia mora than $1,000, 

PODTT II 

Proa hia Report and Raconandatlon (p. 4)_■ ... it 

waa trled with graat afclll by defensa counaal" -- it would 
appear that tha Magiatrate also praalaad hia appraiaal of tha 
laval of Mr, 3erger*s sktll and expertlse, hence his econonlc 
worth aa counaal, solely or prlmarily on tha "resuit" -- an 
attomey faa award — obtalnad In thla case rather than upon 
hia demonotrated laval of litigatlon axparlanca (whlch waa 
practleally nll). Plalntlff aubnlta that tha "resuit" ln any 
^ Court'a respcnslblllty and product and not counaal'a 
Vhile tha abllltlaa of counaal aay ha ve ion affaet upon tha 
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outcoae of a eue, certalnly,lt 1« the Court'e reaponalblllty 
to deteroine the facta from the evidence preaented and to apply 
the law to thoae facta to reach a resuit. It ia preauoed thet 
thia Court emeatly trled to neet Ita aforeaentloned reaponalb- 
111ty aa lt aav lt ln thla eaae. Plalntlff would be ahocked 
Indeed If ha balleved for one lnatant that thla Court*a reault 
ln thia caae waa founded upon a cooperative evaluatlon of the 
abllltlea of counael. Mr. Ber S er*e worth ln thla caae ehould 
be founded upon the rate he could unquallfiedly demand for hia 
tl«e at the tlae that he undertook thla ault, and that rate 
la $25 per hour, not #40, #50, #65 or aore. 


* 


Of Counael! 

BARBARA BIMOARDNER 
Arthur, Dry k Kallah 


Reepeetfully aubaltted, 

HARVET S. BUMOARIWER, , 
Attomey\ For Plalhtlff 
1230 Sixih Avenue 
Ree York, New York 10020 


U 

Ft' 
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UNITED STATES DISTRICT COURT 
SOUTHERN DISTRICT OF NEW YORK 


- - 

IIYMAN KRAMER, d/b/a HY KRAMER : 

ENTERPRISES / 

Plaintiff, 

- against - 

DURALITE COMPANY, INC., 

Defendant. 

- - 


67 Civ. 2079 and 
67 Civ. 2081 (KTD) 


HYKAN KRAMER, d/b/a HY KRAMER :j 

ENTERPRISES, AtFIDAVIT IN 

: SUPPORT OF DEFENDANT’S 

Plaintiff, MOTION TO AMEND THE 

: HONORABLE MAGISTRATE 

- against - GERARD L. GOETTEL’S 

s REPORT AND RECOMMENDA- 

G & A MACHINE WORKS, INC., . ' TION 

Defendant. 

- - 

Peter L. Berger, being duly sworn, deposes and says 

that: 

1. I am an attorney and a member of the firm of 
Rubens and Berger, 370 Lexington Avenue, New York, N.Y., said 
firm being in existence since September 1971. 

2. In the above-identified proceedings, this Court 
awarded Defendant's attorney,fees to be paid by Plaintiff. 

3. Pursuant thereto, an inquest was held by the 
Honorable Gerard L. Goettel, United States Magistrate to 
determine the amount of reasonable attorney fees to be paid by 


Plaintiff 
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4. Pursuant thereto, I supplied ths Court, as well 
ap the opposing counsel, with copies of bilis submitted to 
Defendant. In the course of preparing such bilis, the terms 
"review" and "reviewing" were used twenty-five times. 

5. Plaintiff's counsel urged that such terms reflectet 
the lack of the undersigned's experience and unnecessary and 
duplicative hours were spent by the undersigned in the prepiaratior 
of his case. 

6. The Report and Recommendation by the Honorable 

% 

Gerard L. Goettel seems to accept this view where it States, 

"In addition, the plaintiff argues that 
because of Mr. Berger's inexperience he 
spent considerably more time with the 
preparation of this case than necessary. 
Concededly, it appears that Mr. Berger 
expended a good deal of unnecessary and 
repetitive hours in the preparation of 
the case" 

7. As a resuit of said Report and Recommendation, 

I reviewed said bilis and determined that said terms were 
catchall terms that did not accurately reflect the actual work 
I performed, since such review does not accurately reveal the 
actual original research, reading and investigation I undertcok 
in preparation of this case. 

8. In the following paragraphs I have explained the 
actual work I performed, which work was erroneously misinter- 
preted by Plaintiff in construing the words "review" and "review¬ 
ing". This effort contributed to Magistrate Goettel*s reducing . 
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the allowed billable hours in half for the years 1970, 1971 and ’ 

/ 

1972. 

9. June 1970 -"Reviewing" files and outlining case 
covers the initial reading, reflecting and consideration of the 
files received as submitted from prior counsel without original 
work being undertaken at that time, with the exception of out¬ 
lining the case structure. 

10. ’ October 1970 - "Reviewing” docuroents - Relating & 
reading documents such as prior art patents, the patent applica- 
tion, sales records, prior correspondence in the aluminum furni- 
ture field, and other documents that generated issues and consti- 
tuted original research work relatcd to this case. 

11. October 1970 - "Reviewing" file history - A file 
history is the entire record before the P?tent Office constitutinc 
the original application as filed, amendments submitted in re¬ 
sponse to various Patent Examiners' opinions on the patentability 
of the invention, prior art patents and related patent applica- 
tions. The term "reviewing" means reading, reflecting, and con- 
sidering the importance and relevance of the contents of the doc¬ 
uments being read. 

12. January 1971 — "Reviewing" files — This covers a 
status»update of the case which had been pending since 1967 and 
dificussing the update with the client, including possible new 
leads regarding Kramer's conduct. 
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13. February 1971 - "Reviewing" files - Relates to the 
preparation of Defendant for depositions. Such a review is norm- 
ally conducted to determine what information will be sought to 
be discovered during the deposition and also what information 
previcusly existed. This is not "review" but is preparation in 

4 

light of existing data. 

14. February 1971 - "Reviewing" prior depositions of 
Adler, relates to reading and considering the significance of the 
contents of the prior depositions of Adler. 

15. March 1971 - "Review" of matcrial for preparation 
of second deposition of H. Kramer - This relates to the work un- 
dertaken in preparation for said second deposition, thut work 
normally being undertaken prior to conducting such deposition so 
as to be avare exactly the most important and salient points 
contained in the prior documents and prior art pieces in my 
possession. 

% 

16. April 1971 - "Reviewing" deposition of H. Kramer - 
This relates to reading and considering the significance of the 
contents of said deposition. 

17. June 1971 - "Review" of new sample pieces — This 
relates to investigating the size and shape of actual, physical 
pieces submitted by Adler, these pieces being related to the con- 
cepts involved in the issue of novelty, and also concepts involvec 
related to the issue of lying and fraud on the part of Kramer. 








minate) serves as a pivot about which the assembled 


opcration as desired. Alternativelv. bending of the blanks 
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18. Jane 1971 - Finalise technical "review" - Thia 
relates tc finaliring the consideration of the prior art pieces 
and patents discovered to that point and the term "review" is 
meant to cover the status of that situation at that time. 

June 1971 - Review" of pretrial memorandum covers 
reading and considering the oontents of the same prepared by 
opposing counsel. 

io. August 1971 - "Reviewing" „ it h Client as to poss- 
ible witnesses relates to discussing the potential witnesses who 
could be brought forth to contradict the story presented by 
Kramer. There were at least 5 or 6 witnesses discussed, most of 
Whom I contacted and conferred with in great detail. 

21. August 1971 - "Review" status of litigation re¬ 
tes to an update to determine the present situation with regard 

to the litigation, since it was ^ 

s stili pending for over four years. 

May 1972 - Review" of litigation with H.E.Rubens 
relates to conductin, a series cf discussione with my partner,' 

Mr. Rubens, as to his view of the evidence discovered, further 
evidence to be obtained, and was not a rehashing of the under- 
signed-s original wor*. It is noted that Plaintiff went to tria! 
with two attorneys present at ali times, and were Defendant betteg 
financed, two attorneys would also have been present for the en- 
tire of the proceedings, both before and during the trial period. 
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Exchanging views during preparation of a case for litigation and 
during litigation is often extremely valuable to the litigating 
attornev and is not duplicative. 

23. November 1972 - "Reviewing" Plaintiffs proposed 
findings of fact relates to reading and considering the contents 
cf the same. 

24. The time spent by Harry Ernest Rubens was not 
duplicatory of my time / since his review and effort led to disco 


ery of the issues related to improper and insufficient original 
disclosure for the angles set forth in the claims, it being re- 
membered that actual measurement of the angles revealed them to 
have a value outside the range set forth in the claims. Additio 


ally, Mr. Rubens' time was not duplicative of effort for the 
reasons set forth in paragraph 22 above. » 


Sworn to before me this 
19th day of June 1974 


Notary Public 

M&LUE HARTfcWN 
NOTARY PUBUC. o! :«w Yof» .• 
No. 03 4520110 

Quii.ticJ :> b u.K 

Conmtsjttn »0, II7| 
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67 Civ. 2079 and* 
67 Civ. 2031 (KTD) 


MEMORANDUM IN 
SUPPORT OF DEFENDANT'S 
MOTION TO AMEND THE 
HONORABLE MAGISTRATE 
GERARD L. GOETTEL'S 
REPORT AND RECOMMENDATION 


This Memorandum is submitted in support of Defendant*s 
Motion to amend the Report and Recommendation submitted by the 
Honorable Magistrate Gerard L. Guettel with regard to tbe above-r 
identified matter. 

Attached hereto is an Affidavit by Defendant's attor- 
ney explaining the use of the term "review" and "reviewing" as *> 
contained in the bili submitted to Defendant with regard to this 
matter. The enclosed Affidavit makes it ciear that these terms 
were catch-all and not succinctly descriptive of the actual work 
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undertaken, the enclosed Affidavit detailing the actual work un- 
dertaken which indicates the amount of original thought, energies 
and Creative work entailed in reading, reviewing and reflecting 

on the many documents, prior art pieces, possible witnosses to be 
called,. dopositions/ pre-trial memoranda, and various other docu¬ 
ments related to the prosecution of both the Application in suit 
and a related Patent Application. For instance, the bili does 
not reflect the dctailed work undertaken discovering the error 
regarding the incorrect submission in the original Application 
of a figure having angles which were out of the range actually 
called for in the claims and suit. It is remembered that some 
trial time was devoted to this issue including meetings in cham- 
bers regarding requirements of sufficiency of disclosure. Thus, 
the terms "review" and "reviewing" were apparently purposely mis- 
interpreted by Plaintiffs and possibly erroneously misinterpreted 
by the Honorable Magistrate Gerard L. Goettel. It is submitted 
that no unnecessary duplicative or wasteful hours were spent in 
prepardng the Defendant*s case both pre, during and post-trial. 

This case consumed some seven years on the trial calendar and was 

/ 

anything but a simple patent law suit. The many issues raised 
during the trial required the extensive time and effort called for 
and set forth in the bili submitted to the Defendant. 
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The Honorable Magistrate Gerard L. Goettel disalloved 
hours billed by Mr. Rubens of the firm of Rubens s, Berger. 

«r. Rubens' efforts vere of great value especially vith regard to 
uncovering the insufficiency of disclosure vith regard to the \ 

angles actually contained in the original dravings as submitted 
to the Patent Office. Additionalty, „ r . Rubens independently 

reviewed vith. the Defendant the primary issues involved and ex- 
changed ideas vith Defendanfs counsei hov these ideas, thoughts 
and consideratione contributing to the presentation of the defense 
matter. The time spent by Mr. Rubens vas quite limited, 

in viev of the Defendanfs desires to limit expensos in this 

mattor, and quite obviously, substantially, more time could have 

beon Pr°fitably spent by Mr. Rubens. It is noted, i„ passing, 

that at au times during the trial and in ali probability both 

before and after trial Plaintiff vas represented by tvo attorneys 

billed for both their times, it not being considered that 

either one vas duplioative of another. Thus, the limited time 

spent by Mr. Rubens vas hardly duplicatory of any effort of 

Mr. Berger's, and contributed to the defense presented in this 
matter. 
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From the above, it is requested that this Court anend 
the Report and Recommendation submitted by the Honorable Magis- 
trate Gerard L. Goettel and allow full credit for all time spent 
by Mr. Berger and Mr. Rubens in this matter at an hourly rate 
which is reasonable. The Honorable Magistrate Gerard L. Goettel 

4 

allowed that reasonable rate to be that normally charged by 
Mr. Berger and by the firm of Rubens & Berger, and therefore, 
an amount of attorneys' fees equal to $23,741.60 is requested to 
to awarded by this Court. 
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By Peter L. Berger, Esq. 
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2. 


KEVIN THOMAS DUFFY, D.J. 

Having reviewed the Report and Recomnendation 
submitted by the Honorable Magistrate Gerard L. Goettel 
and having reviewed the objections and suggested modifi- 
cations filed in response thereto by counsel, I hereby 
confirm the Honorable Magistrate's Report and Recommenda- 
tions in all respects. 

Settle judgment on notice. 


Dated: New York, New York 
July 19, 1974. 
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HYMAN KRAMER, d^b/a HY KRAMER 
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Plaintiff, 


-against- 

G & A MACHINE WORKS, INC., 
Defendant. 


JUDGMENT 




This Aetion came on for trial on June 21, 1973 before 
the Court, Honorable Kevin T. Duffy, District Judge, presiding. 


and the issues having been duly tried and a Decision having been 

! 

duly rendered on December 20, 1973 and a report of the Honorable 
Magistrate Gerard L. Goettel having been rendeied on June 10, * 

1974, 

It is ordered, adjudged and decreed that, 

I* This Court has jurisdiction of the parties and the 
subject matter. 


2. Patent No. 3,310,268 is invalid, void and unenforce- 


able. 
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NOTICE OF APPEAL 

PLEASE TAKE NOTICE that plaintiff hereby appeals to the 
United States Court of Appeals for the Second Circuit from so 
much of the judgment entered August 1 , 1969 , as: 

1 . holds this case to be an exceptional case falling 
within the meaning of 35 U.S.C. Sec. 285; and 

2. awards to defendant, G & A Machine Works, Inc., 
attorney's fees in the araount of $ 16,970 together 
with its costs in this action. 
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HINGE BRACKETS 
Ifytnan Kraimr. 2764 E. 16th St., 

Brooklya, N.Y. 11218 

Fll«d May 24, 196S. Sar. No. 458,148 6 

5 Claims. (CL 248—188) 

Thi* invention relates to improvements in hinge brackets, 
and more particularly to an improvcd hinged bracket 
for hingcdly connecting tube, r^d and like members In 
adapted to swing relatively to one another. As illus- 
trative, the invention will be de cribed as applied to 
folding cot structure, wherein improved hinge brackets 
as ucrein contemplated are cmployed as a means for 
hingedly connecting the legs to the cot frame, usually 15 
the side rails of said cot. 

Stated broadly, a major object of the invention is the 
provision of an improved hinge bracket for hingedly 
connecting two members which are adapted to swing or 
fold with rcspect to one another, from or to a “set up" 20 
position to and from a folded or collapsed position, and 
which is so constructed and arranged that it also serves 
effectively to brace the one member which partakes of 
swinging rnotion with respect to the other when said 
members are in their “set up” position. 25 

Mere particular objects of the invention are the pro¬ 
visit n of a hinge bracket especially designed and suited 
for jse in folding cot construction, wherein the hinge 
bracket serves primarily to connect a folding leg to a 
cot-frame member, but whose construction is such that 30 
it also functions as an effective leg brace for the leg 
which it connects when said leg is extended to its in- 
use or set-up position; the provision of a hinge bracket 
as aforesaid which incorporates an integral part serving 
in the set-up position of the leg as an effective seat for 35 
the member to which it is hingedly connected; and the 
provision of a hinge bracket as aforesaid which further 
incorporates integral means which assist in niaintaining 
aaid leg in its folded-up position with respect to the cot 
(tame, upon said leg having been moved to that position. 40 

Yet another object of the invention is the provision 
of a novel hinge-bracket blank configuration enabling 
the production of hinge brackets of the invention from 
flat strip stock with an absolute minimum of scrap. 

The above and other objects and featur , of advan- 45 
tage of a hinge bracket and hinge-bracket blank con¬ 
figuration according to the present invention will be- 
come apparent from the following specihcation and ac- 
companying drawings, wherein: 

FIG. 1 is a broken-away plan view of a partially blank- 50 
out strip illustrative in part of the manne - of fabricating 
hinge brackets of the invention from strip stock and 
further illustrating the configuration of an individual 
hinge-bracket blank as herein contemplated; 

FIG. 2 is a broken-away pcrspcctive view of the end 65 
porlion of a folding cot which illustrates a typical ap- 
plication of hinge brackets of the invention, ix. in 
hingedly connecting the supporting legs to the side rails 
of the frame of a folding cot; 

FIG. 3 is a vertical section taken through one of the 
hinge brackets sbown in FIG. 2, which depicts its leg 
connecting and bracing funcions; 

FIG. 4 is a view corresponding to FIG. 3 but showing 
the leg folded against the cot side-rail; and 

FIG. 5 is a pcrspective view of a hinge bracket of 05 
the invention disassociated from both cot side-rail and 
cot cnd-leg. 

Kefcriing to the drawings in detail, it will be under- 
stood that the partially shown folding cot 10 illustrated ... 
in FIG. 2 is eaemplary only of various folding or coi- ‘ 
lapaing-type conr.ructions to which hinge brackets of the 


invention are suited. More particularly, such a typical 
construction comprises a body frame induding two lon- 
gitudinal side rails 12, 14 and legs 16, 18 acting in 
concert with other legs (not shown) normally to sup- 
port said frame in its “in use" or set-up position. As is 
generally truc for ali types of folding cots, said legs are 
pivotally connected to said side rails for swinging move- 
ment to and from a set-up position (FIGS. 2 and 3) 
from and to a folded or collapsed position as in FIG. 4. 

According to the invention, each said leg-to-side rail 
connection is provided by a hinge bracket generally desig- 
nated 20 and which basically comprises an elongated 
body portion 22 of U-section corresponding to that of 
the leg or other part which it is to receive, and parallelly 
disposed, planar side wings 24, 26 extending forwardly- 
upwardly from the opposite sides or arms of said body 
portion. As shown, said body portion is semi-cylin- 
drical because the leg 16 or 18 which it is adapted to 
receive has circular section, and it has radius slightly in 
excess of that of said leg 16 or 18, so that the latter is 
readily reccivable therein. The axial Iength of said body 
portion is appreciable so that when the bracket is fitted 
to the upper end portion of a leg, it will endose a sub- 
stantial Iength portion thereof. 

The bracket side wings 24, 26 are spaced apart a dis- 
tance slightly greater than the extemal diameter (or 
other width dimension if non-circular) of a side rail 
12, 14 (which diameter or dimension will ordinarily be 
that of the legs 16, 18), and thus a side rail wiU be 
freely receivable between said wings. The extern of 
forward-upward extension of the side wings 24, 26 from 
the top edge of the body portion of the bracket is some- 
what greater than the diameter (or width dimension) 
of a side rail, being determined by the angle of inclina- 
tion that a leg when extended is to bear to a side rail 
and by the uppermost ends of said side wings being capa- 
ble of forming mounting ears for the rivet which is to 
pivotally connect the bracket to said side rail. Stated 
otherwise, said side wings extend forwardly-upwardly 
beyond the top edge 22n of said bracket body portion 
22 a distance such as will establish a predetermined angu- 
lar iclation (approximately 120* in the typical con- 
struction shown) between the axis of the side rail re- 
ccived between the upper end portions of said side wings 
and the longitudinal axis of said body portion and the 
leg associatcd therewith, when said leg i’ swung away 
from the rail to a position such that said rail bears on the 
top edge of the bracket body portion, and the extensRm 
of said wings will also be iuch as to provide enough 
area to the respeclive upper-end portions thereof that 
said portions can serve as mounting ears (designated 24o, 
26o) for the cross pin or livet which is to pivotally con¬ 
nect said bracket to a side rail and which desirably is 
to pass through the side rail on a horizontal diameter 
thereof. 

As best seen in FIGS. 3 and 4, each said bracket 20 is 
aftixed to the upper end portion of the leg which it serves 
by one or more rivets (one rivet 28 being shown). lllu*- 
tratively, said rivet 28 passes through the bracket body 
portion and leg on a diameter located approximately mid- 
way of the axial Iength of said body portion, but this 
rivet positioning may be varied. By reference to FIG. 3 
in particular, it will be seen that said bracket body por¬ 
tion in its top edge is provided with an integral, inwardly 
extending tab 30 which extends over the top edge of said 
leg and thus acts in concert with said rivet 28 in estab- 
lishing and maintaining the proper vertical position of 
the bracket with respect to the leg to which it is con¬ 
nected. A cross pin or rivet 32 extending through holes 
in the aforesaid rail-receiving or mounting ears 24<i, lia 
(in which the upper portion of aaid side wings 24, 26 ter- 






3,310,268 


269a 


3 

minate) serves as a pivot about which the assembled 
leg and bracket may swing to and from the rcspective leg 
positions shown in FIGS. 3 and 4 . 

FIG. 3 in particular illustrares a further advantageous 
featurc of the invention. namcly, that of the outwardly 5 
projecting, crosswisc cxtcndmg strengthening ribs 34 a, 

34b and the similarly outwardly projecting upwardly- 
forwardly inclined strengthening ribs 36«, 36 b provided 
in the body portion 22 and side wing portions 24, 26, re- 
spectively, of the bracket. Said ribs and their iUustrated jq 
disposition are such that they effect substantial strengthen- 
ng of the bracket as compared to one devoid of such 
ribs, and accordingiy a bracket having such strengthening 
ribs may be made of lighter gage stock than hitherto con- 
sidered possible. ]5 

Another feature of advar.tage of the hinge bracket of 
the invention is that provided by the depressions 38a, 38 b 
sunk into the side wing portions 24«, 246 at locations 
thereof such that when a leg and its attaching bracket 
are swung to their folded up or collapsed position against 20 
a frame side-rail as in FIG. 4, said depressions "move 
over center" with respect' said side rail and thereupon 
serve to frictionally hold aa ; ‘ leg and bracket in that posi¬ 
tion. Such assumes, which is as intended here, that the 
inner surfaces of said depressions 33«, 386 are spaced 25 
apart a distancc slightly less than the external diameter 
of the side rail. 

Reverting :c the aforememioned tab 30 formed on the 
upper-end edge of the semi-cylindrical body portion 22 
of the hinge brackets, such by reference to FIG. 5 pref- 30 
erably has an upwardly concave surface shapcd comple- 
mentally to the under periphery or side of the side rails 
12, 14. Thus, rather than seating against a non-con- 
forming and sharp top edge of a leg, each side rail seats 
against an inbent tab surface that not only has sub- 35 
stantial area as compared to said top edge proper but 
also a surface which conforms to that of the periphery or 
underside of said rail. FIG. 5 also shows a recess desig- 
nated 30 a in the bottom edge of the body portion 20 of 
the bracket, as results from the brackets of the invention 40 

: ng blanked out from immediately contiguous areas of 
continuous strip stock, as will now be briefly described. 

Referring to FIG. I, such illustrate a strip-form start- 
ing blank B in the proccss of being moved through a pro¬ 
gressive die (not shown) but this view may also be taken 43 
as illustrating a fixed strip or blank being acted upon 
progressively by a movable die which moves along said 
strip. In a first stage, the aforesaid strengthening ribs 
34a, 346, 36«. 366 and the depressions 38«, 386 are 
formed in the blank. In the next stage, the rivet holes 50 
28a, 286 and 32«, 326 for the aforesaid rivets 28 and 32, 
respectively, are punched in ihe blank. In a final stage, 
an individua! bracket blank designated BB is struck off 
from the strip B, and in the snme operation the aforesaid 
tab 30 may be formed in embryo by striking same out 63 
from the matcri.il ultimately to form the lower-end edge 
of the semi-cylindrical body portion 22 of each next pre- 
ceding bracket blank. Thus, cach bracket blank as it is 
formed has a tab projecting iront one edge, ultimately to 
be the top edge of the elongntcd body portion of the 00 
finally shaped bracket, and a recess 30a in the opposite 
edge destined to form the bottom end edge of said body 
portion. Alternatively, ihe individual bracket blanks BB 
may be blanked out except for the tabs 30 in a next-to- 
final stage and said tabs formed only when the so-formed 05 
blanks are finally severed one from the other. According 
to such procedure, the tabs in embryo provide connect- 
ing webs between the blanks BB up to the time of actual 
tab severance. 

The individual blanks BB Icaving the die may be stored 70 
or they may be immediately delivered to bending ap¬ 
paratus which bends thent about their longitudinal center 
Iit s to their final curvature and shape. This bending 
operation may also impart the upwardly concave shaping 
to tbe tabs 30, or such may be imparted in a separate 75 


4 

operation as desired. Alternatively, bending of the blanks 
as aforesaid may be effected in the same or approximately 
the same operation as that effecting severance of the 
blanks from the strip and/or forming of the tabs 30. 

It is a particularly notewonhy feature of the present 
invention that the bracket blanks B3 coming from the die 
are so configured that scrap is minimal. That is to say, 
the bracket blank areas extend entirely across the starting 
blank B and they nest with one another. Accordingiy, 
the rear lines of each preceding bracket blank area co- 
incide with the 1‘ront lines of each next following bracket 
blank area, except for the small areas designated x and y 
(FIG. 1) which are negligiblc, with the resuit that the 
bracket blanks may be formed substantially without scrap 
loss. Moreover, each blank BB as finally formed is 
roughly V-shaped, being comprised by an apical portion 
and divergent leg portions. However, rather than coming 
to a point as with truly V-shaped parts, said apical portion 
is blunted, being defined by inner (crotch) and outer edge 
lines which are generally rounded and into which merge 
the inner and outer side-edge lines of said leg portions, 
which latter are disposed substantially parallel to one an¬ 
other. To provide the body portion 20 of the final leg 
bracket with requisite axial dimension, the apical por¬ 
tion of each said blank which ultimately provides said 
body portion has substantially greater dimension in the 
direction of its longitudinal center line, i.e. the line exteod- 
ing medially through said apical portion from outer to 
inner edges thereof, than the thickness of the aforesaid 
divergent leg portions of the blank. 

Furthermore, since the blanks are intended to form 
linge brackets which establish an angle of approximately 
120° between a side rail or equivalent structural member 
and a supporting leg or like member. the aforesaid leg 
portions of the bracket blanks BB as formed diverge from 
one another at an angle of 30*-40* from said longitudinal 
center line. Finally, the said leg portions are sufficiently 
long as to provide for the location of the rivet holes 32 
in their free end portions at points of intersection of 
divergent straight lines which extend substantially medi¬ 
ally through the leg portions at approximately the same 
angle to said longitudinal center line that said leg portions 
bear to said center line, with straight lines which diverge 
from the mid point of the inner edge of the apical portion 
of the blank at an angle of approximately 60’ to said 
center line. 

From the above, it will be appreciated that sheet metal 
hinge-bracket blanks having the special configuration and 
related features according to the foregoing description may 
be produced in quantity and thereafter formed to their 
final bracket shape very speedily and economically. as 
compared to the operations required to produce the final 
brackets made therefrom which serve similar function. 

Analysis of FIGS. 2 and 3 will further show that a 
hinge-bracket according to the invention serves as a leg 
brace as well as a leg hinge and thus makes the provision 
of separate leg-bracing means employed in folding leg 
constructions wholly unnecessary. Also to be observed is 
that a hinge bracket of the invention incorporales within 
its own structure effective friction means, i.e. the inward 
depressions 38«, 386, capable of securing the leg which 
it connects in its folded-up position with respect to an 
associated frame side rail, and thus it constitutes a self- 
contained structure performing the manifold functions 
which the ideal hinge bracket could be expccted to per- 
form. 

As many changes could be made in carrying out the 
above constructions without departing from the scope of 
the invention. it is intended that ali matter contained in 
the above description or shown in the accompanying draw- 
ing shall be interpreted as illustrative and not in a limit- 
ing sense. 

I claim: 

I. A hinge bracket for pivotally connecting tube, rod 
and like members for relative swinging movement with 
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respect to one another comprising: an elongated body 
portion having gcncrally U-section and adapted to rcceive 
and partially enclose the upper end portion of one said 
member and side wings extending forwardly-upwardly 
from said body portion and terminating at thcir upper 5 
ends in ear formations which are spaced apart an amount 
enabling the receplion of the other of sr.ij mcmbers there- 
between; means for fixedly securing said hodv portion to 
the upper end portion of said one member and in position 
such that the relatively top edge portions of each are sub- jq 
stantially at the same level; said ear formations having 
aligned holes for the reception of a pivot pin which is 
adapted to be passed cross-wis*. through same and through 
said other member received therebetween; and said top 
edge of the body portion of the bracket havirg an ir>- 1 j 
tegral, inwardly projectirg tab which is a.ir.ptcd 'o ext-rul 
over the top edge of said one member to linit vertiral 
extension of said one member when received in the bracket 
and whose relatively upper surface is shaped to conform 
to the relatively under surface of said other member 20 
received between said ear formations, said ear formations 
being provided with inward deoressions so located along 
corresponding edges thereof that they move over-center 
of the aligned holes provided in said formations when 
said bracket is swung with said one member to a position 25 
in which said one and other members are substantially 
parallel. 

2. A hinge bracket blank comprising a flat piece of 
sheet metal having general V configuratio" thereby to pro¬ 
vide an apical portion and divergent lcg portions, said 30 
apical portion defined by inner and outer rounded edge 
lines and having substantially greater dimension i* the 
direction of the longitudinal center line of the blank tlian 
the thickness of the leg portions, said leg portions having 
parallel side edges and diverging from one another at an 33 
angle of 30-40* to said longitudinal center line and being 
each provided in its free end portion with a hole for a 
bracket-attaching pin and the like, the location of the 
holes in said leg portions and thereby the length of said 
leg portions being established by the points of intenec- 40 
tion of divergent lines extending substantially medially 
through the leg portions at approximately the same angle 
to said center line that said leg portions bear to said cen¬ 
ter line with lines extending in opposite directions out 
wardly from the midpoint of the inner edge of the blank 48 
and which are disposed at at an angle of a approximately 
65* to said center line. 


6 

3. A hinge bracket blank according to ,iaim 2, which 
further includes a small-width, conve*‘y shaped tab in¬ 
tegra! with the blank and which projects from the inner 
edge of the apical portion into the space between the leg 
portions of the blank. 

4. In combination, a side rail, a supporting leg, and a 
hinge bracket for connecting said leg to the side rail and 
perrnittir.g sv.ineing movement of the leg between a sup- 
porting position in which it extends at an angle of approxi- 
mately 120* to said side rail and a coliapsed position in 
which it is disposed parallel and closely adjacent to said 
side rail, said hinge bracket including an elongated body 
portion having generally U-section which is closely fitted 
to the upper end portion of said supporting leg and in 
which said leg portion is received, rivet means securing 
iht so-receued leg portion to said body portion in posi¬ 
tion such that the top edges of said portions are at sub- 
stantially the same level, said bracket further including 
side wings extending forwardly-upwardly from said body 
po. tion and terminating at their upper ends in ear forma¬ 
tions between which said side rail is received, a pivot 
pin extending between said ear formations and through 
said side rail, the top edge of the bracket body portion 
having an integral, inwardly projecting tab which extends 
over the top edge of the leg portion, said tab being up- 
wardly concave and theieby providing a concave seat for 
said side rail when the supporting leg is swung to its 
rail-supporting position, and said hinge bracket further 
incorporating means foi fricticnally securing the support¬ 
ing leg in said coliapsed position when actuated thereto. 

5. The combination according to claim 4. wherein said 
frictional securing means comprises inward depressions 
in said ear formations which deline inwardly directed 
lugs which are so located along corresponding edges of 
said ear formations that they move overcenter of the 
pivot pin and frictionally engage opposite sides of the rail 
when said supporting leg is swung to its coliapsed posi¬ 
tion. 
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Oath, Power of Attorney, and Petition 


File 14.635 

SOLE 


Being duly sworn, I, HiTMAN KRAMER,.....'.. 

dcpose and say that I am a Citizen of .the. Uni ted[ StateSj . residing at 

..Bro.okljn.,...New...Y.O.rk.....; that I have 


read the foregoing specification and claims and I verily believe I am the original, first, and sole 

inventor of the invention or discovery i\i....1... IIL 

..._..J£tNG£..B3ACKLTS.^____ 

described and claimed therein; that I do not know and do not believe that this invention was ever 
known or used before my invention or discovery thereof, or patented or described in any printed 
publication in any country before my invention or discovery thereof, or more than one year prior 
to this application, or in public use or on sale in the United States for more than one year prior to 
this application; that this invention or discovery has not been patented in any country foreign to 
the United States on an application filed by me or my legal representatives or assigns more than 
twelve months before this application; and that no application for patent on this invention or dis¬ 
covery has been filed by me or my representatives or assigns in any country foreign to the United 
States, except as follows: 


& , T , , . . J. HAROLD KILCOYNE 

And I hereby appoint ....... j ; r- 

961 NATIONAL PRESS BUILD1NG - WASHINGTON 4, D. C. __ _■ <.*/, 

Registratlon No.12049 my attorney or agent with full power of substitution and revocation, J .* 

to prosecute this application and to transact ali business in the Patent Office connected therewith. 

Wherefore I pray that Letters Patent be granted to me for the invention or discovery described 
and claimed in the foregoing specification and claims, and I hereby subscribe my name to the fore- '*? 
going specifications and claims, oath, power of attorney, and this petition, this 1 . y 

— . J../.. .day of. .-gjdm/ 19....6.5... r *'? t 

V v * ’ 

Inventor_..... 

/flnt flkmi Kllddl* 1QUI&1 lut nam* 

/ 


Post Office Address 


.27.6.U..Easjt...i.6th..§.tr.e.e.t.__ 


f 

( ...Bro.o w.l yn*...H.e.w...Yar.Ic. 



4 
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State of. .Ne.w..Yo-rk.. \ 

/ SS 

County of Kinga..:.( 

Beforc me personally appeared .HY>IhM..KRA>ER 

to me known to be the pcrson described in the above application for patent who signod the h" 
going instrument m my presence, and made oath before me tc the allegations set forth th <■«*•■» 
being under oath, onjh&day and ycar aforepaid. 

—e»*£— f i / —y ^ _ • 

1 s E A L) 7 ..tz"ICZ 7 - 1 ' / * ‘ 

• . "ottnNbiie 

^ . . / *• •• 

» — i . 

This form m«y bc exccuted oniy whcn «tUched to • complet* «pplicotion •» '• ,l **** *” 
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July 9, 1973 


Mr. Mlckey Adler 
165 Falmouth P.oad 
Yonkers, New York 

Re: Hy Krarner Enterprises v. G & A Machine Works, Inc. 
__ 67 Civ. 2070, 67 Civ. 2031 


Remarks 


Conferences with B. Lilling of Lilllng & 
Siegel re taking over above law suit; 
conferences with Ivi. Adler re same; 
reviewing files of B. LLlllng; obtaining 
etipulation extending tin.e for fUirg 
Pretrial Order; and miscellaneous cor- 
respondenc<* 

Conferring with client; Abe 2 wickel, 

Gilbert, G. Gonsalves, reviewing files 
and outlining case 

. Preparation of 9(1) application; prepara- 
tion of papers reopening discovery; 
appearance in Court; substitution of Counsel 
and preparation of ali papers re above and 
obtaining reopening of discovery proceedings 

September Preliminnry work re preparation of r.mended 
Answer and Countcrclalm; conferences with 
Client re above; reviewing file history of 
Patent-in-Suit 

October Preparation for deposition of Krame* to be 

takcn on October 30th; reviewLig documents; 
meeting with client; preparation oi' questione; 
reviewing prior art; reviewing file history 
and conducting deposition 

ONLY COPV AVAILAI 


Month 

1970 

May 


June 

July 
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- Accountlng 


Hours 


10.00 


7.00 


15.00 


15.00 


24.00 





JYIonth 

November- 

Decembor 


1971 

January 

February 


March 


April 


-2- 
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Remarks 

Hours 

Confcrences with Client; correapondence 
with Client; correspondence v/ith S. Stoll; 
filing arnended Answor and Counterclaim 
and reporting sanie to clicnt 

8.00 

Total hours for 1970 

79.00 

Total Services 

$5, 925.00 

Disbursements - United Reporting Service 

Search in Washington, D. C. 

148. 50 
17.75 

Total for 1970 

$6,091.25 

Reviev/ing files; miscellaneou 9 corres- 
pondence and communication with client 

2.75 

Conferences with M. Posnack; preparatlon 
for deposition of ?,I. Adler at offices of 

S. Stoll on February 4th; reviev/ing files 
and preparatlon of M. Adler for said de¬ 
position; miscelianeous telephone cortfer- 
ences v/ith client, S. Stoll, reviewing 
prior depositlons of Adler for preparation 
of corrections to same; conferences with 

M, Adler re above 

12.00 

Mceting in Court re status of case; further 
conferences with M. Adler re changes in 
deposition and corrections to be made; 
conferences with client; review of matcrial 
for preparation of second deposition of 

H. Kramer of IVIarch 16th 

15. 00 


Court appearance as to status of litigation; 
revlcwlng deposition of H. Kramer, con- 
ductlng research of same and correapondence; 

8tudy deposition; telephone calls to Erle 

Packnglng, Gilbert; preparatlon of Pretrlal 

Memo 26. 50 ' 
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Month 

May 

June 


July 

■August 


September- 

November 


-3 
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Romarkn 

Hours 

Conducting furthcr tcchnical rosearch 
in technico! llbrary for prior art pub - 
llcailons 

7.50 

Continuing scarch for prior art; ccnductin* 
review of prior art and review of new 

8ample piecer. si:bmitted by ciient; discus- 
eions v/ith Client as to st?.ti;3 of prior art; 
finaliza technicai review; review of Pre- 
trial Memorandum; and mlscelianeous 
correspondence 

18.75 

Ccmmcncing rcsearch ro inventorship 
iscues in litigation; conferences v/ith 

Client as to atovc; finalize inventorship 
legal research and discuss with Client 

16.50 

Conferences with Client re sales recordc; 
revlewing with Client as to possible wit- 
nesses in deposition exhiblt; furthor con¬ 
ferences with 7 wickel ,etc.; stipulation 
in re postponement of deposition and pre- 
paration for /dler deposition in office 
with records; review statu 3 of litigation 

16. 50 

Correspondence with clicnt and other mis- 
cellaneous correspondence 

.50 

» 

Total hours for 1971 

116.00 

Total Services 

' $8,700.00 

DlsburBements - Copics 

Scarch re prior Kramer 
Patent and copi es of same 

Adler reportlng Service 

* 

9. 95 

58.40 
119. 90 


Total for 1971 $8,888.25 
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Month 

Rcmarks 

Hours 

1072 

F ebruary 

Preparation for meoting with /dler re 
clips and olhcr Kramcr procincta as to 
mventorship i.osuc and false inventor- 
ahlp; comerences with S. Stoll 

4.75 

May 

Review of litigation with H. E. Rubens 

HER 5. 50 

PLB 5. 50 11. 00 

October 

Conference in Court re status of litigation; 
conference with client 

4.75 

November 

Telephone conference re exhibite with S. 

Stoll; reviewing PlaintiiPs proposed 
finding of facts 

4. 75 

December 

Prelimlnary work for Defendanfs finding- 
of facts; legal research and ongolng work 
as to Defendant's proposed finding of facis; 
informetion re new assignment as to Judge 
Duffy and correspcndence re same 

9. 25 


Total hours for 1972 

34.50 


Total Services 

$2,587, 


Total for 1972 

$2, 587, 

1973 

January 

Miscellaneous correspondence • , 

.25 

Feb ruary 

Conference with 0'Rourke and /dler re 
litigation 

.75 

May 

Search Patent Office records as to additlonal 
prior patents as relevant to novelty 

4.00 

June 

Telephone conferences with S. Stoll; 0'Rourke; 
/dler preparation for trial, including review 
of ali documcnts. legal research; review of 
entire file; preparation of M. Adler; review 
of same with H. E. Rubens; developing issues; 
preparation of questlons and exhlbits for trial 

79.00 
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Month 


Remarks 


June 


Conducting of trial; Courtroom appear- 
ances 


H0UT3 


31.50 


Total hours to Juno 1973 115. 50 

Total Services $ 9 , 450 .00 

Disbursements - Certifled copies of Kranier 
patents and copies for trial including 
preparation of exhibit copies 143.00 


Total to June 1973 


$9, 593.00 






December 10, 1973 


Mr. Mickey Aciler 
165 Falmouth Hoad 
Yonkers, New York 


Re: Hy Kraraer Enterprises v. G & A. Machine Works, Inc. - Accountinz 
— _67 Civ. 2079, 67 Civ. 2031 


Month 

Remarks 

Hours 

1973. 

July 

Revlcv/ of trial with H. E. Rubens; 
discussion with Client; confcrcnces 
with Bumgar Iner rc change of at- 
torncy as well as changing Defendant's 
attorney on record 

3.00 

September 

Conferences and correspondence re 
transcript 

. 75 

October 

Reviewing transcript of trial 

2.25 

November 

Completion of reviewing transcript and 
preparation of Post-trial Brief for sub- 
mlssion to Court 

35.25 

December 

Reviewing PlalntifPs Brief and prepara¬ 
tion of reply submitted to Court 

• 5.00 


Total hours July to December 

1973 

Total Services 

Disbureements - Cost of transcript 


46.25 
$3.468.75 
518. 00 


Total July to December 
1073 


0NLY C0 nv MNtfW r . 


$3, 986.75 
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/pril 2. 1974 



Mr. Mickey Adler 
229 S.W. 30th Street 
Ft. Lauderdale, Florida 

Re: Hy Kramer Enterprises v. G 6 A Machine Works, Inc, 
__67 Civ. 2C79, 67 Civ. 2031 


Month Remnrks 

1974 

February Revlew of Court Dcclslon; correspondence 
with Client re same; revlew of trial ex- 
hibits, Briefs, memorandum as to same; 
telephone communLcation to opposing 
Counsel and miscellaneous correspondence' 


March Conferences with H. Bumgardner re ob- 

taining extensions stipulating time; review 
of time record3 and preliminary prepara- 
tion of submisslon to Magistrate; corres¬ 
pondence with Magistrale and telephone 
conferences with Office of same; preliminary 
review of PlaintlfPs Rule 52B formal papers; 
preliminary rcsearch re inventorship and 
other issues as to same; preparation of out- 
line forReply Brlef 


April 1 st Legal reeearch re inventorship and fraud; 
and 2nd preliminary preparation o f memorandum 

in response to PlaintlfPs memorandum re 
Rule 52B Motion; commur icatlon with S. 
Ba 2 erman re Judge Pviffy 6 Decl«?on re 
Motion 


Total hours to April 2,1974 


Accounting 


Hours 


13.00 


12.00 


7. 50 


32.50 


Total Services 


$2,437.50 






RE: 
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TOTAL ATTO-aITEY SERVICE? AVD COPTS 

KRAMER v. DURALI TE r et al 
67 Civ. 2079 and 67 Civ. 2081 


Services 
$ 550.00 

5,925.00 
17.75 
8,700.00 
9.95 

•• • * 

58.40 
2,587.50 
9,450.00 
3,468.75 
, 143.C0 

• 2,437.50 


Costs 

$ 40.00 
148.50 
119.90 
5518.00 

$826.40 Total Cocts 


t 0NLY C0PY M *u ABLE 


. $33,347.85 


Total Services 









— — 


$ 









